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THe TRADE-MARA REPORTER 


Part I 


ON THE ORIGIN OF TRADEMARKS* 
By Gerald Ruston, T. D., M. A.** 


I shall not try in this paper to deal with every instance which 
I have discovered of the practice of putting marks on goods; dur- 
ing 6,000 odd years an enormous variety of races, in all lands of 
the civilised world, have marked objects which they owned or 
made, for various purposes. Some of these marks, including 
nearly the oldest of which I know, were in my view, undoubtedly 
trademarks in the modern sense, that is to say marks denoting 
origin; others were clearly marks identifying the goods with their 
possessor. 

But the question is by no means simple, and I shall try to 
avoid being drawn into a discussion as to whether a particular 
mark of which I shall tell you was or was not a trademark. Say 
that one examines an earthenware vase dug up out of a Pharaoh’s 
tomb somewhere in Egypt. It is only by the expert’s knowledge 
of the history of the period and the place, the contemporary 
civilisation, the language, and so on, that he can identify some 
mark or writing or picture on the vase. He may know that, for 
instance, a mark showing that the article was Royal property 
would be painted on the side, whilst a mark showing the identity 
of the potter who made it would be scratched on the bottom, be 
fore the pot was fired. 

There may seem a clear distinction between a possessor’s 
mark and a trademark. But this distinction lies in the use the 
mark was put to, and in turn on the conditions of trading and 
law which existed during the relevant civilisation. Moreover, the 
same mark, placed by the same person on the same goods, might 





*This paper is reprinted with the permission of the author and The Institute of 
Trade Mark Agents, London, where it was read on June 17, 1953. 


** Barrister-at-Law, London. 
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serve both purposes at different times. Let me give you an ex- 
ample: consider a herd of branded cattle roaming the prairies of 
Texas. As we know from our study of the ‘‘Western’’ novels, 
the brands on these beasts served the purpose of owner’s marks, 
enabling the owners to reclaim any of their stock which strayed, 
were stolen by ‘‘rustlers,’’ and so on. Now, when the beast was 
sold, the brand would immediately become a trademark and tell 
any purchaser who had reared the animal. Even after slaughter, 
for all I know, the brand would survive on the hide, identifying 
that, in its turn, to a purchaser. 

This undoubtedly happened hundreds of years ago, also. You 
will see why Iam chary of saying: ‘‘This was a trademark’’ or 
‘‘This was not a trademark’’ in many cases. 

It is a surprising thing that, so far as I can discover, very 
little has been written on the history of trademarks. There is 
some literature on the subject in America, most of which I have 
not seen, and there are collections of, for instance, the names and 
marks of Roman pottery makers; but these latter are scattered 
amongst a lot of other antiquarian writings, and quite difficult to 
find. 

I obtained a start for my enquiries from the introductory 
chapters of two old foreign text books: by Pouillet (French) and 
Maitre Brawn (Belgian). I have also been very much helped by 
members of the staff of the British Museum, who have unparal- 
lelled knowledge and resources. I do not propose, in this paper, 
to deal further with the sources of my information. 

The history of marks is very old indeed. I have seen repro- 
ductions of some examples of stone-age pottery bearing markings 
of perhaps 5,000 B.C. You will notice, incidentally, that a great 
number of the marked objects to which I shall refer will be of this 
class. The reason is simple: Whilst over thousands of years 
most materials, even stone and metals, crumble and corrode, 
humble earthenware, unless mechanically destroyed, survives. 

I want here to mention what has seemed to me the most fasci- 
nating aspect of the whole subject, the fact that certain signs, 
mostly formed of straight lines, crop up as or in marks through- 
out the whole enormous period. One, a sort of ‘‘F,’’ in which the 
two shorter strokes are on the left of the upright and slope down- 
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wards, is even marked by a laundry on my collars today. Some 
examples of these are: 


A Fo PIeOT wee 1 


It is perhaps because these devices are so easy to scratch, 
burn or write upon things that they have survived for so long: 
be that as it may, several of them have been identified on objects 
made thousands of years ago and keep re-appearing more or less 
continuously over the years, until the present time. The late Sir 
Flinders Petrie, who carried out so many wonderful researches 
in Egypt, compiled a sort of alphabet of these signs, which he 
called ‘‘signary,’’ and he traced the origin of the Greek, Roman 
and Arabic alphabets from them. 

It is possible that these signs spread with the wandering 
tribes all over Europe, Asia Minor and as far North as Lapland; 
some of the signs appear in a form of writing called ‘‘Runes’’ 
which spread throughout the North Sea countries from Denmark 
in the IlIrd or [Vth century, A.D. One form of the alphabet was: 


abcdetghijyKlmnopqrstuywxXyz 
4B'StP re! VEY FABYANTN P Amd 


Another view is that the signs are a breakdown of systems of 
‘*nicture-writing.’’ Whatever the truth may be, they are of 
absorbing interest. 

Probably in the first place these signs were used as marks of 
ownership, being branded on cattle, tools and so on. There are 
eaves in the South-West of Europe in which prehistoric artists 
painted beautiful murals, during the late Stone or early Bronze 
Ages. Some of these show bison, branded on the flanks with signs 


| Whi T7”~bt 


On the floors of the caves have been found fragments of reindeer 
horn with similar marks cut into them. The nomadic Lapps, who 
are thought to have a very similar way of life to these cave- 
dwelling herdsmen and hunters, use similar marks on their rein- 


deer. 
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When these wanderers settled down into agricultural com- 
munities, they used the marks as land or boundary marks and 
ultimately placed them on their houses. Those who became mer- 
chants incorporated them into their trademarks, as we shall see. 
For instance, at Witney in Oxfordshire, there is still standing 
the house of a wool-stapler, built in 1564; over his door is shown 
his trademark cut into the stone; this mark, no doubt used also 
on his bales of wool, is clearly of Runic origin. 

Thus there is a connection, though a slender one, between the 
marks used before the dawn of History and the trademark of 
today ; in some cases the actual marks are identical. 

From now on I shall deal with the subject under three sepa- 
rate periods. 


THE ANCIENT WORLD 


The sources of our knowledge about the world of more than 
two thousand years ago are twofold. After we have learned to 
decipher the writing, we can read contemporary documents, usu- 
ally inscriptions on metals, stone, brick or pottery. We can also 
inspect objects found; finally we can compare the one with the 
other, giving due weight to location. In this way a picture can be 
built up of the civilisation concerned and its relation to those 
which preceded and followed it. 


Egypt 

This great manufacturing and trading nation, as it was for 
thousands of years before the birth of Christ, is both one of the 
oldest and one of the most fruitful sources of ancient marked 
objects. I have already referred to the potters’ marks found by 
Petrie. Some of these are on jars buried in the tombs of the 
Egyptian Kings of the 1st Dynasty, at Abydos near Thebes. These 
people lived about 3,500 B.C. Apart from the signary or geomet- 
rical signs, others are also known. Some of these are in picture- 
writing, what is commonly but incorrectly called ‘‘hieroglyphic’’ 
(or ‘‘priestly’’) writing, but is properly called ‘‘ideographic.”’ 


ap aoe aS ge 


(Two 
(Plough) (Head) (Hand) (Water) (Fish) (Eye) headed Snake) (House) 
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Scholars can read this writing. Other simple devices, represent- 
ing natural objects, but which are not recognised as characters in 
the ideographic writing were also widely used as marks. 

Apart from pottery, other objects are also known bearing 
marks. I have seen tools marked with such signs as a double ‘‘A’”’ 
and a lozenge with a cross in it. Building stones forming parts 
of temples still show marks in red ochre, which are interpreted 
to indicate the names of gangs of slaves who quarried or trans- 
ported them. 


Crete 


This island enjoyed an exceptionally favourable position as a 
centre of Mediterranean trade. Some extraordinary researches 
were done by Sir Arthur Evans into the Minoan period here, 
which started about 3,500 B.C. In the ruins of the enormous 
palaces at Knossus and elsewhere have been found large numbers 
of seals, devices and inscriptions cut in reverse into stone and 
other material, such as these: 


SOF Ta ee WHF > eX 


The apparent purpose of these was to impress the writing onto 
soft clay, thus identifying the contents of jars. An American, 
Hempl, has translated the writing and we find that in the main 
these inscriptions are merely factual, describing the substance 
contained and quantity, but some give producers’ names or other 
indications of origin; a common word so found is that for ‘‘do- 
mestic produce,’’ from which we deduce that the illiberal concept 
of the tariff wall was known even then. 


Etruscan Pottery 


This, produced by a race which preceded the Romans, is 
known in considerable quantities. The cups, plates, vases and 
similar products are extremely beautiful and are usually decor- 
ated with scenes of gods and legendary heroes. Some of them 
bear inscriptions in Pelasgian, an early form of Greek; this is 
what it looked like: 


ef Bish: Gow M84 
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but many, as well have markings on the foot or underside in the 
signary characters. This pottery is dated about 300-400 years 
before the founding of Rome. Examples of the feet of vessels 
bearing the signary marks are: 


@®@O w®% &©eC@@ 


Greece 


In the best period of Greek Art, from about 400 B.C. onwards, 
many vases, jars and other pottery objects were marked in vari- 
ous ways; potters’, painters’ and official marks are all known. 
One typical class of marks consists of a square surround con- 
taining a standard wording, the name of a month and the maker’s 
name. Others were device marks of which a few were: anchors, 
dolphins, harps, fish and crustaceans, figures of gods and heroes. 

Amphorae (special two handled jars), used for the export of 
the famous wine of Thasos bore on a handle the word “@ASIO Be . 
(‘‘of Thasos’’), a device indicating the maker and the name of an 
official, presumably he who passed the contents as fit to drink. 


Rome 


In Roman literature there are many references to makers’ 
marks used on such diverse objects as medicine, ointment, wine, 
cheese, bronze and lead ornaments and glass vessels. The poet 
Juvenal speaks of wine thus: ‘‘Age and grime have obliterated 
the signs of vintner and vineyard upon many of your bottles.’’ 
Another writer says ‘‘The Etruscan cheese was marked with the 
sign of the moon.’’ 

Seals have been found which were used for marking cloth. 
Masons’ marks were commonly placed on stones; series of similar 
marks have been found on stones distributed all over the Roman 
Empire. 

As usual pottery furnishes the most fruitful field for the 
study of marks: in all about 6,000 different Roman potters’ 
marks, (known as “‘sigilli,’’) have been examined and analysed; 
a good many of them are known, from references in contem- 
porary writings and other sources, to have been used by definite 
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workshops, families or individuals. These marks, which were 
placed either on the foot or inside bottom of vessels, consisted of 
Latin writing in some conventional surround, such as a square, 
circle, lozenge or human hand or foot. The wording took the form 
of the name of a person or business, sometimes abbreviated, and 
often combined with one of the words ‘‘Mano’’ (from the hand 
of), ‘‘Officina’’ (Workshop) or ‘‘Fecit’’ (made). Some examples, 
on vases in the Gallo-Roman museum at Limoges are: 


catim (Cati mano) (from the hand of Cato) 

OFALBIN (Officina Albini) (the workshop of Albinus) 

coLLorec (Collo fecit) (Collo made it) 
It is very interesting that as long ago as the first Century A.D., 
before the Roman conquest of Britain, imitation Roman pottery 
was being made in Belgium and exported to this country. Some 
of this with imitations of Roman sigilli marked on it, is in the 
British Museum; presumably owing to their ignorance of the 
Latin language, the infringers only succeeded in creating mean- 
ingless collections of letters, but the bogus marks evidently de- 
ceived the still more ignorant Britons. 

Pottery and terracotta lamps, (shaped more or less like the 
well known sign of ‘‘Toc-H’’), are also found with marks, usually 
devices in this case; often these devices formed a pun on the 
maker’s name: one Marcus Rutilus Lupus used a wolf’s head, 
(lupus means wolf in Latin). 

Tiles and bricks were usually marked in the centre. Great 
quantities were made by soldiers for building military establish- 
ments; these bore the name of the formation or depot where they 
were made; the stations of the various legions, (military forma- 
tions approximately equivalent to a modern infantry division), 
can be readily traced from this source. Others bore such marks 
as PoRTU LicINI (from the depot of Licinum), no doubt for the 
same reason as articles today are marked w.p. Property. Some 
times the name of the individual soldier also appears. 

The cities of Pompeii and Hereculanum have yielded consid- 
erable quantities of finds of interest. Amongst others are a num- 
ber of shop and inn signs, carved on stone. Some of the former 
were: a goat—a dairy; a mule-driven corn mill—the baker; a 
man beating a boy—the school master. 
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No one seems to have established how, under the Jus Gentium, 
the highly developed commercial law of Rome, infringement was 
prevented. A man who took another’s name for gain could be 
criminally prosecuted under a law called the Lex Cornelia or 
‘‘de falsis,’’ but it is uncertain whether a mark was similarly pro- 
tected. A purchaser of goods fraudulently marked had a civil 
action available to him known as the ‘‘actio injuriarium’’ or an- 
other called the ‘‘actio doli’’; but there is no record of any civil 
action open to the true proprietor of the mark. 


The Middle East 


Excavations in the ruins of the ancient city of Nineveh have 
produced bricks bearing makers’ marks, and arms, gold plate, 
beads and glazed pottery bearing marks are also said to be known. 

Transsylvania 

Possibly the very oldest of all known objects on which makers 
have put their mark are some pottery jars dug up at a place called 
Tordos near Broos in Transsylvania. Nothing much is known 
about the people who made them, but the period is thought to be 
late Stone Age, an indefinite epoch which may go back as far as 
5,000 B.C. Here are some of these: 


MER XAEWFXD oko QD 


I cannot end this section on ancient times without quoting from 
the Bible, a book which has something of interest on every subject 
under the sun. 

Revelations, 13, 17 reads: 

‘¢ . . and that no man might buy or sell save he that had the 
mark.”’ 


This is largely a book of prophesies; what I have just quoted 
is certainly a true prophesy as to the Middle Ages, when trade- 
marks became compulsory in respect of a great many different 
kinds of merchandise. 


THE DARK AGES 


The period we call the Dark Ages, between the dissolution of 
the Roman Empire, in the Vth century, and the XIth century, is 
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mysterious in many ways; not the least of these mysteries is the 
disappearance of trademarks from pottery of the period, indeed 
from practically all manufactures. 

The only class of objects upon which makers contiued to place 
their marks which I have discovered is sword blades. The special- 
ised manufacture of these weapons was begun by the Romans in 
the Rhineland and they and their German successors exported the 
blades all over Europe; the hilts, scabbards and ornamental parts 
were added locally. Roman-made Rhenish swords have been dug 
out of a bog at Niedamm in Denmark, where they had been buried 
with a chieftain in the [Vth century; these swords have makers’ 
marks on the blades. A VIIth century German sword, bearing the 
device of a rose, has been discovered in this country. Many late 
Saxon (IXth to XIth century) swords are known and some are on 
view in the British Museum. One bears a particularly clear mark 
formed by hammering cold wire into the hot blade and grinding the 
whole smooth, consisting of ornamental matter and the word 
INGELRI: Ingelrius being a well known swordsmith. 

The only other instance of a marked object I know is a little 
gold ring found in Lancashire with the inscription: ‘‘ Aethred owns 
me and Eaured made me.’’ Here we have the owner’s and the 
maker’s marks simultaneously appearing. 


THE MIDDLE AGES 


From the XIIth or XIIIth centuries onwards the use of trade- 
marks of various kinds and on all sorts of goods gradually became 
very widespread. 

No doubt a paper much longer than this could be written on 
the details of the marks used in one single trade in one country 
and at one time. The whole subject, with its related questions of 
guilds and their discipline is treated at some length in a book en- 
titled ‘‘The Historical Foundations of the Law relating to Trade- 
Marks”’ by Frank I. Schechter. I can only proceed at random to 
give some examples of interest and, I hope, entertainment. 

One can, however, see three main sources from which modern 
trademarks spring, and I shall try to give one or two instances 
of each. 
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No one seems to have established how, under the Jus Gentium, 
the highly developed commercial law of Rome, infringement was 
prevented. A man who took another’s name for gain could be 
criminally prosecuted under a law called the Lex Cornelia or 
‘‘de falsis,’’ but it is uncertain whether a mark was similarly pro- 
tected. A purchaser of goods fraudulently marked had a civil 
action available to him known as the ‘‘actio injuriarium’’ or an- 
other called the ‘‘actio doli’’; but there is no record of any civil 
action open to the true proprietor of the mark. 


The Middle East 


Excavations in the ruins of the ancient city of Nineveh have 
produced bricks bearing makers’ marks, and arms, gold plate, 
beads and glazed pottery bearing marks are also said to be known. 


Transsylvania 
Possibly the very oldest of all known objects on which makers 
have put their mark are some pottery jars dug up at a place called 
Tordos near Broos in Transsylvania. Nothing much is known 
about the people who made them, but the period is thought to be 


late Stone Age, an indefinite epoch which may go back as far as 
5,000 B.C. Here are some of these: 


WEE XAEUFX Dade CO 


I cannot end this section on ancient times without quoting from 
the Bible, a book which has something of interest on every subject 
under the sun. 

Revelations, 13, 17 reads: 

‘¢. . . and that no man might buy or sell save he that had the 
mark.’’ 


This is largely a book of prophesies; what I have just quoted 
is certainly a true prophesy as to the Middle Ages, when trade- 
marks became compulsory in respect of a great many different 
kinds of merchandise. 


THE DARK AGES 


The period we call the Dark Ages, between the dissolution of 
the Roman Empire, in the Vth century, and the XIth century, is 
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mysterious in many ways; not the least of these mysteries is the 
disappearance of trademarks from pottery of the period, indeed 
from practically all manufactures. 

The only class of objects upon which makers contiued to place 
their marks which I have discovered is sword blades. The special- 
ised manufacture of these weapons was begun by the Romans in 
the Rhineland and they and their German successors exported the 
blades all over Europe; the hilts, scabbards and ornamental parts 
were added locally. Roman-made Rhenish swords have been dug 
out of a bog at Niedamm in Denmark, where they had been buried 
with a chieftain in the IVth century; these swords have makers’ 
marks on the blades. A VIIth century German sword, bearing the 
device of a rose, has been discovered in this country. Many late 
Saxon (IXth to XIth century) swords are known and some are on 
view in the British Museum. One bears a particularly clear mark 
formed by hammering cold wire into the hot blade and grinding the 
whole smooth, consisting of ornamental matter and the word 
INGELRI: Ingelrius being a well known swordsmith. 

The only other instance of a marked object I know is a little 
gold ring found in Lancashire with the inscription: ‘‘ Aethred owns 
me and Eaured made me.’’ Here we have the owner’s and the 
maker’s marks simultaneously appearing. 


THE MIDDLE AGES 


From the XIIth or XIIIth centuries onwards the use of trade- 
marks of various kinds and on all sorts of goods gradually became 
very widespread. 

No doubt a paper much longer than this could be written on 
the details of the marks used in one single trade in one country 
and at one time. The whole subject, with its related questions of 
guilds and their discipline is treated at some length in a book en- 
titled ‘‘The Historical Foundations of the Law relating to Trade- 
Marks”’ by Frank I. Schechter. I can only proceed at random to 
give some examples of interest and, I hope, entertainment. 

One can, however, see three main sources from which modern 
trademarks spring, and I shall try to give one or two instances 
of each. 
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The first of these sources is the prehistoric personal mark, of 
which I have already said something. At first it was a mark put, 
even in prehistoric times, on something belonging to the pro- 
prietor: cattle or implements. Then he used it on his house and 
land as a sort of badge. Finally, those who became merchants 
used it as a trade mark on the goods they sold. 

The second type of mark was the trade mark created and 
adopted as such. Apart from word or name marks, we all know 
the enormous value, even today, of a good device mark; it is not 
hard to see how valuable, even essential, it could be, in times 
when merchant’s own employees, carriers and the purchasing 
public were largely illiterate. 

The third main type was the compulsory mark, the use of 
which is said to have commenced in the Roman Byzantine Em- 
pire in Constantinople, but which became fashionable in the Middle 
Ages. This type of mark owes its origin to that concept, so dear 
to all our hearts, (particularly when we have a weak case), the 
protection of the public. 

These streams flowed together and became inextricably mixed ; 
finally, in civilised countries they were canalised into systems of 
common or statute law. 


The Family or House Mark 


These marks are descendants in the direct line of the personal 
marks used by the prehistoric wandering tribes; they were prob- 
ably brought to this country by the Saxons or Danes. Amongst 
the people of Lapland these marks were obligatory. A man, as 
soon as he got a flock, perhaps on marriage, had to adopt a mark 
and show it to five neighbours; when the annual parliament called 
the ‘‘Thing’’ met each Spring, he had to declare it publicly to the 
assembly. Every possession: horses, reindeer, sheep and goats, 
poultry and all tools and implements had to bear the mark and 
any objects found not marked were forfeited to the community. 
The penalty for fraudulently putting one’s own mark on an- 
other’s goods was banishment, which meant death by starvation. 

Later, the same marks were used on stones and posts as 
landmarks: there is a territory in North Germany which is called 
Markland (‘‘marked land’’) to this day, because of this practice. 
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In Denmark the marks appeared on houses, on the proprietor’s 
pew in church, and even following him on to his gravestone. 
Here is a small selection of such marks: 


Hi x4 F4¢#£ KF FX 


In England the marks were used in further ways still. For 
example, within some medieval manor estates each yeoman had 
his own mark. The plots of land were not permanently allotted 
to the tenants, but every year a ceremony was held. Strips of 
wood, having the marks carved on them, were drawn out of a 
bag and each man’s own sign was cut into the turf of the piece of 
land so given to him for the year. The marks were also used in 
other curious ways, for instance by branding them on the beaks 
of swans. You may also know that during the XVIIth century 
there was a great dearth of small coins such as halfpennies and 
farthings (which in those bad old days would buy considerable 
quantities of necessaries). As a result, many merchants, par- 
ticularly publicans, had stamped and issued by way of change 
large quantities of tokens or illegal coinage. Some of these bore 
the merchant’s trademark. 

Originally, as you may well be thinking, these personal marks 
had nothing to do with the normal idea of a trademark. But 
the great merchant families which came to prosperity between 
the years 1,300 and 1,600 used such marks not only as personal 
marks, but also on their goods as true trademarks. Considerable 
study has been given to the merchants of Norwich and their 
trading customs. Their houses with their marks carved on them 
ean still be seen in Norwich and Yarmouth such as: 


Le EL OD wt oe F 


Their marks, hundreds of which have been listed, were either de- 
velopments of the signary and Runic characters or, later, re- 
ligious designs, various types of cross, the Lamb and Flag and 
the like; still later marks were often derived from the merchant’s 
name, that of his dwelling or place of business, or a rebus or pun 
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on such. In the poem Piers Plowman’s Crede, written about the 
end of the XIVth century, reference is made to the practice of 
these merchants of building or restoring churches and putting their 
marks in the windows as a sort of sanctified and everlasting ad- 
vertisement : 

‘“Wyde wyndows y-wraught, 

‘‘Y-written ful thikke, 

‘*‘Shynen with shapen sheldes, 

‘To shewen about, 

‘“With merkes of merchants, 

. ‘“Y-medeled between.’’ 

‘*Sheldes’’ refers to the fact that only land-owners had the 
right to use a coat of arms at this time. Instead, merchants 
would display a shield with their trademark on it in all places 
where a nobleman would have his armorial bearings: on his 
house, gates, carriage, church pew and tomb. They also used 
exactly the same mark on goods and packages, drays and 
carts, vessels and ships. The mark was accepted in lieu of a 
signature on Bills of Exchange, invoices and such commercial 
documents. In the XVIth century, when some of the richer mer- 
chants were granted armorial bearings, they used them together 
with their trademarks on the same shield or escutcheon. 

The practice of using a coat of arms as a trademark still, of 
course, exists: often in respect of some pretentious but inferior 
wine. In my experience, however, a rather formal picture of a 
chateau usually identifies a sound Claret; but this is by the way. 
The great port exporters of Douro and Oporto are said to use 
the house mark to this day in the same way as the Norfolk mer- 
chants of the Middle Ages. 


Private Trademarks Voluntarily Adopted 


There are many examples in England of this period of true 
marks, having no ‘‘house-mark’’ background. 

Bell-founders’ marks are known from the XIIIth century. 
Stonemasons’ marks of the XVth century are known and referred 
to in contemporary manorial rolls and account books. I have no 
examples of these, but some later ones are: 


Gr w~Pr kA Yr MG KEK 
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Carpenters’ marks, particularly on church pews, are quite com- 
mon. Tiles are seen to bear marks, particularly a set which are 
marked: ‘‘Ricardus me fecit’’ (Richard made me). 

Printers and publishers, such as the famous Venetian firm 
of Aldus, which had the sign of a dolphin and anchor, started 
using a trademark in the early XVIth century. Gutenberg, the 
‘‘father of printing’’ used a trademark on his bibles in 1436, and 
William Caxton, who was the first to print in England, in 1474, 
had a mark ‘‘ W.74.C.’’ 

Some of the ornate Italian printers’ marks were: 


é 6 &S 


Makers’ marks on glass are recorded in the XVIth century. 
Watermarks on paper, such as a swan, are also very old, being 
known since the XIVth century. 

The practice of marking goods and relying on the mark as an 
indication of origin was very widespread all over contemporary 
Europe. In cities where important markets existed the mer- 
chants’ guilds, (something like a modern chamber of commerce), 
maintained registers of trademarks called ‘‘Handelsbuecher’’ or 
‘‘ITwres de Commerce’’. These books listed local and foreign 
marks. For example; a book from Danzig of 1420 listed marks 
of traders in England, Amsterdam and Genoa. Another, from 
Antwerp of 1556, gave marks from Venice and Genoa. The 
utility and importance of the internationally recognised trade- 
mark in this era is shown by the story of three merchants of 
Majorca who, as long ago as 1332, voyaged to Flanders and there 
proved their ownership of certain packages of wax, salvaged 
from a shipwreck, by means of their trademarks on the bales. 
Below are some marks which appeared on a certificate issued by 
the collector of customs in Lyon, in 1597. 


$ = wt 


Private trademarks were known for a wide variety of goods, 
such as fabrics, agricultural products, barrels, weapons, tools and 
hides. The practice of marking pottery, after nearly 1,000 years 
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of unexplained absence, was recommenced in about the XVth cen- 
tury; from that date onwards it flourished greatly and many fine 
collections of these marks have been made. In China, marking was 
commenced earlier, perhaps in the Xth century. (It is said that 
pottery of Hoang-To, who became Emperor in 2698 B.C. was 
marked, but I cannot verify this.) Another interesting practice 
there was that individual makers of porcelain adopted different 
monochrome glazes, by which their goods can be identified. 

In the great seaports of North Germany, known as the Han- 
seatic towns, such as Bremen and Hamburg, a fairly comprehen- 
sive code of trademark law existed under the Holy Roman Em- 
pire in the XVIth and XVIIth centuries. A legal writer called 
Gottlieb Struvius has given an interesting account of it; one sec- 
tion I found of particular interest today deals with deceptively 
similar marks and reads something like this: 

‘No one must take another’s mark, even if he artificially dis- 
guises it by some addition, but keeps the principal part unchanged. 
As, for instance, a heart, contrasted with the same heart pierced 
by an arrow.”’ 

A civil action was tried by the Prefect of Paris in the XVIth 
century in which this principle was followed, as the report clearly 
shows: 

‘‘ Jehan Guimyer, a bookseller of Brussels, had a considerable 
business in playing cards. These he sold under the mark of three 
fishes and two porcupines. One Alain Langlois of Paris wrong- 
fully sold similar cards under a mark ‘so nearly resembling the 
mark of Guimyer as to be likely to deceive and cause confusion.’ 
The learned Prefect after, (as modern Reports of Patent Cases 
so curtly phrase it), hearing the facts of the case and the argu- 
ments of Counsel, restrained Langlois in perpetuity from: ‘sell- 
ing any playing cards under the mark of Guimyer or part or por- 
tion thereof directly or indirectly and in particular under a mark 
containing two fishes.’ Langlois was also heavily mulcted in 
costs.”’ 

In some countries infringement and passing-off were regarded 
as criminal acts and rendered the offender liable to an exemplary 
punishment. In the XIVth century the Elector Palatine took so 
grave a view of an innkeeper who had passed-off a low grade wine 
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as and for the noble Rudeshevmer that he had him hanged forth- 
with. In France in 1554 Charles Vth published an edict that an 
infringer should have his right hand cut off at the wrist. Some 
of our clients are lucky to live in these softer times! 

Placing a false trademark on cloth of gold or silver was re- 
garded as coining; in the XVIth century this drew the death 
penalty. In 1720 more lenient views prevailed and this punish- 
ment was reduced to a mere fine of 1,000 Livres, (I suppose this 
would be at least £50,000 today) and five years in the galleys. A 
subsequent offender was sent back to this healthy nautical pastime 
for life. 


Compulsory Systems of Marking 


Systems under which goods have been required to carry some 
form of compulsory mark date back 1,400 years to the Roman 
Byzantine Empire. 

A typical system, of which we can clearly follow the develop- 
ment, is that of Hall marking precious metal goods in this coun- 
try. Hall marking is desirable for three reasons: Firstly gold 
and silver wares are, in fact, made from alloys, as you no doubt 
know. It is impossible for anyone but an expert to judge the 
‘“fineness,’’ the proportion of precious metal, of a piece. Thus 
some official body must test and mark the goods. Secondly it is 
desirable to control the persons who have the right to work these 
metals; where anyone may do so, it becomes too easy for thieves 
to dispose of their stolen goods to dishonest jewellers, who will 
break up and re-work them. Finally, in the old days, unless gold 
and silver articles were required to be of a fineness greater than 
that of the national coin, this latter rapidly disappeared into fab- 
ricated articles. 

In England these ends were achieved by a Statute of Edward 
1st in 1300, which laid down that only members of the Gold- 
smiths’ Company might work gold. All gold plate before sale 
had to be brought to the local Hall of the Company, where 
‘‘sayers’’ (assayers) ‘‘put it to the touch.’’ ‘‘Touching’’ con- 
sisted in rubbing the article on a special hard black stone called a 
‘*touch stone’’; the appearance of the streak which it left showed, 
to an expert, the fineness of the metal. The required fineness was 
known as the ‘‘touch of Paris,’’ (the fineness of the French gold 
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coin of that period). Such wares as would ‘‘bear the touch’’ were 
marked with three marks: 

The workman’s personal mark; on English plate this has 

always been his initials, 

The ‘‘sayer’s’’ mark, a letter, and 

The ‘‘liberdshede’’ (leopard’s head) crowned. 

In the local halls of the Company were kept ‘‘plates’’ or 
‘‘tables,’’ sheets of metal into which were stamped or ‘‘struck”’ 
the marks of the local makers; these were identified in register 
books. In 1492 Henry VIIIth applied similar provisions to silver 
work. 

Jewellery was similarly marked, but the marks used were often 
known only to the trade. Popular demand for a mark easily rec- 
ognisable found answer in a statute of 1739, under which these 
goods, also, had to be marked with the initials of the maker. 

By the time of Queen Elizabeth Ist, the Wardens and Cor- 
poration of the Goldsmiths’ Company had become lax in their 
duties of assay. As a result of this a Statute of 1576 enacted 
that if any base wares were found in circulation ‘‘touched with 
the leopard’s head’’ they should be forfeit to the Crown and a 
fine equal to the value of the goods paid by the Company. 

In this branch of trade fraud was regarded with extreme dis- 
favour. There is a recorded case of two goldsmiths who, in 1597, 
were convicted of having made and sold gold plate of less than 
the required fineness, but marked ‘‘with Her Majesty’s Lion, the 
leopard’s head limited by Statute and the alphabetical mark ap- 
proved by Ordinance’’. Their condign punishment was to be 
nailed to the pillory by their ears with papers set above their 
heads disclosing their heinous crime. 

Pewter and Sheffield plate were marked in similar ways, but 
in the cases of these metals the marking was not imposed by 
Statute of the Realm, but by orders of the Pewterers’ and Gold- 
smiths’ Companies respectively. An interesting shady practice 
in connection with marking on goods of the former metal was 
this: the best pewter was made in London, but this name of origin 
was often fraudulently marked by the pewterers of e.g. Bristol, 
on their inferior stuff. 

In France, from the XIVth century onwards, trademarks 
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were commonly used on gold and silver ware. It was not until 
1681 that a compulsory assay was imposed; the duty of carry- 
ing this out was vested in tax collectors (fermiers-general), who 
imposed a small ad valorem duty and marked the goods with one 
of three marks, according as they were new, second-hand or for- 
eign imports. The local jewellers’ guild in each town also used a 
mark, some examples of which are Abbeyville, a bee (perhaps 
Abbeyville derives from abeille, a bee); Beaune, a wine cup; 
Dieppe, a fish. 

Compulsory marking was by no means confined to articles 
made of precious metals. Cloth, in medieval France, might have 
up to five different official marks; those of the weaver, the dyer, 
the inspector (mditre-jure) of the clothworkers’ guild, the whole- 
saler, and in some cases, for manufacturers, equivalent to our 
Royal Warrantholders, the words ‘‘manufacture royale.’’ Tapes- 
try was specially marked with the maker’s mark on one side and 
on the other a code mark indicating the town of manufacture. 
Two tapestry marks I noted were: 


PAK WD 


+ 


No textile goods not properly marked might be placed on the 
market. 


In Belgium, the clothworkers’ guilds exercised so rigid a con- 
trol over raw materials, every process of manufacture and whole- 
sale and retail sale that they paralysed the industry. Any sort 
of change or new development became impossible and the manu- 
facturers lost their markets to foreign competitors, notably this 
country; in the end the whole system was abandoned, as it has 
been after a brief experiment here in the XVth century. 


Some other examples of compulsory marking of goods are 
proof marks on gun barrels, of which I have seen examples from 
Nantes in 1671, marks on kegs of salt fish in Zeeland from 1570, 
which marks had to be registered annually and might only be 
changed on payment of 10 Livres, and of loaves of bread in France, 
Italy and this country in the XVth century. Of the latter prac- 
tice a contemporary writer said ‘‘Quilibet pistor habet sigillum 
suum in pane suo apparens, quod melius et apertius cognoscatur 
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cujes sit’’, (every baker has his mark on his bread appearing, so 
that it may be seen more easily and openly whose it is). 

At different times in various European countries the follow- 
ing are also said to have been trades in which some form of com- 
pulsory marking of goods was imposed: stationery, brassworking, 
cabinet-making, engraving, printing, tanning, cooperage, brew- 
ing, bottle-making, shoe-making, founding and hat-making. 

The gold-beaters of Nuremberg started a register of their 
marks, which were mostly devices, such as a lamb, serpent, griffin, 
greyhound, unicorn and the like, in 1619. The mark was applied 
on a lead seal to the packets of gold leaf. In 1679 both registra- 
tion and marking were made compulsory. 

It was not always open to a newcomer to a trade to chose his 
own mark; sometimes it was allotted to him by his guild. 
Amongst the cutlers of Hallamshire this was the practice as re- 
cently as 1814. 

It is not my intention in this paper to try to trace the fur- 
ther development of trademarks from the Middle Ages down to 
the present time; this is really the development of systems of 
jurisprudence, about which we all know something, and, as far as 
foreign law is concerned, you know far more than I. One incident 
seemed to me to be worth notice: Im 1571 Letters Patent were 
granted to R. Matthews to make hafts for knives and to mark 
upon them the device of a half-moon. This is the only instance 
known to me, prior to the Trade Marks Act of 1875, of rights in a 
mark being acquired by grant rather than use. 

I hope that you may have found something of interest in this 
hasty survey of an enormous subject. For my part I mean to 
pursue it further and I shall welcome criticism or suggestion. 
This Institute is not a very old body, if one considers only the 
number of years which have elapsed since its incorporation. 
Nevertheless we can take pleasure in the knowledge that we are 
concerned in our professional lives with one of the oldest of all 
human activities. 
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NEW HONG KONG TRADE MARKS ORDINANCE 
By P. A. L. Vine* 


The new Hong Kong Trade Marks Ordinance came into force 
on January Ist, 1955. The Ordinance has been modelled on the 
United Kingdom Trade Marks Act of 1938 but has some important 
differences. 

Before dealing with the new Ordinance it should perhaps be 
mentioned that the legislation which has been replaced was based 
upon the United Kingdom Trade Marks Act of 1905. Hong Kong, 
in common with many other Colonial Territories, has its own 
Trade Marks Register, and registration in the United Kingdom 
does not give rise to any special privileges in Hong Kong. 

The important changes in the Hong Kong Trade Mark law 
resulting from the passing of the new Ordinance may be listed as 
follows: 

1. Trade Marks protection is extended to cover user ‘‘in re- 
lation to goods’’. Previously protection had been limited to user 
‘‘ypon or in connection with goods’’. Before this change was 
made in the United Kingdom Act it was doubtful whether use 
of a mark in advertisements constituted infringement. 

2. For the first time the Hong Kong Register has been 
divided into two parts. All existing registrations will automati- 
cally be placed in part (a). Future registrations in part (a) 
will depend upon the Registrar being satisfied that the mark con- 
tains the essential particulars listed in Section 9 of the new Or- 
dinance, and is either adapted to distinguish the goods of the 
applicant, or, upon proof that it has become adapted to distin- 
guish these goods by reason of user. Certain marks not qualify- 
ing for registration in part (a) may be placed in part (b), if 
they have been used ‘‘bona fide’’ for at least two years in the 
Colony. Registration in part (a) becomes virtually conclusive as 
to validity after seven years, and the Registered Proprietor of 
a mark in part (a) of the Register has a more absolute right to 
sue for infringement. 

3. The Registered User provisions of the United Kingdom 
Act have been incorporated in the new Hong Kong Ordinance. 


* Partner in the firm of Messrs. Deacons, Hong Kong; Solicitor of the Supreme 
Court of England and Hong Kong. 





146 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


This is of particular importance to the large number of United 
States companies who have appointed licensees within the Colony. 
Hitherto the user of the parent company’s marks by the Hong 
Kong licensee has been highly irregular, but, nevertheless, a com- 
mon practice. 

It will now be possible for the position to be regularized, and 
it is indeed advisable that such steps should be taken, in order 
to prevent argument at some later date as to whether the mark 
has lost distinctiveness. 

A person who wishes to become a Registered User must make 
a joint application with the proprietor of the mark to the Regis- 
trar of Trade Marks, giving him details of the relationship be- 
tween them, stating the goods covered by the application, any 
conditions or restrictions imposed by the proprietor, and the 
duration of the agreement. The Registrar can refuse the appli- 
cation if he considers that the public might be deceived or that 
for some other reason the application is contrary to the public 
interest. The information filed with the Registrar for the pur- 
pose of this provision is not available to the public and cannot be 
inspected by a rival in trade. 

4. It will now be possible to assign a trademark in Hong 
Kong with or without goodwill. Previously a trademark could 
only be assigned together with the goodwill of the business in 
the goods for which it was registered and this led to much dif- 
ficulty. The safeguards contained in the United Kingdom Act of 
1938 have been embodied in the Hong Kong Ordinance. 

5. The new Ordinance contains a provision for Registration 
of a mark for the future benefit of a new legal entity not yet con- 
stituted. 

6. There is also a provision in the new Ordinance which im- 
poses a specific sanction against failure by a purchaser or owner 
of goods to observe certain conditions as to user of a mark con- 
tained in any contract in writing made between the purchaser or 
owner of the goods and the proprietor or Registered User of the 
mark in question. 

7. In the rules passed by the Governor-in-Council, Hong 
Kong has adopted the classification of goods for the time being 
in force in the United Kingdom. 
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8. The new Ordinance has adopted the sections of the United 
Kingdom Act which provided for certification Trade Marks. 

It is now necessary to consider the portions of the new Hong 
Kong Ordinance which differ materially from the United Kingdom 
Act of 1938. These differences are as follows: 


1. In the United Kingdom, official duties are divided between 
the Patent Office, the Board of Trade and the High Court. In 
Hong Kong, rules under the Ordinance are made by the Governor- 
in-Council and all types of application for registration are made 
in the first instance to the Registrar of Trade Marks. Applica- 
tions for rectification of the Register and appeals from decisions 
of the Registrar go to the Supreme Court. 

2. Defensive Registration was introduced in the United 
Kingdom by the 1938 Act; for reasons which now seem difficult 
to follow, such registrations were limited in the United Kingdom 
to invented words; within this limited field it became possible to 
register marks in classes outside those concerned in the pro- 
prietor’s actual use of the marks, provided that there was evi- 
dence that the public would connect user of the mark in such 
other classes with the proprietor of the mark. This provision 
was narrowly construed in the United Kingdom and it has been 
of very limited value. 

Hong Kong has decided to branch out in the field of De- 
fensive Registration and has extended its scope to cover devices. 
It is necessary in Hong Kong to satisfy the Registrar that the 
mark has become so exceptionally well-known that its use in rela- 
tion to other goods would be likely to detract from its distinctive 
character in respect of the goods for which it is otherwise reg- 
istered. The Registrar is required to consider the circumstances 
of user of the mark in order to decide whether Defensive Registra- 
tion should be allowed. 

3. In the Hong Kong Ordinance, which has now been re- 
placed, there was a special provision to enable a non-resident 
owner of a Trade Mark to oppose an application for a similar 
mark, provided that this non-resident owner could show that his 
mark was registered in a country of origin of goods of the same 
description at a date prior to the applicant’s first use of his 
mark in Hong Kong. When entering a notice of opposition on 
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this ground the opponent had to undertake to apply for registra- 
tion of the mark himself within three months. This provision 
was designed to protect trademark owners overseas against the 
possibility that their marks might be stolen by Hong Kong firms. 
Another provision of the old Ordinance made it possible for an 
overseas owner to apply to the Court for the removal of any 
mark, provided the owner could satisfy certain conditions and 
could show that it had been registered in a country of origin of 
goods of the same description prior to the first user of the mark 
by the person registered in Hong Kong. If the rival’s registra- 
tion had not been observed for more than seven years then no 
action could be taken to rectify the Register unless actual fraud 
could be shown. These provisions of the old Ordinance proved 
of very great value to overseas owners and have been incorpo- 
rated in the new Hong Kong Trade Marks legislation. 

One last word about trademark protection in Hong Kong. 
Registration under the Trade Marks Ordinance makes it possible 
to take civil proceedings to prevent infringement and to recover 
damages. Imitation of an unregistered mark or ‘‘get up’’ may 
give rise to a claim for damages and an injunction in a ‘‘ passing 
off’’ action at Common Law if the probability of deception can 
be shown. Thirdly there is the Merchandise Marks Ordinance 
which provides for the punishment by fine or imprisonment of 
trade mark forgery or fraudulent imitation of registered marks 
and trade descriptions. An order can be obtained for the im- 
pounding and destruction of labels or packages etc. which contra- 
vene this ordinance. 
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LATEST AMENDMENTS TO THE RULES OF PRACTICE 
OF THE PHILIPPINE PATENT OFFICE* 


A revision of the Rules of Practice on trademarks was made 
recently by the Director of Patents. The new rules known as 
‘*Revised Rules of Practice Before the Philippines Patent Office 
in Trademark Cases’’ were promulgated on November 19, 1953. 
The rules which were not found in the old rules were published 
in the January 1954 issue of the Official Gazette and are now 
being put into effect. Only the substance of some of the new rules 
is given below but the text of those on interference proceedings 
is given in full. 


Government Fees 


For recording a deed of assignment covering one trademark 
—US$5.00. 

For recording a license agreement affecting one trademark 
—US$25.00. 

For publication of a deed of assignment or a license agree- 
ment covering one trademark—US$5.00. 

For filing a notice of appeal to the Director of Patents from 
a decision of the Executive Examiner—US§$12.50. 

For an extension of time within which to file a verified oppo- 
sition by the oppositer—US$12.50 (Rule 15). 


Proof of Ownership of Foreign Marks 


An applicant desiring to register a foreign trademark must 
prove his ownership by submitting a certified and authenticated 
copy of the certificate issued by his home country. However, if 
the certificate has not yet been issued, a certified and authenticated 
copy of the pending home application may be filed and the appli- 
cation will be allowed for publication but the certificate of regis- 
tration will not be issued until a certified copy of the home 
certificate is filed (Rule 38). 


The Application 


An application must be signed by the owner. It cannot be 
signed by an attorney-in-fact (Rule 46). 


* Report contributed by: Ross, Selph, Carrascoso & Janda, Attorneys and Coun- 
selors at Law, Manila; members of the Philippine bar; Associate Members USTA. 
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If a foreign mark is not registered in the home country of 
the applicant, the reason must be stated in the Petition. If the 
application in the home country was refused, the Petition must 
show the reason why the application was refused (Rule 60(2)). 
If an application is made under Section 4(f), the applicant 
must state this fact in the Petition (Rule 60(c)). 
A claim of distinctiveness and the basis of such claim must 
be set out in the Statement (Rule 61(g)). tj 
If the claim of distinctiveness is based on substantially ex- | 
clusive and continuous use of the mark for five years next pre- 
ceding the date of filing the application, evidence of such use must 
be submitted (Rule 63(a)). 
If a claim of distinctiveness is made after the filing of the 
application such claim must be verified by the applicant 
(Rule 63(d)). 
























Labels 


The labels must be capable of being arranged flat and must 
be of a size not larger than the drawing, but if the labels are 
larger than the drawing, five photographs or photostatic copies 
thereof must be submitted. If there are no printed labels used, 
five photographs or photostatic copies showing the manner in 
which the trademark is used on the goods must be submitted 
(Rule 80). 

If an act of Congress requires that before a product can be 
lawfully sold in commerce, the labels used in connection there- 
with must first be approved by a designated government agency, 
a copy of such label and its certification must first be made of 
record in the application before the issuance of the certificate of 
registration (Rule 81). 

At present, there are no types of labels for which prior ap- 
proval must be secured. 


Classification of Goods 
Changes were made in the wording of the classifications as 
follows: 




















jae ORIEN 





Class Title 
4 Abrasives and polishing materials 
51 Detergents and soap 






52 Goods not otherwise classified 
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Classification of Business or Services 


Class Title 
60 Miscellaneous 
61 Advertising and business 
62 Insurance and financial 
63 Construction and repair 
64 Communication 
65 Transportation and Storage 
66 Material Treatment 
67 Education and entertainment 
(Rule 82) 


Affidavits of Use 


An affidavit of use must refer only to one certificate of regis- 
tration and it must be submitted in duplicate (Rule 143). 


Recording of Assignments or License 


In recording a deed of assignment, an appointment of a resi- 
dent agent by the assignee is required if the assignee is not domi- 
ciled in the Philippines (Rule 149(c)). 

A license agreement can be recorded upon payment of 
US$25.00 and of the publication fee of US$5.00 (Rule 15(11)). 


Renewal of Registration 


If there has been any material variation in the manner of 
display of the trademark, new labels must be submitted with the 
petition for renewal (Rule 158). 

In renewing a registration obtained under the old trademark 
law, five labels are required (Rule 164(c)). 


Interference Proceedings 


Definition of interference. An interference is a proceeding 
instituted for the purpose of determining the question of priority 
of adoption and use of a trademark, trade name, or service mark 
or name or other mark of ownership between two or more par- 
ties claiming ownership of the same or substantially similar trade- 
mark, trade name, or service mark or name or other mark of 
ownership (Rep. Act No. 166, Sec. 10-A) (Rule 179). 
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Cases when interference may be declared; no interference 
proceedings in respect of application to or registration on the 
Supplemental Register. Whenever application is made for regis- 
tration on the Principal Register of a mark or trade name or on 
the Register of Names and Other marks of Ownership, of a name 
or other mark of ownership, which so resembles a mark or trade 
name or name or other mark of ownership previously registered 
by another, or for the registration of which another has previ- 
ously made application, as to be likely, when applied to the goods 
or when used in connection with the services of the applicant, 
to cause confusion or mistake or to deceive purchasers, an in- 
terference may be declared to exist. An interference will not be 
declared between two applications or between an application and 
a registration, unless the junior party alleges in his application 
a date of use prior to the filing date of the senior party. No inter- 
ference shall be declared with respect to registrations or appli- 
cations to register on the Supplemental Register (Rule 180). 

Preliminary to Interference. Before the declaration of in- 
terference, all preliminary questions must have been settled by the 
Principal Examiner or Examiners handling the application or 
applications, and the interfering marks or trade names or names 
or other marks of ownership which are to form the subject mat- 
ter of the controversy must have been decided by them to be regis- 
trable, and at least one of them must have been published in the 
Official Gazette. 

When the interference is ready to be declared, the interfer- 
ing applications and/or registrations shall be referred to the Ex- 
ecutive Examiner. This official may require an applicant to put 
his application in condition for publication or allowance, within 
a time specified, not less than thirty days, in order that an inter- 
ference may be declared. If any such applicant fails to put his 
application in conditions for publication or allowance within the 
time specified, the declaration of interference will not necessarily 
be delayed, but after final judgment the application of such ap- 
plicant will be held for revision or restriction, subject to interfer- 
ence with other applications or registrations. 

Whenever it shall be found that two or more parties whose 
interests are in conflict are represented by the same attorney, the 
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Executive Examiner shall notify each of said parties, and also 
the attorney, of this fact (Rule 181). 

Declaration of interference. An interference is declared and 
instituted by the sending of notices of interference by the Director 
to each of the parties, which notices shall be prepared by the 
Executive Examiner. The notices shall be sent to all the par- 
ties, in care of their attorneys, if they have an attorney of record, 
and if one of the parties is a registrant, a notice shall also be 
sent to him or his assignee of record. The notice to each party 
shall give the name and address of the adverse party and of his 
attorney, if any, together with the serial number and date of 
filing and publication, if published, of each of the applications or 
registrations involved (Rule 182). 

Motions to dissolve interference. Motions to dissolve an in- 
terference upon the ground that no interference in fact exists, or 
that there has been such irregularity in declaring the same as 
will preclude a proper determination of the right of registra- 
tion, or that an applicant’s mark is not registrable, and all other 
motions of similar character, shall contain a full statement of the 
grounds relied upon and shall be made not later than forty days 
after the notices of interference have been received. Such motions, 
if in proper form, will be transmitted by the Director to the 
Executive Examiner for determination, and the parties will be 
so notified. If the motion is not in proper form or if it is not 
brought within the time specified and no satisfactory reason is 
given for the delay, it will not be considered, and the parties will 
be so notified. Transmitting such a motion for determination will 
act as a stay of proceedings pending the determination of the 
motion. 

A decision of the Executive Examiner granting a motion to 
dissolve may be appealed to the Director. No appeal may be had 
from a decision denying the motion to dissolve, but the question 
may be considered by the Director when he hears the interference 
(Rule 183). 

Burden of proof. The party whose application or registra- 
tion involved in the interference has the latest filing date is the 
junior party and will be regarded as having the burden of proof. 

Motions to shift the burden of proof shall be made within 
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forty days from the receipt of the notices of interference and 
will be determined by the Director (Rule 184). 

Motion to add. An applicant or registrant involved in an in- 
terference may, not more than forty days after the notices of in- 
terference have been received, bring a motion to add to the inter- 
ference any other application or registration which he may own. 
The procedure affecting such motion will be the same as that 
hereinabove set forth on motions to dissolve (Rule 185). 

Adding party to interference. If, during the pendency of an 
interference, another case appears involving substantially the 
same registrable subject matter, the Executive Examiner may 
request the suspension of the interference proceedings for the pur- 
pose of adding said case. Such suspension will be granted as a 
matter of course by the Director, if no testimony has been taken. 
If, however, any testimony has been taken, a notice for the pro- 
posed new party disclosing the issue in interference and the names 
and addresses of the interferants and of their attorneys, and 
notices for the interferants disclosing the name and address of 
the said party and his attorney, shall be prepared by the Execu- 
tive Examiner and forwarded to the Director who shall make 
such inquiries as are deemed necessary to determine the ques- 
tion of admissibility of the new party. If the Director be of the 
opinion that the interference should be suspended and a new party 
added, he shall prescribe the terms for such suspension (Rule 
186). 






























Opposition 

An unverified notice of opposition filed by a duly authorized 
attorney must be verified by the opposer within sixty days after 
the filing which may be extended for another thirty days if the 
opposer is out of the country, and upon payment of a surcharge 
fee of US$12.50 (Rule 187(c)). 













Appeal 

A decision of the Principal or Executive Examiner is appeal- 
able to the Director of Patents within three months from the date 
the decision was mailed and upon payment of US$12.50 (Rules 15 
and 202). 
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The appellant must file his brief within sixty days from the 
date of the appeal otherwise the appeal will be dismissed (Rule 
203). The Principal or Executive Examiner may file his reply 
within such time as the Director may direct (Rule 204) and the 
appellant may file a reply to any new points raised by the Exam- 
iner within thirty days from the date of receipt of the Examiner’s 
brief (Rule 205). 
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NOTES FROM THE PATENT OFFICE 


Changes in Trademark Procedure 


By Katharine |. Hancock* 
Copies of Trademark Registrations 


A Notice of a change in the nature and the price of copies of 
trademark registrations furnished by the Patent Office was pub- 
lished on December 10, 1954, in 19 Federal Register 8155, to take 
effect immediately. The Notice was also published in 689 Official 
Gazette 621, December 28, 1954. 

The change is effected by amendment to Trademark Rule 2.1, 
paragraphs (r) and (t), to provide for a charge for an optionally 
available new service. The new paragraphs of Rule 2.1 read as 
follows: 


(r) For each printed copy of a registration as issued $ .10 
For each printed copy of a registration with data 
entered of record as of date of mailing, relating 
to renewal, cancellation, publication under sec- 
tion 12(c) of the 1946 Trade-Mark Act and affi- 
davits under sections 8 and 15 of such act.... 
(t) For certified copies of certificates of registration: 
For each copy of a registration with data entered 
of record as of date of mailing, relating to re- 
newal, cancellation, publication under section 
12(c) of the 1946 Trade-Mark Act and affidavits 
under sections 8 and 15 of such act 00 
For each grant (certificate of registration) 1.00 
For the certification 1.00 
For each additional registration which may be in- 
cluded under a single certificate, additional.... 00 
If renewed, for copy of each certificate of renewal 1.00 
The following explanatory Notice also appeared in 689 Official 
Gazette 621, December 28, 1954: 


‘‘Effective January 1, 1955, the overprinting on copies of 
trade-mark registrations of data concerning renewals, cancel- 
lations, publications under Sec. 12(c), affidavits accepted 
under section 8, and affidavits filed under section 15 will be 
discontinued. The underlying reason for discontinuance is 
that it is not possible for the department heretofore respon- 
sible for the overprinting to achieve current status in connec- 


* Trademark Examiner, U. 8S. Patent Office; Member District of Columbia Bar. 
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tion with entering the data, with the result that incomplete 
copies of registrations have been and would continue to be 
supplied on orders from the public. 

An alternative service will be provided and after Janu- 
ary 1, 1955, printed copies of trade-mark registrations may 
be obtained with a record of all effective actions taken as of 
the date of mailing stamped thereon. Such copies will be 
known as ‘status copies’ of registrations, as distinguished 
from ‘printed copies’ and should be so identified in orders 
therefor. The charge for such copies will be fifty cents ($.50). 

Simultaneously with the offering of the alternative serv- 
ice, six types of certified copies of trade-mark registrations 
will be available. 

The following schedule sets forth the types of copies 
available to the public, together with the fees therefor, on 
and after January 1, 1955: 


Uncertified copies available 
re ee ccd athe cat sncpeeeaa $ .10 
UE cD Nee eet he koe ee de ceed nh ben bes c4s 00 

Certified copies available 


Registration in full force and effect, omitting title $1.10 
Registration in full force and effect, showing title 2.10 


Registration issued and canceled................. 1.10 

Registration issued and expired.................. 1.10 

ee 1.50 

SOGUIOUES GUNT, WEP GREEN oc ec cee cece ccccccecces 2.50 
DapPune LEzEps, 

Dee. 14, 1954. Assistant Commissioner of Patents’’ 


Indicating the current condition of registrations with regard 
to various provisions of the Trade-Mark Act of 1946 requires the 
processing and recording of data of increased amount and com- 
plexity. As a result, these revisions as to trademark copies are 
necessary to enable the Office to furnish accurate information on 
order to the public. Persons ordering copies can help promote 
efficiency by specifying clearly the type of copy desired and re- 
mitting the appropriate fee. 


Rearrangement of Trademark Material in the Official Gazette 


Beginning with the January 4, 1955 issue, subject matter in 
the Official Gazette will be arranged in two sections, one section 
dealing with patents and the other section dealing with trade- 
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marks. Trademark notices and other trademark data which were 
previously placed in the Decision Leaflet, will now appear as a 
part of the Trade-Mark Supplement, and will not be available 
separately from the Supplement. 

The patent and trademark sections of the Gazette will each 
have its own series of page numbers, running concurrently from 
number one. The pages in the Trade-Mark Supplement will be 
prefaced by the letters ‘‘TM’’. 

Prices of the trademark portion of the Gazette have been 
revised downward, as follows: Trade-Mark Supplement, $10.00 
per year; foreign mailing $2.00 additional; single copies, 20 cents 
each. 


Discontinuance of Separate Notice for Sec. 8 Affidavits 


The following Notice appeared in 690 Official Gazette TM 1, 
January 4, 1955: 


‘‘The Office practice of sending to trade-mark registrants 
notices of the requirement for filing affidavits of use in ac- 
cordance with section 8 of the statute, which was adopted and 
followed during the first year of effectiveness of the section, 
is discontinued as of January 1, 1955. 


DaPHNE LEEDs, 
Dee. 15, 1954. Assistant Commissioner of Patents’’ 


Notice of the requirement to file a use affidavit in conformity 
with section 8 of the Trade-Mark Act of 1946 appears in each 
certificate of registration, and registrants should adopt some 
method for bringing the matter to their attention for action at 
the proper time. Registrants will not receive from the Patent . 
Office during the sixth year a reminder of the requirement. 


—— 











Vol. 45 T. M. R. NOTES FROM OTHER NATIONS 159 


NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Cambodia and Laos 
Registration Procedure 

The above free territories which were part of the old Colony 
of Indo-China now form the independent Kingdom of Cambodia 
and the independent Kingdom of Laos. These two States have 
not passed any legislation on trademarks and continue to apply 
the French trademark legislation. However, as of the date of 
their independence in 1949, Cambodia and Laos do not consider 
that trademark registrations effected in France extend to them. 
Protection of trademarks in these two States requires local regis- 
trations in each of them. There are no specific requirements made 
of American trademark owners for filing an application and, 
therefore, trademarks may be filed in Cambodia and Laos under 
the same requirements as are made for filing in France. 


Colombia 


Re-Assignment of Trademark Registrations to 
Former German Owners 


Decree No. 3109 of October 22, 1954 provides for the re- 
assignment of trademarks from the ‘‘Fondo de Estabilizacion”’ to 
the former German owners. Applications must be filed within one 
year from the date of the Decree. Trademarks which have been 
sold by the ‘‘Fondo de Estabilizacion’’ to third parties are ex- 
cluded from the provisions of Decree No. 3109. No duty will have 
to be paid for the re-assignment of the trademark rights. However, 
trademarks which are being used by the ‘‘Fondo de Estabiliza- 
cion’’ will have to be assigned upon an agreement compensating 
the ‘‘Fondo de Estabilizacion.’’ If no application for re-assign- 
ment is made within the one-year term all rights to the registra- 
tions will lapse. 


France 


Treatment of German Pre-War Trademark Registrations 
The French Government on January 4, 1955, promulgated a 
law providing for the restoration of trademark registrations to 
their pre-war German owners. Under the new law the German 
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pre-war owners may within six months from the date of promulga- 
tion apply to the French Alien Property Custodian for restoration 
of their former trademarks. The applications will be published in 
the Official Bulletin for Industrial Property and within four 
months from the date of publication third parties may file objec- 
tions. The price for the restoration of trademark rights is to be 
agreed upon between the Alien Property Custodian and the inter- 
ested party. In case no agreement can be reached, then a commit- 
tee is to make the final determination. In case an application for 
restoration is not filed within the period set by the law, or in case 
the German applicant is unwilling to pay the price fixed by the 
committee, the trademark remains the property of the French 
Republic. 


France (Algeria) 
Trademark Infringement 


In Parfumerie L. T. Piver v. Les Parfums X..., Tribunal 
Civil d’Alger, January 17, 1953, the plaintiffs succeeded in obtain- 
ing damages and an injunction against the defendants because of 
the ‘‘fraudulent imitation’’ by the defendants of the get-up of the 
plaintiffs’ perfume bottles. There were many specific differences 
between the bottles and labels used by the two parties, e.g., the 
bottles were of different sizes and had different necks and caps; 
the plaintiffs used the trademark pompeta and the defendants used 
roumIA; the labels were of different colors; in fact, the only simi- 
larity between the two labels was that both had a representation 
of a standing female figure, the plaintiffs’ figure dressed in clas- 
sical Roman garments facing to the left whereas the defendants’ 
figure dressed in a sari-like garment faced front. Nevertheless, 
the Court held that fraudulent imitation may exist, regardless of 
differences of detail, so long as the general appearance of the 
offending mark is such as to lead to possible confusion in the 
buyer’s mind with the original mark. The finding of bad faith and 
fraud on the defendants’ part was based upon the fact that the 
defendants had been selling the same kind of product under a dif- 
ferent get-up before resorting to the use of the offending get-up 
and the Court concluded that the change could have had no other 
purpose than to imitate the plaintiffs’ product. 
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Great Britain 


Interlocutory Relief for Infringement and Passing-Off 


In Chappie Ld. v. Spratt’s Patent Ld., 71 R.P.C. 455, the 
plaintiffs, who are owners of the trademark kit-£-Kat registered 
in Great Britain in respect of ‘‘Food for cats,’’ sought to obtain 
an interlocutory injunction against the use of the trademark 
SPRATTYKAT in respect of the same goods. Roxburgh, J. stated 
that ‘‘I can conceive of no possible reason why the defendants 
chose the name sPpraTTyKaT at the time for a new product, unless it 
was with a view of taking away some of the plaintiffs’ good will.’’ 
The Judge stated that there was no possibility of confusion be- 
tween the two marks either phonetically or graphically when 
compared side by side. However, it was stated that there is a 
very real possibility, indeed a probability, of confusion resulting 
from imperfect recollection. Nevertheless, the Judge decided that 
this was not a case in which he should grant an interlocutory 
injunction since he was not certain that there would be a sufficient 
degree of confusion to be legally actionable and that whatever 


damage the confusion caused the plaintiffs would not be very 
large. The Judge indicated that the issues which he believed 
would have to be settled at the trial would be (a) the precise limits 
of the doctrine of imperfect recollection as applied to the facts of 
this case; and (b) the possibility of obtaining a monopoly in so 
common a suffix as E-KAT. 


Morocco 
Licensee’s Standing to Sue for Infringement 


In a decision handed down on January 27, 1954 the Court of 
Appeal of Rabat upheld the right of a trademark licensee to bring 
an action for infringement under the Moroccan law which accords 
such right to ‘‘any injured party,’’ although under the French law 
such right is vested exclusively in the owner of the mark. 

The Court of Appeal also affirmed the decision of the Court 
below that defendant’s use of the registered mark supam for car- 
bonated beverages made with fruit juices, constituted an infringe- 
ment of plaintiff’s registered mark pam pam covering fruit juices 
of all kinds. The Court also ordered the cancellation of the regis- 
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tration of the infringing mark and the destruction of all articles 
bearing that mark. 


Viet-Nam 
Registration Procedure 

As a result of a recent Exchange of Notes between the Gov- 
ernments of the United States and Viet-Nam, American nationals 
may now apply for registration of trademarks in Viet-Nam with- 
out the requirement that they must have a business establishment 
in that country. No registration in the United States is required 
as the basis for registration in Viet-Nam. 

It should be noted that French trademark registrations, which 
before the establishment of the State of Viet-Nam extended to that 
territory, as part of the old French Colony of Indo-China, no 
longer give protection in Viet-Nam. 
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LIST OF OTHER TRADEMARK ARTICLES AND LEGAL NOTES* 


ARTICLES 

Better-Dressed Veal; Swift pioneers a new, trademarked vinyl-cloth carcass 
wrap. (Modern Packaging, v. 28, no. 5, January 1955, pp. 76-77, 179.) 

Branded Industrial Wraps. (Modern Packaging, v. 27, March 1954, pp. 
169-171.) 
Fromm, Hilda F. 

Legal Aspects of Packaging. (Modern Packaging Encyclopedia 1955, pp. 
32-34.) 
Koppel, Erwin. 

Let a Lawyer veto a snappy Trade-Mark? By all Means! (Printers’ Ink, 
January 21, 1955, pp. 34-36, 40.) 
Samara, Genevive Kay. 

Questions we’re asked about Trademarks. (Hosiery & Underwear Review, 
September 1954, pp. 134, 137-138.) 
Warburton, Jas. H. 

New Trade-Mark, new Identity for local Brand. (Printers’ Ink, August 13, 
1954, pp. 30-31.) 

LeGaL NoTEs 

Keller Products, Inc. v. Rubber Linings Corp. 

Trade-Marks—Unfair Competition—Award of Damages under Lanham Trade- 
Mark Act. (Georgia Bar Journal, v. 17, no. 2, November 1954, pp. 287-288.) 


* Copies of these articles and legal notes are available in the Association’s library. 
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BOOK NOTICE 


DEVELOPMENTS IN THE Law oF TRADEMARKS AND UnrFarr Com- 
PETITION. Harvard Law Review, Vol. 68, No. 5, March, 1955. 
$1.25. 

It is, perhaps, unusual to review an important contribution 
to legal literature before it actually has been published. It is 
believed, however, that the forthcoming publication in the Harvarp 
Law Review of a comprehensive study under the above title will 
prove of such interest to our readers that an advance notice calling 
it to their attention will not be amiss. 


Last year, the Harvarp Law Review published a similar survey 
of recent developments under the Food, Drug and Cosmetic Act, 
which aroused very considerable interest throughout the phar- 
maceutical, food and cosmetic industries. Apparently encouraged 
by last year’s experiment in the field of trade regulation, the 
Editors of the Review decided to concentrate this year on the 
law of trademarks and unfair competition. They may well be 
proud of the result. The forthcoming study, which will be avail- 
able in booklet form from the Harvard Law Review Association 
at Cambridge, Mass., offers a systematic analysis of the entire field. 
It probes into all problems of registrability, trademark infringe- 
ment, assignment of trademarks, acquisition and loss of trade- 
marks, and, in addition, examines the more intricate problems 
of trademark protection in the international field of the relation- 
ship between trademarks and the antitrust laws and of the present 
day extent of a federal law of unfair competition. 


This study, prepared entirely by outstanding members of the 
Harvard Law Review’s editorial board under the auspices of 
Professors Kaplan and Chafee of the Harvard Law School, 
presents the most significant contribution to the literature on the 
Lanham Act of 1946 since the publication in 1947 of ‘‘The New 
Trade-Mark Manual’’ by Daphne Robert. 


W. J. Dz 
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ARVEY CORP. v. FUGATE, Director of Revenue 
No. 17345 — Colorado Sup. Ct. — July 6, 1954 


REMEDIES—INFRINGEMENTS—SCOPE OF RELIEF—MISCELLANEOUS 
StTaTE STATUTES—TAXATION 
Where plaintiff, Illinois Corporation, which did no business and conducted no 

manufacturing in Colorado, recovered judgment against corporation doing business 
in Colorado for amount of gains and profits resulting from manufacture and sale 
of infringing goods as well as for damages resulting from unfair competition and 
wrongful use of trade secrets, trademarks and names, determination of Director 
of Revenue of State of Colorado that amount of judgment was subject to income 
tax liability as income received from a source in Colorado was proper. 

Action by Illinois corporation to recover deficiency income tax assess- 
ment. From adverse judgment of District Court, City and County of 
Denver, Ropert H. McWruiams, Jr., J., corporation brought error. 
Affirmed. 

John R. Coen, of Denver, Colorado and Floyd E. Thompson, of Chicago, 
Illinois and Raymond & Mayer, of Chicago, Illinois for plaintiff. 
Duke W. Dunbar, Atty. Gen., Frank A. Wachob, Deputy Atty. Gen., Omer 

Griffin, Asst. Atty. Gen. for defendant in error. 

HOLLAND, Justice. 

Arvey Corporation, plaintiff in error, is an Illinois corporation which 
has a division known as Velsicol Corporation in behalf of which it is here 
suing, as well as for itself, and due to all of the controlling circumstances 
in this ease, and to avoid confusion, we refer to plaintiff in error as Velsicol. 

Velsicol seeks a reversal of a judgment of the district court of the 
City and County of Denver against it in the sum of $30,001.64 with interest 
in the amount of $1,350.07, or a total of $31,351.71 in favor of the Director 
of Revenue of the State of Colorado on the Director’s determination that 
the amount of the judgment was due from Velsicol as income tax liability 
for income received from a source in Colorado. Velsicol, a manufacturer 
of insecticides, had manufacturing plants in Illinois and Tennessee and 
conducted no manufacturing operations in Colorado. Julius Hyman, who, 
it was claimed had contractual and fiduciary relationship with Velsicol, 
and who, by research and discovery, invented the insecticides, and through 
his contractual obligation was to assign to Velsicol any discovery or inven- 
tion while so employed. Differences arose, which were not resolved, and 
Hyman, who was vice-president and director of the corporation, resigned. 
After some litigation, and at his solicitation, other individuals in the 
employ of the company left its employ and a new Delaware corporation 
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was formed under the name of Julius Hyman and Company, with authority 
to do business in the State of Colorado, and began operations in the State 
of Colorado in the manufacture of insecticides, and more particularly, 
Chlordane, in February, 1947. 

Velsicol filed an action in the district court of the City and County of 
Denver to obtain an injunction against Hyman and Company, and a num- 
ber of individual defendants who had left Velsicol and joined the Hyman 
company, to enjoin and restrain them from manufacturing and selling 
certain insecticides; from disclosing to others the formulas, processes and 
products used in the manufacture thereof; and further requiring defend- 
ants to account to plaintiff for gains and profits resulting from the manu- 
facture and sale of such insecticides, as well as for damages resulting from 
unfair competition and by wrongful use of Velsicol’s trade secrets, trade- 
marks and names. Upon trial, an injunction was issued by the trial court 
which determined that Velsicol was entitled to recover from Hyman and 
Company all of the gains and profits from the production and sale of 
Chlordane for the accounting period ending March 31, 1949. Hyman and 
Company sought a review of this judgment in our court and by our opinion 
in Julius Hyman & Co. v. Velsicol Corp., 123 Colo. 562, 233 P.2d 977, 
announced on May 28, 1951, the judgment of the trial court in the amount 
of $1,238,789.10 was affirmed, and in the opinion we repeatedly expressly 
stated that Velsicol was entitled to the profits realized by Hyman and 
Company during the accounting period. 

Shortly after the announcement of the affirmance of the judgment by 
our court, the Director of Revenue of the State of Colorado made a deter- 
mination of income tax liability against Velsicol on the theory that the 
proceeds of said judgment and interest thereon was taxable income under 
the laws of the State of Colorado, and made a jeopardy assessment, which, 
after conferences and discussions, resulted in a final determination by the 
Director of Revenue that the tax liability of Velsicol was in the amount of 
$30,001.64 with interest in the amount of $1,350.07, or a total of $31,351.71. 
Velsicol filed notice of appeal and supplemental statements in connection 
therewith, together with protest of the deficiency assessment and a final 
determination was made and demand for payment thereof was issued; 
whereupon Velsicol filed its complaint against the Director of Revenue as 
an appeal from the final determination of the deficiency income tax assess- 
ment, and after answer was filed, trial was had to the court resulting in 
judgment in favor of the Director of Revenue and against Velsicol for the 
full amount of the assessment. 

The assessment was made pursuant to section 2(b) (1) chapter 196, 
page 453, S.L. 1951, which is as follows: 


‘*Upon corporations, except those corporations described in para- 
graph (e) of this section, there shall be levied and collected and paid 
for each taxable year, a tax at the rate provided in subsection (b) (2) 
of this section upon the net income of every corporation derived from 





Vol, 45 T. M. R. ARVEY CORP. v. FUGATE 167 


sources within this state on or after the effective date of this Act. 

Income from sources within this state includes income from tangible 

or intangible property located or having a situs in this state and income 

from any activities carried on in this state, regardless of whether 
carried on in intrastate, interstate or foreign commerce.”’ 

As to the matter of the amount of money involved and all the circum- 
stances connected therewith as herein related, there are no disputed facts. 
The precise question presented is whether or not the monies received by 
Velsicol from the judgment, including the profit made by Hyman and 
Company, constitute ‘‘income derived from sources within this state’’ and 
as such is it subject to tax? Velsicol contends that since it never was 
domiciled in the State of Colorado, had no property located or having a 
situs in Colorado, having never engaged in business in Colorado, had no 
office in Colorado for the solicitation of business, and has never carried on 
commerce in this state, it therefore never derived any income from sources 
within the state, directly or indirectly, within the meaning of the Colorado 
Income Tax Act, supra, and further, that the situs of its right being an 
intangible, was at the place of domicile of the owner. 

That the monies recovered and received from the judgment against 
Hyman and Company were income to Velsicol has been adjudicated by our 
Court. If, as is Velsicol’s theory and contention, this was in the field of 
intangibles, then such is included as a taxable item if the source was within 
this state. The question of what is the source is not confined or limited to 
the requirements or the objects claimed by Velsicol, but rather includes 
‘‘sources,’’ which is without limitation, and is not confined to business 
activities carried on in this state. The expression in the statute, ‘‘income 
from sources within this State’’ is broad and all inclusive. In the matter 
of assessment as applied in income taxation, there appears to be a business 
situs of intangibles which may be separate and distinct from the domicile 
of the owner. 

The entire origin of the monies involved, even to the source of the 
establishment of the Hyman and Company’s business and its operation was 
in the State of Colorado and whatever profits were made or to be made 
from the operations of Hyman and Company in Colorado, were subject to 
such corporate income tax as might be found to be levied upon and due. 
There is not, and cannot be, any dispute as to this situation. This taxing 
process reaches all corporations and is not confined to foreign corporations ; 
it levies a tax on income from all sources; and includes income from tan- 
gible or intangible property with a situs in this state. Income that may be 
received is not limited to the profits from commercial operations and there- 
fore the case of Cruse v. Stayput Clamp & Coupling Co., 113 Colo. 254, 
156 P.2d 397, is not in point, wherein there was an interpretation of the 
phrase ‘‘business transacted within this state’’ and not ‘‘income from 
sources within this state.’’ Of course, the source or origin of any income 
naturally has a situs, and the decisions, let alone common sense, tell us that 
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the situs is the location of the business activities from which the income is 
derived. 

Velsicol’s contention to the effect that the $1,238,787.10 received is not 
profit, but rather compensation for injuries suffered by the wrong and 
illegal acts of Hyman and Company, is not convincing. Whatever profits 
Hyman and Company were making on which it would have been compelled 
to pay a tax was lost to it by its wrongdoing and thereby brought about a 
complete and total transfer of such profits to Velsicol. If the judgment 
recovered by Velsicol is merely compensation or damage for injuries as 
Velsicol holds, then, of course, it could not be classified as income, but such 
is not the case, and Velsicol admits that the proceeds were ‘‘income’’ as 
classified under the Internal Revenue Code of the United States and 
‘*probably’’ constitute income under the Income Tax Act of Colorado to 
a resident of Colorado. This admission is made by way of insisting that 
the real question here involved is one of jurisdiction to tax. In the last 
analysis, the question seems rather simple, in that Velsicol is precluded by 
an adjudication that the monies it received was income; that such income 
constituted the profits from the operation of a Colorado corporation; and 
therefore the source of the income was confined strictly to Colorado. Had 
Velsicol been operating in Colorado to the same extent, and accumulated 
the same profits, it would have been subject to the tax, because it had 
received the income from such profits. By the same token, when it ulti- 
mately receives that profit, or takes it away from another corporation it 
cannot say that the income was not derived from a source in Colorado, and 
because it was not doing business here and was domiciled in Illinois, it 
cannot escape Colorado’s income-taxing arm by such claim. If its conten- 
tion was here upheld and the procedure that it insists upon was followed 
and countenanced by our Court, the door would be open for designing 
individuals or corporations to arrange, by such method, for the escape from 
legal and just taxation. All of the factual situations here involved give the 
State of Colorado jurisdiction to impose the tax, and in doing so does not 
violate the Fourteenth Amendment of the Constitution of the United 
States in any sense. 

As a finality, Velsicol accepted the profits claimed due it knowing that 
the entire source thereof was within the State of Colorado and wrongfully 
and unjustly relies upon its status as a foreign corporation to evade the 
tax. When it accepted the profit of Hyman and Company’s operations, 
for which Hyman and Company would have had to pay a like tax as is 
levied, then Velsicol stepped into the shoes of Hyman and Company and 
must walk in the path the law directed for that Company. The tax here 
imposed earries with it every element of due process. We might well have 
adopted the findings and conclusions of law of the trial court, which were 
earefully prepared, and logically concurred in its judgment. Believing 
that the judgment was right in every sense of the word and according to 
law, it is affirmed. 
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THE FEDERAL GLASS COMPANY v. LOSHIN et al. 
No. 4357 — D.C., D. Connecticut — July 13, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 


Action for unfair competition wherein plaintiff, an Ohio glassware manufac- 
turer, seeks to enjoin defendants, proprietors of a Danbury, Connecticut company 
specializing in plateglass installation, from using its corporate name on the ground 
that it is causing confusion of the public and defendants are benefiting from 
plaintiff ’s reputation. 

Plaintiff moves for summary judgment on the basis of supporting affidavits. 
Plaintiff was formed in 1900 in Columbus, Ohio and has established nation-wide 
sales of its glassware, which have run into millions of dollars annually, including 
proof of sales in Connecticut from 1927 to 1952. Defendants have operated as a 
partnership under the name Federal Glass Company since 1945 but the name was 
previously used by a predecessor who filed the name with the Town Clerk of 
Danbury in 1925. Plaintiff’s motion for summary judgment is denied since plain- 
tiff has failed to show that it had an established reputation in the Danbury area 
in 1925 when defendants’ predecessor first adopted the name Federal Glass 
Company. 

UNFAIR COMPETITION—SCOPE OF RELIEF—EVIDENCE 

Affidavits as to lack of actual confusion are not conclusive since likelihood of 
confusion is sufficient. 

Plaintiff, to succeed, must establish proof of an established reputation in the 
area at the time the defendant first uses the same or similar name and without 
such proof of secondary meaning, it is not possible to assert any likelihood of 
deception to the general public. 

Action by The Federal Glass Company v. Samuel Loshin and Nathan 
Loshin for unfair competition. Plaintiff moves for summary judgment. 
Motion denied. 

Wiggin & Dana, of New Haven, Connecticut and Corbett, Mahoney & 

Miller, of Columbus, Ohio for plaintiff. 

Spiro & Levine, of Danbury, Connecticut for defendants. 
Smirtu, District Judge. 

This is an action for unfair competition wherein the plaintiff, an Ohio 
glassware manufacturer, seeks to enjoin the defendants, proprietors of a 
Danbury, Connecticut, company specializing in plate glass installation, 
from using its corporate name, alleging that the defendants are obtaining 
the benefit of the plaintiff’s reputation and causing confusion to the public. 
The case is before the court on plaintiff’s motion for summary judgment 
filed with supporting affidavits. Defendants have also filed affidavits in 
opposition to said motion. 

Plaintiff Federal Glass Company is an Ohio corporation founded in 
1900 in Columbus, Ohio and incorporated under the laws of that state in 
1904. Plaintiff manufactures at its Ohio plant glass products such as 
pressed tumblers, packers tumblers, pressed and blown tumblers, machine 
pressed dinner ware, kitchen ware, and decorated tumblers and jugs. 
Plaintiff ’s products are distributed and sold all over the United States and 
in foreign countries; it maintains offices and sales representatives through- 
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out the country although the nearest to Connecticut are in Boston and New 
York. Plaintiff’s sales run into millions of dollars annually, and plaintiff 
at the present time spends thousands of dollars advertising nationally in 
magazines, by direct mail and by direct distribution of literature by its 
salesmen. Plaintiff’s method of operation is to sell to selected distributors 
such as hotel and restaurant supply jobbers, merchandise jobbers, variety 
stores, chain stores, premium users, manufacturers, hardware dealers, fur- 
niture stores, gift shops, department stores, glass cutters and decorators, 
and jewelry stores. 

Plaintiff’s sales in Connecticut have increased from a figure of $4,845 
in 1927 to $22,047 in 1952 without a breakdown as to sales in the Danbury 
area. Plaintiff’s sales in Connecticut apparently commenced approximately 
in 1904. Plaintiff’s advertising costs annually have risen from $2,517.36 in 
1925 to $80,835 in 1952 without a breakdown as to what percentage of costs 
are allocable to specific advertising media. 

The defendants, Samuel and Nathan Loshin, have operated their glass 
installation business in Danbury and the immediate vicinity as a partner- 
ship doing business under the name Federal Glass Company since 1945. 
The defendants’ name, however, was first used by one Joseph Perl, the 

‘prior owner of the firm, who filed the name with the town clerk of Danbury 
in 1925. Defendant Samuel Loshin purchased the business under the same 
name in 1926, and the concern has since operated under that name in the 
sales and installation of plate glass, window glass, mirrors, automobile glass 
and store fronts, building up a considerable business in the Danbury area. 

Plaintiff essentially contends on its motion for summary judgment that 
the fact of the identity of the business names involved, its prior use of the 
name, and its prior established reputation as a glassware firm entitles it to 
relief here. It is not disputed that plaintiff was in the glassware business 
some 20 years before the defendants’ concern’s prior owner started his 
glass installation concern under the same name. Nor is there any question 
that plaintiff was a firm with a nation-wide business in 1925 when defend- 
ants’ name was first used by the prior owner Perl, although it is not estab- 
lished that it had then established any volume of business in the Danbury 
area. Defendants’ business is admittedly restricted to Danbury and the 
immediate neighboring vicinity. 

Defendants’ contention that plaintiff cannot possibly demonstrate the 
requisite pecuniary harm since defendant as a glass installer is in no way 
competing with plaintiff’s glassware products is not well taken. Damage 
to sales is not the only injury which courts will consider in determining 
whether an injunction should be granted restraining one from using a name 
which confuses its identity with another, as a person is entitled to be free 
from the possible danger to its reputation which might result by the 
public’s confusion of the identity. 

Moreover, defendants’ presentation of affidavits to the effect of no 
actual confusion between the two firms by various Danbury concerns is not 
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conclusive of the issue as stated in Connecticut decisions. If the court 
finds that the use of the same name or a distinctive portion thereof is likely 
to deceive the public and result in injury to the plaintiff, relief will be 
afforded. Middletown Trust Co. v. Middletown National Bank, 110 Conn. 
13 (1929) ; Yale Cooperative Corp. v. Rogin, 133 Conn. 563, 73 USPQ 301 
(37 TMR 365) (1947). 

However, one of the principal elements of the requisite deception of 
the public is proof of an established reputation by the plaintiff at the time 
the defendant first uses the same or a similar name. Premier-Pabst Corp. 
v. Elm City Brewing Co., (D.C.D. Conn., 1935) 9 F.Supp. 754, 23 USPQ 
84 (25 TMR 602) ; also, Lady Esther, Lim. v. Flanzbaum (D. R.1., 1942), 
44 F.Supp. 666, 54 USPQ 25 (33 TMR 6). Without some showing of a 
secondary meaning or general reputation in reference to the use of a certain 
name in a specific area, no inference of fraudulent intent on the defendants’ 
part may be drawn, nor, if the finding of fraudulent intent is deemed unnec- 
essary, is it possible to assert any likely deception to the general public. 

In the present state of the action at bar, plaintiff has failed to prove 
that in 1925, at the time defendants’ company’s prior owner first made use 
of the name Federal Glass Company, plaintiff had any established reputa- 
tion with the general public of the Danbury area. Plaintiff’s expenditures 
for national advertising at that time totaled only some $2,500, and there is 
no proof of the amount of advertising in outlets reaching the general public. 
Plaintiff admits no local Danbury advertising. In the Premier-Pabst Corp. 
case, supra, plaintiff was distributing a beer which it called oLD MAESTRO 
in a national radio advertising campaign tied to the popular entertainment 
personality, Ben Bernie. Defendant then put out a competing beer which it 
called OLDE MAESTRO. In granting an injunction to the plaintiff, Judge 
Hincks in a thorough analysis of this area of unfair competition emphasized 
the element of ‘‘public recognition of identity’’ and took notice of the fact 
that such a radio campaign was reaching much of the general public in the 
class of potential purchasers likely to be confused. There is no such show- 
ing here. On the same point, Lady Esther, supra; Stork Restaurant, Inc. 
v. Sahati (CA 9, 1948), 166 F.2d 348, 76 USPQ 374 (38 TMR 431) ; Stork 
Restaurant, Inc. v. Marcus (D. Pa. 1941), 36 F.Supp. 90, 48 USPQ 306 
(31 TMR 32). 

Plaintiff relies on the case of Federal Glass Co. v. Federal Glass Co. 
Inc. (D.C.D. Del., 1952), 104 F.Supp. 692, 93 USPQ 337 (42 TMR 429), 
where on reargument the court granted summary judgment to the defend- 
ant on the condition that it change its name as it offered to prior to rear- 
gument. The holding there appears to be that the identity of name alone 
might cause confusion, and a slight change would merit summary judgment 
for defendant. In that case, however, defendant first used the name 
Federal Glass Company, Inc. in 1947 when plaintiff’s advertising was much 
more extensive than in 1925 and its reputation and good will more readily 
accepted at the summary judgment stage. Moreover, there plaintiff brought 
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action two years after defendant’s first use of the name. The defense of 
laches here is questionable in view of the fact that plaintiff claims only 
recent knowledge of defendant’s existence. Identity of name alone is not 
enough to cause confusion for which legal or equitable relief may be 
afforded ; there must also be proof of secondary meaning or an established 
general reputation at the time of defendant’s initial use. See Premier- 
Pabst Corp. v. Elm City Brewing Co., supra; Brooks Bros. v. Brooks Cloth- 
ing of Calif. (D.C.S.D. Cal., 1945), 60 F.Supp. 442, 65 USPQ 301 (35 
TMR 99). 

Plaintiff’s assertion that it sells primarily to glass distributors and 
directs much of its advertising to them creates further doubt as to any 
confusion now, much less in 1925, in the eyes of the general public or of the 
jobbers. In the absence of any adequate showing here of established repu- 
tation in the Danbury area in 1925, plaintiff’s motion for summary judg- 
ment is without foundation. 

Realizing the prerequisite of an established general reputation at the 
time of defendants’ first use, plaintiff has introduced exhibits showing 
costs of advertising over a period of years plus sales in Connecticut to a 
limited number of dealers since 1903. The crucial defect in this evidence, 
however, is illustrated by plaintiff’s counsel’s statement at page 4 of his 
brief : 

‘‘The plaintiff has always advertised on a national scale. While 
advertising before 1926 was more limited, as in the case of most com- 
panies, still its products were brought to the attention of buyers in the 
Connecticut market before 1926 by the circulation of catalogues and 
other promotional literature.’’ 

This limitation of reputation is a fatal flaw in plaintiff’s case here. 
Such catalogues as evidenced by his exhibit B were solely for the attention 
of distributors, and it is extremely questionable whether the general public 
even knew of Federal Glassware products when they went into a store to 
purchase glassware. At least the exhibits now before us would not demon- 
strate it. And the distributors would hardly be deceived, in view of the 
difference in the types of business of plaintiff and defendant. 

To compensate for this lack of evidence on general reputation and good 
will plaintiff has attempted to shrug off the 1925 date and set up 1945, the 
date of Loshins’ registration as the date that should be considered that of 
defendants’ initial use. This claim is based on two facts. Perl registered 
the name Federal Glass Company as his business in the Danbury town 
clerk’s office in 1925, but defendant Samuel Loshin failed to register his 
name as the proprietor when he purchased the business and name from 
Perl in 1926. There is, and was in existence then a Connecticut statute im- 
posing a penalty on any person conducting or transacting business under 
a fictitious trade name without filing a certain certificate of identification 
in the town clerk’s office. Se Connecticut General Statutes (1949 Rev.), 
See. 6728. 
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Such a statute, however, imposes exclusively the penalty defined 
therein. It was held in Sagal v. Fylar, 89 Conn. 293 (1915), that such a 
statute renders the offender only liable to fine or imprisonment as provided 
by the Act, and does not prevent him from enforcing any contract he has 
made which is otherwise legal. 

Thus 1926 is the key date, and unlike every one of the cases cited by 
plaintiff to demonstrate that the factor of competitive business is not essen- 
tial to relief and that possible damage to reputation is injury enough with- 
out any showing of financial harm, plaintiff fails to meet the other prin- 
cipal legal requirement of those cases, namely that the plaintiff must estab- 
lish proof of a general reputation at the time of defendant’s initial use to 
merit relief. See Yale Electric Corp. v. Robertson, (CA 2, 1928), 26 F.2d 
972; Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 
(CA 10, 1932), 56 F.2d 973, 13 USPQ 76 (22 TMR 363); Lady Esther, 
Limited v. Flanzbaum, (D. R.1., 1942), 44 F.Supp. 666, 54 USPQ 25 (33) 
TMR 6); Buckspan v. Hudson’s Bay Co., (CA 5, 1927), 22 F. 2d 721; 
Stork Restaurant, Inc. v. Sahati, (CA 9, 1948), 166 F.2d 348, 76 USPQ 
374 (38 TMR 431) ; Stork Restaurant, Inc. v. Marcus, (D.Pa. 1941), 36 F. 
Supp. 90, 48 USPQ 306 (31 TMR 132). 

The Lady Esther case, supra, posed the same question of priority in the 
loeal field as our situation here. Plaintiff there, however, established its 
prior local reputation. The defendant was enjoined from using the name 
Lady Esther Shoes where plaintiff had an established reputation with the 
general public for its Lady Esther cosmetics. The court statec’ in regard 
to the requisite of secondary meaning, 54 USPQ at 27: 

‘‘The evidence convinces me and I find that the respondent did 
not use the name Lady Esther prior to 1932 by which time the com- 
plainant’s use of that name was well known in Providence and other 


parts of Rhode Island because of newspaper advertisements, radio 
broadcasts and the sale of complainant’s goods in stores.’’ 


There the plaintiff had introduced a breakdown of national advertising 
costs per media in the Providence area in 1931. Here plaintiff frankly 
admits that its national advertising prior to 1926 was quite limited and 
that even today most of it is directed at distributors. 

The question then is whether in 1926 there could be harm to plaintiff’s 
general reputation by the likelihood of deception of the public. Even if 
the term ‘‘public’’ may be applied to a handful of distributors, there is 
no showing that they in 1926 were likely to infer that some action of the 
defendant was that of the plaintiff so as to harm plaintiff’s reputation 
with them. Plaintiff has failed to establish secondary meaning in any sense 
here. We do not believe that the admittedly expanding area of unfair 
competition doctrine can be applied to such a situation, nor would it be 
desirable to do so. 

Plaintiff’s motion for summary judgment is denied. 


a ———— 
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TIME, INC. v. LIFE TELEVISION CORP. 
No. 4517-8-S.D.C. Minnesota, Fourth Div. — July 28, 1954 


REMEDIES—INFRINGEMENT—SCOPE OF RELIEF 

Suit by publishers of Lire and TIME magazines to restrain use by defendants 
of mark LIFE in connection with sale of television sets, where Court found that 
Lire had acquired a secondary meaning by means of its vast advertising and 
celebrity in its field and that defendants had deliberately adopted the name Lire 
and same style of printing to take advantage of plaintiff’s reputation, together 
with a fraudulent Lire-TIME guarantee, and the evidence showed that the public 
was being confused and associated the television sets with LirzE magazines, the 
defendants will be restrained from any trade-mark use of the marks Lire and 
TIME. 

CourTs—J URISDICTION 

Court has jurisdiction due to diversity of citizenship and under §32 of Trade- 
Mark Act of 1946 authorizing a civil action for infringement ‘‘in commerce’’ of 
a registered mark. 

REMEDIES—INFRINGEMENT—DEFENSES 

Introduction by defendants of 213 third party registrations of Lire alone or 
in connection with other words has no bearing on finding of secondary meaning 
in communication field since the term is usually modified by other words, or the 
goods are such that no likelihood of confusion seems possible. 

Contention of defendant that even if likelihood of confusion is assumed action 
must fail unless plaintiff shows it intends to enter retail television field or in- 
feriority of defendants’ products are such as to diminish good will of plaintiff 
overlooks duty to protect public interest. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF 

Adoption of new style of printing format would not be adequate protection in 
view of defendants’ fraud and since public still might think the television was 
sponsored by Lire. Confusion of sponsorship is basis for action of unfair com- 
petition. 

Two actions by Time, Incorporated, for trademark infringement and 
unfair competition ; one against Life Television Corporation and one against 
Iife Television Co. of St. Paul. Judgments for plaintiff. 

Pierce Butler and Theophil Rusterholz, of St. Paul, Minnesota (Harold R. 
Medina, Jr. and Cravath, Swaine & Moore, of New York, N. Y. and 
Doherty, Rumble, Butler & Mitchell, of St. Paul, Minnesota, of coun- 
sel) for plaintiff. 

William P. Murphy and Silver, Goff, Murphy, Ryan & Dillon, of St. Paul, 
Minnesota for defendants. 

Norpsye, Chief Judge. 

Plaintiff, a New York corporation and publisher of the well-known 
magazines LIFE and TIME, brings this action for infringement and unfair 
competition. It seeks to enjoin the defendants from engaging in the retail 
sale of television sets under the name LIFE. The action was commenced by 
the filing of an initial complaint against Life Television Corporation. 
Thereafter, an additional action was commenced against Life Television 
Corporation of St. Paul. 

Plaintiff registered the mark Lire in the United States Patent Office 


in connection with certain of its uses, including Registration No. 372,500 
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for a weekly magazine registered on October 31, 1939, and republished 
under the Trade Mark Act of 1946 on June 26, 1951, and Registration No. 
380,316 for sound and motion picture films and for synchronizing appara- 
tus for simultaneously reproducing coordinated light and sound effects, 
registered August 20, 1940. 

An extended discussion of the facts is unnecessary. It is of common 
knowledge that the plaintiff’s magazines LIFE and TIME are leaders in cir- 
culation among national weekly magazines. LIFE magazine ranks first as 
a national advertising media. In addition, Time, Incorporated, engaged 
in the publication of other magazines, such as Fortune, House and Home, 
and Architectural Forum. It produces numerous television programs, the 
film ‘‘The March of Time’’—which displays both the Lire and TIME trade 
marks—and other feature films and shorts. It has published two books, 
LIFE’s Picture History of World War II and Lire’s Picture History of 
Western Man. Since 1952 it has had a fifty per cent interest in an Albu- 
querque television station and since 1953 an eighty per cent interest in a 
television station in Salt Lake City. It may be stated, therefore, that by 
reason of the production and documentation of film shorts, feature films, 
radio shows, television shows, film strips, the operation of television stations, 
and by reason of its various publications, Time, Incorporated, is in the 
communication field and has extended activities in that field in the broadest 
sense of that term. Plaintiff, however, does not intend to enter the retail 
television sales business. 

Plaintiff spends huge sums in promoting its trade marks. As part of 
its advertising campaign for LIFE magazine, it distributes to the advertisers 
of that magazine tags and advertising reprints bearing the slogan ‘‘ Adver- 
tised in tirz.’’ These are displayed with the product of the advertisers to 
aid in selling the product. On these tags appear the now familiar LIFE 
symbol—the word LIFE in white block letters on a rectangular red back- 
ground. The tags and advertising reprints have been featured in aid of 
selling television sets in the Twin Cities and elsewhere throughout the 
United States. Merchants have displayed their television sets with these 
tags and reprints conspicuously placed and arrayed so as to attract the 
prospective buyer’s attention to the fact that these particular sets are the 
ones which were advertised recently in LIFE magazine. 

The television sets sold by defendants are purchased from certain 
manufacturers and are then marked by defendants with the name LIFE in 
block letters. They launched their business with the intention and purpose 
of simulating in their advertising plaintiff’s trade mark Lire. They adver- 
tise in local newspapers where the name LIFE is again in lettering identical 
to that used by plaintiff, except that they schemingly insert a white line 
through each letter upon the assumption that this minute change will free it 
from the charge of infringement of the Lire trademark. Their radio adver- 
tising describes their product merely as Lire TV and refers to Lire’s Min- 
neapolis (and St. Paul) showrooms. Their trucks are painted red, and 
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block letters in white spell out Lire on the side of each, simulating the 
format used by plaintiff in LIFE magazine. The red rectangle with white 
block letters appears also on signs at the defendants’ showrooms and covers 
an entire wall inside the stores. In some of their advertising, however, they 
employ red block letters for the word LIFE on a white background. In addi- 
tion, to their customers defendants offer what they term a LIFE-TIME guar- 
antee. In this guarantee the word Time appears in a style of lettering 
similar to that used on TIME magazine. 

The jurisdictional foundation of this action is threefold. The first 
claim of plaintiff is predicated upon Section 32 of the Lanham Act, 60 
Stat. 437 (1946), 15 U.S.C. See. 1114 (1948), which authorizes a civil 
action for the infringement ‘‘in commerce’’ of a registered mark. Section 
39 of that Act, 15 U.S.C. See. 1121 (1948), gives the district court juris- 
diction of all actions arising under the Act without regard to diversity or 
the amount in controversy, and Section 45, 15 U.S.C. See. 1127, defines 
‘‘commerce’’ as meaning all commerce which may be regulated lawfully by 
Congress. It is clear that Congress may constitutionally regulate wholly in- 
trastate activity if it has a substantial economic effect upon interstate com- 
merce. Therefore, this Court has jurisdiction of the claim for trade mark 
infringement though the defendants’ business is wholly intrastate—since the 
infringement, if substantiated, will undoubtedly affect the interstate busi- 
ness of plaintiff. Stauffer v. Exley, 9 Cir., 1950, 184 F.2d 962, 87 USPQ 
40 (40 TMR 960) ; National Tuberculosis Assn. v. Summit County Tuber- 
culosis & Health Assn., N.D. Ohio, 1954, 101 USPQ 387; Cole of California, 
Inc. v. Colette of California, Inc., D. Mass, 1948, 79 USPQ 267 (39 TMR 
42) ; Commentary, 15 U.S.C. 265, 268 (1948). 

That this claim for trade mark infringement is not insubstantial will 
be shown below. And the facts which give rise to that claim will also sup- 
port the allegation of unfair competition, therefore, under the Hurn v. 
Oursler (17 USPQ 195, 23 TMR 267) doctrine of pendent jurisdiction, 
this Court has jurisdiction of the latter claim as well. 28 U.S.C. See. 
1338(b) (1948). Moreover, the parties are of diverse citizenship and the 
controversy presented is whether or not the plaintiff’s business investment 
in its trade marks will be safeguarded by enjoining the alleged infringe- 
ment by the defendants. That the value of that investment establishes the 
amount in controversy in cases of this sort is well settled. Admiral Corp. 
v. Penco., Inc., 2 Cir., 1958, 203 F.2d 517, 97 USPQ 24 (42 TMR 50); 
Hanson v. Triangle Publications, Inc., 8 Cir., 1947, 163 F.2d 74, 74 USPQ 
280 (37 TMR 645); Del Monte Special Food Co. v. California Packing 
Corp., 9 Cir., 1929, 34 F.2d 774, 3 USPQ 15 (19 TMR 443) ; Great Atlantic 
& Pac. Tea Co. v. A. & P. Radio Stores, Inc., E.D. Pa., 1937, 20 F.Supp. 
703, 35 USPQ 444 (27 TMR 783). The complaint and the evidence herein 
show the amount of plaintiff’s investment to exceed $3,000. 

In an action for unfair competition based upon the use of a trade 
mark similar to the complainant’s, the first inquiry must be to the ques- 
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tion whether the public mind attributes to that mark a connection with 
the products or the business of the complainant. This also is true 
in an action for infringement of a registered mark which is not purely 
arbitrary or meaningless, for the Lanham Act, Section 2(f), 15 U.S.C. 
See. 1952(f) (1948), allows registration of such a mark only if it has 
‘*become distinctive of the applicant’s goods in commeree.’’ This ques- 
tion is, of course, one of fact and not of principle and therefore little 
help can be found in previous decisions. But it seems to be the practice 
of courts in determining whether the plaintiff’s mark has acquired a sec- 
ondary meaning to consider (1) the length and manner of use of the name 
or mark in question, (2) the nature and extent of advertising and promo- 
tion of the mark, and (3) the efforts toward promoting a conscious connec- 
tion in the minds of the public of that name or mark with a particular 
product. See 52 Am. Jr., Trade Marks, Trade Names, and Trade Prac- 
tices, See. 73, and cases collected in 150 A.L.R. 1067, 1082-1094 (1944). 

Defendants in the case at bar assert that plaintiff has no protectible 
interest in the trade mark Lire, because of the frequent use of that mark 
by others. In connection with that assertion, it has introduced into evi- 
dence a list of 213 registrations in the Patent Office of marks making use 
of the word Lire either alone or in connection with other words or pic- 
tures. This kind of evidence has quite often been ignored by courts in 
the past—usually upon the somewhat unperceptive ground that third-party 
infringements cannot justify or excuse the infringement of the defend- 
ant,' at least if the plaintiff had no knowledge of the other uses.2 But how- 
ever relevant the plaintiff’s knowledge of the third-party uses may be when 
defendant’s claim is that the plaintiff has abandoned his trade mark,’ it 
ean have no influence upon the decision of whether plaintiff’s mark has 
acquired a secondary meaning. Similarly, it is beside the point to ponder 
whether or not other uses can ‘‘execuse’’ the defendant’s wrong. For there 
can be no wrong at all unless there is an identification in the public mind 
of the plaintiff and its mark. And widespread use of a given mark by 
numerous producers is certainly relevant both as to the existence and the 
strength of that identification.* 

1. See, e.g., Bond Stores, Inc. v. Bond Stores, Inc., 3 Cir., 1939, 104 F.2d 124, 41 
USPQ 562 (29 TMR 520); Del Monte Special Food Co. v. California Packing Corp., 
9 Cir., 1929, 34 F.2d 774, 3 USPQ 15 (19 TMR 443); Lone Ranger, Inc. v. Currey, 
M.D. Pa., 1948, 79 F.Supp. 190, 78 USPQ 244 (38 TMR 891); Ford Motor Co. v. Ford 
Insecticide Corp., 8.D. Mich., 1947, 69 F.Supp. 935, 72 USPQ 355 (37 TMR 141); 
Great Atlantic & Pac. Tea Co. v. A. & P. Radio Stores, Inc., E.D. Pa., 1937, 20 F. Supp. 
703, 35 USPQ 444 (27 TMR 783); Taylor v. Carpenter, C.C.D. Mass., 1844, 23 Fed. 
Cas. 742; ef. Majestic Mfg. Co. v. Majestic Electric Appliance Co., N.D. Ohio, 1948, 
79 F.Supp. 649, 76 USPQ 525 (38 TMR 459). 


2. E.g. Great Atlantic ¢ Pac. Tea Co. v. A. & P. Radio Stores, Inc. and Taylor v. 
Carpenter, supra, note 1. 

3. See 3 Callmann, Unfair Competition and Trade Marks 1239, 1506 (2d ed. 1950) ; 
2 Nims, Unfair Competition and Trade Marks, Sec. 408 (4th ed. 1947). 

4. Vogue Co. v. Thompson-Hudson Co., 6 Cir., 1924, 300 F. 509; French Battery ¢ 
Carbon Co. v. Prest-O-Lite Co., D.C. Cir. 1920, 265 F. 1013; Huntington Laboratories, 
Ine. v. Onyx Oil Chemical Co., 165 F.2d 454, 76 USPQ 319, Ct. C. & P. App. 1948 (38 
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However, in determining the probity of defendants’ evidence, it is 
proper to notice that there was offered no proof of where the third-party 
marks had been used or whether or not their use had ever been continued 
after their registration. Further, the vast majority of registrations in 
evidence make use of the word LIFE only in combination with others which 
modify it and always in its common descriptive sense. Even the few reg- 
istrations of the word by itself are used in connection with commodities so 
unrelated to plaintiff’s that no likelihood of confusion seems possible. In 
any event, they do not detract from plaintiff’s contention that its mark has 
acquired a secondary significance in the ‘‘communications field’’. 

It is not necessary to agree with the plaintiff that its mark has acquired 
a secondary meaning so broad as to preempt the whole communications 
field. It suffices that this Court does find in the evidence that plaintiff’s 
vast publication activities and its extensive advertising and promotional 
schemes in connection therewith suggest to nearly everyone that the trade 
mark use of the word LIFE connotes the publication of a widely circulated 
magazine which uses its name to sell the sundry products of its advertisers. 

Proceeding upon the basis the plaintiff has established the foregoing 
secondary meaning, it seems obvious that defendants’ advertising and label- 
ing are likely to cause confusion in the public mind as to the source of the 
goods it markets. The conclusion is inescapable that the defendants set 
out with the purpose of trading upon plaintiff’s established trade mark 
and deliberately assimilated plaintiff’s style in order to do so. A finding 
of a likelihood of confusion under such circumstances is abundantly sup- 
ported by the authorities. 

It is said that imitation may often supply the place of proof—in the 
absence of evidence to the contrary the court accepting the defendant’s 
own estimate of the probability of confusion. E.g., G. H. Mumm Cham- 
pagne Vv. Eastern Wine Corp., 2 Cir., 1944, 142 F.2d 499, 501, 61 USPQ 
337, 340; Time, Inc. v. Ultem Publications, 2 Cir., 1938, 96 F.2d 164, 37 
USPQ 559 (28 TMR 421); 3 Callmann, Unfair Competition and Trade 
Marks, Sec. 85.1(b), (2d ed. 1950) ; 2 Nims, Unfair Competition and Trade 
Marks, Sec. 355a (4th ed. 1947). 

Cases will arise, of course, where the facts so clearly establish that no 
confusion will result that the intent of the defendant becomes immaterial. 
See, e.g., Kann v. Diamond Steel Co., 8 Cir., 1898, 89 F. 706. However, 
in the present case, the finding as to confusion need not rest solely upon 
the defendants’ fraudulent motives. At trial plaintiff called ten witnesses 
who were selected so as to represent various walks of life. The testimony 


TMR 327); National Fruit Products Co. v. Dwinell-Wright Co., D. Mass., 1942, 47 
F. Supp. 499, 55 USPQ 199 (32 TMR 516); Ruppert v. Knickerbocker Food Specialty 
Co., E.D.N.Y., 1923, 295 F. 381; See Quaker State Oil Ref. Co. v. Steinberg, 1937, 325 
Pa. 273, 189 Atl. 473; ef. Sun Oil Co. v. Watson, D. D.C., 1954, 101 USPQ 276 (44 
TMR 942); see Handmacher-Vogel, Inc. v. Weathercrest Jackets, Inc., Com’r Patents, 
1954, 101 USPQ 417, 418 (44 TMR 1123). See also cases in Note, 150 A.L.R. 1067, 
1086 (1944). 
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of these witnesses showed that they had in fact believed either that the 
plaintiff had entered the retail television business or that there was some 
other connection between the businesses of the parties. Each side produced 
its experts who testified to the presence or absence of a likelihood of con- 
fusion. While neither isolated instances of actual confusion nor the testi- 
mony of experts necessarily establish a likelihood of confusion, see Call- 
mann, supra, at 1570-1573, it also is the conclusion of this Court that the 
type and layout used by defendants is so similar to that used for many 
years by plaintiff that even a person who would not ordinarily assume a 
connection between the parties from the mere concurrent use of the trade 
mark LIFE would be led to believe that plaintiff’s business was in fact con- 
nected with defendants’. The products of the parties are not so unrelated 
that it would be unreasonable for the ordinary purchaser to believe that 
the publishers of Lire had expanded into a new field—for singleness of lay- 
out imports a singleness of source. The slight alteration effected by defend- 
ants by drawing a line through their letters is insignificant, for in determin- 
ing whether there is a deceptive similarity the test is not whether when 
laid side by side the parties’ marks are distinguishable, but whether the 
mark of the alleged infringer is similar to the ordinary purchaser’s recol- 
lection of the plaintiff’s mark—for it is on the basis of that recollection 
that the consumer makes his decision to purchase. See generally, 1 Nims, 
supra, at 672-682. 


Defendants assert that even if plaintiff establishes that its mark has 
acquired a secondary meaning and that defendants’ use raises a likelihood 
of confusion in the public mind, nevertheless this action must fail unless 
it is shown that plaintiff actually intends to expand its business to include 
the retail sale of television sets or that defendants’ product is so inferior 
that the good will of the plaintiff will be diminished by the confusion. 
Decisions of certain judges of the Second Circuit Court of Appeals ® sup- 
port this contention. For of recent years,® these judges have felt con- 
strained to check the gradual expansion of protection afforded trade marks 
which had culminated in a rule that accepted confusion of source as the 


5. It cannot be said that the Second Circuit as a whole has adopted the view 
suggested. It seems fair to conclude, in fact, that the outcome of many recent trade 
mark appeals in that court has depended on which panel of judges were assigned to 
the case. See Judge Clark’s review of this divergence of opinion and his indictment 
thereof in Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., 2 Cir., 1953, 204 F.2d 
223, 226, 97 USPQ 246, 249 (43 TMR 934), (dissenting opinion). 


6. See especially, Hyde Park Clothes, Inc. v. Hyde Park Fashions, Inc., supra, 
note 5; Federal Telephone & Radio Corp. v. Federal Television Corp., 2 Cir., 1950, 180 
F.2d 250, 84 USPQ 394 (40 TMR 219); S. C. Johnson & Son, Inc. v. Johnson, 2 Cir., 
1949, 175 F.2d 176, 81 USPQ 509 (39 TMR 557), and comments on this narrowing of 
protection in Lunsford, Trade Mark Infringement and Confusion of Source: Need for 
Supreme Court Action, 35 Va. L. Rev. 214, 221-222 (1949); Zlinkoff, Monopoly Versus 
Competition, Significant Trends in Patent, Anti-Trust, Trade Mark, and Unfair Com- 
petition Suits, 53 Yale L.J. 514, 538-541 (1944). 
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only indispensable requisite for maintenance of the action.’ They have 
circumscribed this accepted rule by insisting that where the products of 
the parties are not directly competing, the only interests to be protected 
are the plaintiff’s and that these interests are only two: (1) the interest 
in preventing his reputation from being stained in the minds of his cus- 
tomers, and (2) the interest in preventing the second user from exploit- 
ing a field which the plaintiff himself intends to invade. Protection of 
the first interest, of course, would logically require a showing that the 
defendant’s reputation actually is bad. Yet historically the basis of the 
action has been the idea that the first user of a mark should not be sub- 
jected to the risks and hazards of another’s business. And one should not 
ignore what have traditionally been thought of as additional protectible 
interests in trade marks cases—the interests of the public in being able to 
identify a product or manufacturer with which it has become familiar, see 
1 Nims, supra, § 6, and the interest in promoting fair and ethical adver- 
tising practices. Congress has, in enacting the Lanham Act, declared as 
its first aim the protection of the public ‘‘so that it may be confident that, 
in purchasing a product bearing a particular trade mark which it favorably 
knows, it will get the product which it asks for and wants to get.’’ Sen. 
Rep. No. 1333, 79th Cong., 2d Sess., U. 8. Code Cong. Serv. 1274 (1946). 
Moreover, Congress has in rather plain language created a right of action 
whenever an unauthorized use of a registered mark ‘‘is likely to cause con- 
fusion or mistake or to deceive purchasers as to the source of [sic] origin 
of such goods or services * * *,’’® 

Defendants have cited no cases which suggest that this Circuit has fol- 
lowed this so-called recent ‘‘trend’’. Brown & Bigelow v. B. B. Pen Co., 
8 Cir., 1951, 191 F.2d 939, 91 USPQ 171, (41 TMR 1066) expressly recog- 
nized that likelihood of confusion of source was the only issue to be decided, 
but found such likelihood not to exist. Curtis-Stephens-Embry Co. v. Pro- 
Tek-Toe Skate Top Co., 8 Cir., 1952, 199 F.2d 407, 95 USPQ 130, similarly 
decided only that confusion was not shown. Moreover, the decision in 
Hanson v. Triangle Publications, Inc., 8 Cir., 1947, 163 F.2d 74, 74 USPQ 
280, (37 TMR 645) probably expands rather than restricts the scope of 
protection to be afforded trade marks. Finally, the record here shows that 
the defendants’ business practices are questionable. They offer a LIFE-TIME 
guarantee which upon inspection proves to be only a one-year guarantee 
of the television picture tube and a guarantee to provide service work as 
long as the set is in the possession of the original purchaser. And defend- 
ants could cease doing business tomorrow and the guarantee would be a 
worthless piece of paper. In their advertisements in the newspapers and 





7. This rule, having its inception in Aunt Jemima Mills Co. v. Rigney § Co., 2 Cir., 
1917, 247 F. 407, has become embodied in the Restatement of Torts §§ 711-754, as 
well as being generally followed in federal and modern state decisions. See Note, 66 
Harv. L. Rev. 1094, 1098 (1953). 


8. 15 U.S.C. § 1114 (1948). 
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over the radio, they flamboyantly announce that no down-payment is re- 
quired, but actually obtain one in the majority of purchases by leading their 
customers to a small-loan agency to obtain a loan for that purpose. In 
January of this year, the State of Minnesota instituted an action against 
defendants pursuant to Minnesota Session Laws, 1947, Chapter 587, and 
particularly Section 8, subdivisions 1, 2 and 3 thereof (coded 362.14), to 
restrain them from continuing with certain advertising techniques and 
practices in violation of Section 620.52, Minn. Stat. Ann., 1945. On stipu- 
lation of the parties, a judgment was entered on February 23, 1954, in one 
of the local district courts of this State restraining defendants from using 
in their advertising the unqualified words ‘‘no down payment’’ and ‘‘life- 
time guarantee’’ or ‘‘life-time service guarantee’’ in connection with the 
sale of Life television sets. Since the customers of defendants are potential 
customers of plaintiff, there is a danger of injury to plaintiff’s good will. 
Under any theory, therefore, some relief must be afforded the plaintiff. 

More difficult is the question of the scope of relief to be given in this 
action. The general principle that the relief should be commensurate with 
the infringement shown’ is of little help, for infringements are sometimes 
erude and sometimes subtle. The likelihood of confusion heretofore found, 
for example rests largely upon the direct and intentional imitation by 
defendants of plaintiff’s layouts. Yet the question arises whether the like- 
lihood of confusion will disappear should the defendants be forced only to 
adopt a new lettering style or whether their infringement is too subtle and 
enduring to be so easily obviated. 

Defendants assert that no one can appropriate a common English word 
to its own exclusive use. But it should be recognized that the oft-repeated 
assertion that common words are entitled to a much more restricted pro- 
tection than are arbitrary or coined words, is an accepted generalization 
of fact, but not necessarily an operative proposition of law. Secondary- 
meaning marks may usually be weaker than arbitrary marks, but this is 
a matter of proof and that alone. If the secondary meaning in the com- 
monest term has become powerful enough so that confusion is a likely result 
of anether’s trade mark use of the term, the infringer may be enjoined. 


9. Cases can be found which present facts similar to those in the present case 
but which grant only limited relief. Vogue Co. v. Thompson-Hudson Co., 6 Cir., 1924, 
300 F. 509, held that use of the name VOGUE alone on millinery did not entitle the 
plaintiff, Vogue magazine, to an injunction. But since defendant also used the 
‘*V-girl’’ on its label, the court held that plaintiff was entitled to enjoin such use. 
In Time, Inc. v. Ultem Publications, 2 Cir., 1938, 96 F.2d 164, 37 USPQ 559 (28 TMR 
421), the defendant was publishing a magazine called ‘‘Movie Life’’ and copied the 
plaintiff ’s block letters and color combinations. The court ordered a change in de- 
fendant’s make-up but not a change in its name. In General Motors Corp. v. Circu- 
lators & Devices Mfg. Corp., 8.D. N.Y., 1941, 38 F.Supp. 459, 49 USPQ 555 (32 
TMR 6), plaintiff, manufacturer of FRIGIDAIRE refrigerators, succeeded in enjoining the 
use of ‘‘Frigid’’ and ‘‘Air’’ in combination on electric fans but could not stop use 
of ‘‘Frigid’’ alone because there was no evidence that its use alone had resulted in 
confusion. And in Royal Baking Powder v. Davis, E.D. Mich., 1885, 26 F. 293, since 
the coloring and design of defendant’s label were the basis for finding confusion, 
plaintiff could enjoin only that coloring and design. 
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Landers, Frary & Clark v. Universal Cooler Corp., 2 Cir., 1936, 85 F.2d 46, 
30 USPQ 248 (26 TMR 591). 

Plaintiff asserts that the use of the Lire mark alone on the defendants’ 
product constitutes infringement because public confusion as to the source 
of that product is likely. It places primary reliance, however, upon the 
contention that the public is likely to believe that it sponsors or endorses 
defendants’ product. It points to the fact that as part of its program for 
many years to promote its mark, it distributes to its advertisers for display 
with their products, including television sets, tags and advertising matter 
bearing the legend ‘‘ Advertised in Life.’’ A similar practice by the pub- 
lisher of ‘‘Seventeen’’ magazine has been the basis for decision of Courts 
of Appeal of this and of the Second Circuit that manufacturers of teen-age 
wearing apparel had engaged in unfair competition when they branded 
their products with the name ‘‘Seventeen.’’*® These cases, as well as others 
decided in recent years,'! recognized confusion of sponsorship as a legiti- 
mate basis for the action of unfair competition. There is no good reason 
to assume that that basis would not be accepted by the Court of Appeals 
in this Cireuit today.‘ And although the Eighth Cireuit case of Hanson 
v. Triangle Publications, Inc.,’* might be distinguished on the ground that 
Seventeen magazine purported to be an authority on fashions and therefore 
might seem to be an endorser of the product of its advertisers, while LIFE 


10. See Triangle Publications v. Rohrlich, 2 Cir., 1948, 167 F.2d 969, 77 USPQ 
196 (38 TMR 516); Hanson v. Triangle Publications, Inc., 8 Cir., 1947, 163 F.2d 74, 
74 USPQ 280 (37 TMR 645), cert. denied, 1948, 332 U.S. 855, 76 USPQ 621. Both 
these decisions were decided on the theory of unfair competition because the applicable 
trade mark law was the Act of 1905, where the goods of the parties were required to 
be of the ‘‘same descriptive properties.’’ Since the 1946 Act requires that the unau- 
thorized use result in ‘‘confusion of source or origin’’ and does not mention confusion 
of sponsorship, these cases would presumably be decided on the same theory today. 


11. See Vogue Co. v. Thompson-Hudson Co., 6 Cir., 1924, 300 F. 509; Radio Corp. 
of America v. R.C.A. Rubber Co., N.D. Ohio, 1953, 114 F. Supp. 162, 97 USPQ 534 
(43 TMR 1151); Esquire, Inc. v. Maira, M.D. Pa., 1951, 101 F.Supp. 398, 91 USPQ 
318 (42 TMR 44); Esquire, Inc. v. Esquire Bar, 8.D. Fla., 1941, 37 F.Supp. 875, 49 
USPQ 592; Copacabana, Inc. v. Breslauer, Comm’r Patents, 1954, 101 USPQ 467 (44 
TMR 987). 


12. The general view is that the issue of unfair competition is a matter of local 
law to be decided according to state authorities regardless of the jurisdictional founda- 
tion of the action. See Note, 37 Minn. L. Rev. 268, 274 (1953). Since Hanson v. 
Triangle Publications, Inc., supra, note 10, did not decide the choice-of-law issue, it 
might be contended that the law of Minnesota does not recognize confusion of spon- 
sorship as a basis for the action and that the Hanson case is therefore not controlling. 
However, Landstrom v. Thorpe, 8 Cir., 1951, 189 F.2d 46, 89 USPQ 291, involving 
unfair competition through disparagement of a rival’s goods seems to be a holding 
that federal law governs the unfair competition issue when jurisdiction is dependent 
upon 28 U.S.C. § 1338(b) rather than diversity. And although the Minnesota court 
in Howards Clothes, Inc. v. Howard Clothes Corp., 236 Minn. 291, 52 N.W.2d 753, 93 
USPQ 107, 109 (41 TMR 575) (1952), has observed that a requirement of the action 
for unfair competition is public conviction that it ‘‘is getting the plaintiff’s product 
when (it) is in fact getting that of the defendant,’’ this Court does not think that 
Minnesota has rejected the confusion-of-sponsorship test. 


13. 163 F.2d 74, 74 USPQ 280 (37 TMR 645), cert. denied, 1948, 332 U.S. 855, 
76 USPQ 621. 
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is not..* The decision in that case seems to rest on broader grounds. Al- 
though the trial court in that case had rested its decision on the ground 
that the public was likely to think plaintiff had approved of the defend- 
ant’s dresses, the basis of the Appellate Court’s reasoning is that (1) the 
parties were in competition since the plaintiff distributed its tags in order 
to identify and promote the sale of dresses and the defendant used the Sev- 
enteen label for the same purpose, and (2) the defendant’s deliberate 
attempt to get a free ride on the good-will of the plaintiff in itself justified 
an injunction. There is insufficient distinction between the Hanson case 
and the present factual situation to warrant a lower court in refusing to 
follow its reasoning.*® 

The confusion of source here must be appraised and the rights of the 
parties determined in light of the particular facts. Here, we do not have 
an honest mistake by a well-intending concern in adopting a trade mark of 
another. Here, the infringement was not fortuitous, but a designed attempt 
to capitalize in the television field upon the publicity and prestige attained 
by LIFE magazine in the communication field. Defendants’ television busi- 
ness was designed and devoted to hitch-hiking on the good name of LIFE 
and to borrow its good-will. In determining, therefore, the relief which 
should be granted a prevailing plaintiff in cases like the present, any doubts 
as to the adequacy of the proposed remedy are resolved against the trans- 
gressor. See Champion Spark Plug Co. v. Sanders, 1947, 331 U.S. 125, 130, 
73 USPQ 133, 136 (37 TMR 233) ; Warner & Co. v. Lilly & Co., 1924, 265 
U.S. 526; 3 Callmann, supra, § 85.1(6) ; 2 Nims, supra, § 373d. 

Even though it be assumed that the use of the word Lire alone, with- 
out simulating the format of plaintiff’s trade mark, would be permissible, it 
is extremely doubtful whether, since defendants have been practicing their 
fraud and deceit for over a year, the harm has not been irreparably con- 
summated. As an example, the evidence disclosed that one of the retailers 
in the Twin Cities displaying television sets nationally advertised in LIFE 
magazine, refused to permit the labels ‘‘ Advertised in Lire’’ to be dis- 
played on the merchandise for fear the public would assume that the prod- 
uct displayed had some connection with defendants’ Life Television sets. 
It is extremely unlikely, therefore, that a mere alteration in defendants’ 
layouts ** would obviate the present public impression, which defendants 


14. The evidence introduced at trial does not suggest that the ‘‘ Advertised in 
Lire’’ tags show approval of the products with which they are displayed, but serve 
only to identify articles which have been ‘‘presold’’ by appearing in plaintiff’s maga- 
zine. However, this function is the same as that relied upon by the court in the Hanson 
case. 


15. Defendants attempt to distinguish the Hanson case on the further ground 
that it involved a mark found by the court to be arbitrary and fanciful. That there 
is no dependable distinction between arbitrary or fanciful and secondary-meaning 
marks seems quite evident. 


16. Defendants also suggest that they are willing to add to their name an ex- 
planatory phrase indicating that their businesses have ‘‘no connection with any of the 
innumerable companies which use the name of LiFe.’’ Without doubt, this is the 
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knowingly created, that there is a connection between their business and 
the business of plaintiff. And since defendants by their past conduct and 
past business practices have produced confusion which, if permitted to con- 
tinue, will irreparably diminish plaintiff’s good-will, the Court is justified 
in granting relief much broader than it might have, had the infringement 
been an innocent one. There is no substance to defendants’ contention that 
the character of the advertising and the claims made by advertisers in LIFE 
magazine reflect adversely upon the reputation of plaintiff so that defend- 
ants’ infringement and business methods could not seriously impair plain- 
tiff’s reputation. In so concluding, this Court does not necessarily approve 
of the flamboyant claims commonly made by advertisers in current maga- 
zines. But LIFE magazine in that regard compares favorably with the mores 
of the magazines currently found in the American household. 

It follows from the foregoing that plaintiff is entitled to an injunction 
enjoining the defendants from any trade mark use of the marks LIFE and 
TIME, or any simulation thereof, together with its costs and disbursements. 
A proposed decree may be presented by the plaintiff upon ten days’ notice. 

An exception is allowed. 





AMERICAN VISUALS CORPORATION v. HOLLAND et al. 
No. 93-378-D.C.S.N.Y. — August 5, 1954 


CoPYRIGHTS 
On a motion for preliminary injunction plaintiff seeks to restrain defendants 


from publishing or selling book entitled ‘‘It Can’t Happen to Us’’ on the ground 
that it infringes plaintiff’s registered copyright on its book entitled ‘‘ Killer in 
the Streets,’’ it appearing that both books are composed of drawings and captions 
in comic-book style of the dangers and hazards of poor and reckless driving of 
automobiles, both pamphlets being designed for distribution by organizations in- 
terested in promoting careful driving. 

The motion is denied since it is well settled that copyright does not extend 
to an idea, but only to the execution and development of an idea and an examina- 
tion of the books shows that while the defendants’ ideas are similar, most of the 
scenes depicted are typical of the dangers of careless or reckless driving and are 
not copies of plaintiff’s scenes. The art work and composition are different. 

It also appears there is a question of fact to be determined as to whether 
the defendants, previously employed by plaintiff, have engaged in unfair compe- 
tition and conspiracies to breach the duties which they owed to their former 
employees. These disputed questions of fact may only be determined upon a trial 
of the issues and, therefore, the motion for preliminary injunction is denied. 


Action by American Visuals Corporation v. Frederick A. Holland and 
Sam Schwartz for copyright infringement, unfair competition, and breach 
of contract. Plaintiff moves for preliminary injunction. Motion denied. 
Socolow, Stein & Seton, of New York, N. Y. for plaintiff. 


remedy ordered in many cases, especially those which involve defendant’s use of his 
own family name. Yet the use of such phrases is largely an ineffective compromise, 
2 Nims, supra, § 336f, and in any event is often rejected in cases of intentional decep- 


tion. Id. § 373d. 
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Mallin & Gross (Armand E. Lackenbach and Burton Perlman of counsel), 
of New York, N. Y. for defendants. 


Dawson, District Judge. 


This is a motion to restrain defendants from publishing, selling, mar- 
keting, or otherwise disposing of copies of a pamphlet or book entitled ‘‘It 
Can’t Happen To Us’’, and to require that defendants impound all copies 
of said pamphlet or book in their possession or under their control. 


The complaint alleges five causes of action: The first and second 
causes of action allege, as against the two defendants, respectively, infringe- 
ment of a registered copyright. The third and fourth causes of action 
allege, as against the two defendants, respectively, that the act of pub- 
lishing and vending the book in question constituted ‘‘unfair competition’”’. 
the fifth cause of action, which is alleged against both defendants, alleges 
that the defendants had been in the employ of the plaintiff, and that by 
reason of the nature of their employment, and the matters upon which 
they worked, the publication of the book by them, after they left their 
employment, constituted a violation of a duty owed by them to the plain- 
tiff. 

The complaint has annexed to it the book or pamphlet, which is alleged 
to have been copyrighted, entitled ‘‘ Killer In The Streets’’, and also the 
book or pamphlet which is alleged to be an infringement, entitled ‘‘It 
Can’t Happen To Us’’. Each of the books is composed of drawings and 
captions in what is sometimes called ‘‘comie book’’ style. The episodes 
in each of them show the results of poor or reckless driving of automobiles. 
Kach of the books is designed for distribution by organizations interested 
in promoting careful driving of automobiles. 


It is well settled that copyright does not extend to an idea, but only 
to the execution or development of the idea. Holmes v. Hurst, 174 U.S. 
82 (1898) ; Nichols v. Universal Pictures Corp., 45 F.2d 119, 7 USPQ 84 
(C.A. 2, 1930), cert. den. 282 U.S. 902 (1931) ; Guthrie v. Curlett, 36 F.2d 
694, 4 USPQ 1 (C.A. 2, 1929). 

An examination of these two books or pamphlets does not sufficiently 
indicate that the execution of the basic idea in the first book has been 
plagiarized in the other. A pictorial representation of the dangers of 
careless or reckless driving is not, in and of itself, a subject for copyright. 
Likewise, there are certain obvious situations which would be pointed up 
in any such book as typical of the dangers arising from careless or reckless 
driving, such as speeding, passing another car on a hill, backing up without 
observing what might be in the rear, ete. The fact that certain episodes 
are used which are typical of the dangers of careless or reckless driving is 
not, in and of itself, sufficient to indicate in a motion for preliminary 
injunction that the book in question was an infringement of the copyrighted 
book. See London vy. Biograph Co., 231 F. 696 (C.A. 2, 1916). 
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The treatment of the episodes in the second book is different. The 
art work is different. The composition is different. It thus does not appear 
that there is sufficient similarity in the execution of the work to justify the 
Court in reaching the conclusion on this motion for a preliminary injunc- 
tion that the registered copyright has been infringed. 

However, the plaintiff alleges that the defendants had been its em- 
ployees, that they got the basic ideas for the book as a result of such 
employment, that they were the ones who developed the original book and 
were in charge of selling it for the plaintiff, and that after they left their 
employment with the plaintiff, they then undertook the preparation of 
the second book, and have been engaged in selling it. The plaintiff alleges 
that this sequence of events indicates unfair competition and a conspiracy 
to breach duties which they owed to their former employer. The terms 
and responsibilities of defendants’ employment by the plaintiff, the cir- 
eumstances of their leaving such employment, and of the publication of 
the second book present disputed questions of fact which cannot be decided 
on this motion and could only be decided at a trial. Furthermore, defend- 
ants urge that the book published by plaintiff has never actually been put 
into circulation in anything other than a technical sense, and that, there- 
fore, there is no irreparable injury to the plaintiff arising from the publica- 
tion of the second book. This again is a question of fact which cannot be 
determined upon this motion. It may be that the plaintiff will be able to 
succeed at a trial in establishing its cause of action, but the determination 
of this question must await a trial. 

Motion denied. 





FRASER v. SINGER 
No. 18664 — Ga. Sup. Ct. — September 13, 1954 


Unralik COMPETITION—BASIS OF RELIEF—IN GENERAL 

Suit is for trade-mark infringement seeking an injunction against defendant’s 
use of a trade name containing the name casuAL. It appearing that plaintiff 
has used and advertised his ladies’ sportswear shop as CASUAL CORNER and that 
the term has come to be recognized by the public in the Atlanta area as indicating 
his business and that defendant, operator of a similar ladies’ sportswear shop, 
has used the term THE CASUAL SHOP which, following written protests from plain- 
tiff, was changed to SINGER’S CASUAL SHOP. Defendant demurred and the demurrers 
were sustained and the petition dismissed which on appeal was affirmed on the 
ground that the adjective ‘‘casual’’ is a descriptive word incapable of exclusive 
appropriation and while capable through long continuous use to come to indicate 
plaintiff ’s business, the trade name SINGER’S CASUAL SHOP is not so similar as to 
be confusing or misleading to the public. 


Petition for unfair competition; from judgment sustaining demurrers, 
plaintiff appeals. Affirmed. 
Before DuckwortH, Chief Justice, and ATKINSON, Wyatt, Heap, 
CANDLER, HAWKINS and ALMAND, Justices. 
DucKkwortH, Chief Justice. 
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1. The adjective ‘‘casual,’’ a descriptive word, is not such a werd 
that may be exclusively appropriated as a trade name by a trader. 52 
Am. Jur. §§ 54-57, pp. 540-543. 

2. While the words ‘‘casual corner’’ may through long use in con- 
nection with the petitioner’s business come to be understood by the 
public as designating the business of the petitioner, nevertheless the 
trade name SINGER’S CASUAL SHOP is not so similar as to be such a color- 
able imitation of CASUAL CORNER as would be confusing or misleading to 
the public, in the exercise of ordinary care, such as would cause reason- 
able and cautious persons to believe it was in any way connected with 
the petitioner’s business and create unfair competition thereby. Hence, 
the court did not err in sustaining the general demurrers to the petition, 
as amended, and in dismissing the same. See Industrial Investment Co. 
v. Mitchell, 164 Ga. 437, 138 S.E. 908; First Federal Sav. & Loan Assn. 
v. First Finance & Thrift Corp., 207 Ga. 695, 64 S.E.2d 58. 

Judgment affirmed. All the Justices concur. 


This is a case involving alleged trade name infringement in which the 
petitioner prays for an injunction against the defendant’s use of a trade 
name containing the word casuAL, the allegations, in substance, being 
that the petitioner has used and advertised in his business, a ladies’ 
sportswear shop in the Buckhead area of Atlanta, for the past two years 
the word ‘‘casual’’ in his trade name CASUAL CORNER and that the names 
CASUAL CORNER Or CASUAL SHOP have come to be recognized by the 
public in the Atlanta Metropolitan area as the name of his business; 
that the defendant had begun to advertise his business, which is also a 
ladies’ sportswear shop similar to the petitioner’s, as THE CASUAL SHOP 
but after a written complaint from him changed it to SINGER’s CASUAL 
SHOP; that the similarity of his trade name and that of the defendant 
constitutes an unfair trade practice in that it would be confusing and 
misleading and is confusing and misleading to the public; that the selec- 
tion of casuAL sHoP by the defendant is for the fraudulent, illegal and 
unfair purpose of capitalizing and reaping the benefits of the adver- 
tising, reputation, goodwill, and trade name of the petitioner; and that 
he will be irreparably injured unless the defendant be enjoined from 
using a trade name so similar to his as to be confusing and misleading 
to the public. 

General and special demurrers were filed to the petition and after 
amendments were filed thereto, renewed and additional demurrers were 
filed to the petition as thus amended. The court sustained the renewed 
general demurrers and dismissed the petition, as amended, and the ex- 
ception here is to that judgment. 


SS 
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PANAVIEW DOOR & WINDOW CO. v. VAN NESS et al. 
No. 16767-PH.-D.C. §.D. Calif., Central Div. — September 24, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Motion by defendant to dismiss complaint in unfair competition action on the 
ground that the court lacks jurisdiction since jurisdiction is alleged solely on 
the basis of the Lanham Act giving the court jurisdiction in unfair competition 
cases where the operations are alleged to be in Interstate Commerce. This allega- 
tion is insufficient where there is no diversity of citizenship nor allegations as to 
trade-marks or trade-names registered or unregistered set forth in the complaint 

and therefore the motion to dismiss is granted. 


Action by Panaview Door & Window Co. v. Fred Van Ness, Beatrice 
H. Van Ness, Sun Valley Sliding Door Company and Van Ness Louvre 
Company for unfair competition. Defendants move to dismiss complaint. 
Motion granted. 
Thomas P. Mahoney, of Los Angeles, California for plaintiff. 
David Mellinkoff, of Beverly Hills, California for defendants. 


Hau, District Judge. 

The complaint after amendments, as it now stands on the Motion to 
Dismiss, is a complaint for damages for unfair competition. There is no 
diversity of citizenship alleged (28 U.S.C. 1332). There is neither trade 
mark nor trade name, either registered or unregistered, asserted; and 
neither a copyright nor a patent is involved (15 U.S.C. 1051-1127). 

The sole jurisdictional peg upon which plaintiff hangs its hat is the 
claim that, absent all of the above-mentioned elements, the Lanham Act 
(15 U.S.C. 1051-1127) gives this court jurisdiction of unfair competition 
cases if the operations are alleged to be in interstate commerce. 

Plaintiff’s position is grounded upon three Ninth Circuit cases, i.e., 
Stauffer v. Exley, 184 F.2d 962, 87 USPQ 40 (40 TMR 960) (1950), 
Pagliero v. Wallace China Co., 198 F.2d 339, 95 USPQ 45 (42 TMR 839) 
(1952), and Ross-Whitney Corp. v. Smith, Kline & French Lab., 207 F.2d 
190, 99 USPQ 1 (44 TMR 274) (1953). 

The position of plaintiff is best summed up in the quotation from the 
Ross-Whitney case, supra, at page 193, 99 USPQ at page 4, as follows: 

‘Furthermore, this court recently held in Stauffer v. Exley, 9 Cir., 

1950, 184 F.2d 962, 87 USPQ 40, that the District Court has original 

jurisdiction over causes alleging unfair competition where the acts 

complained of affect interstate commerce even in the absence of diver- 
sity of citizenship of the parties and jurisdictional amount and where 
there is no substantial and related claim under the federal trade mark 

laws. Citing 15 U.S.C.A. § 1126 (b), (h) and (i).”’ 

The foregoing is a very broad statement, as are similar statements in 
the Pagliero v. Wallace China Co., and Stauffer v. Exley cases, supra. The 
three foregoing cases are contrary to the conclusions reached by the Second 
Circuit in American Auto Association v. Spiegel, 205 F.2d 771, 98 USPQ 1 
(43 TMR 1070) (1953) (Cert. den. 346 U.S. 887, 99 USPQ 490), and by 
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the Third Circuit in the case of L’Aiglon Apparel, etc. v. Lobell, July 3, 
1954, 214 F.2d 649, 102 USPQ 94. 

If the matter were before me initially, I would follow the reasoning of 
the Second and Third Circuits as I think it is more sound than the expres- 
sions of the Ninth Circuit in the three cases first above-mentioned. How- 
ever, it is my duty to follow the decisions of the Ninth Circuit. Thus the 
Stauffer, Pagliero and Ross-Whitney cases, supra, except insofar as they 
are distinguishable, must govern the action of this court until the conflict 
between the Circuits is resolved by decisions of the Supreme Court, or 
otherwise. 

In an examination of those three cases, it does not appear that state- 
ments to the effect of that hereinbefore quoted from the Ross-Whitney 
case, supra, were necessary to the decision of any one of the three of them, 
and are, therefore, dicta. In the Stauffer case, there was no diversity, but 
there was an unregistered trade name; in the Pagliero case, there was no 
diversity, but words in description of the product were used which the 
Court said were, ‘‘* * * in effect, trade mark uses’’—-198 F.2d at 344, 
95 USPQ at 49; in the Ross-Whitney case, there was both diversity and an 
unregistered trade mark. Hence there was in each of them an independent 
ground for jurisdiction as to trade name or trade mark, under 15 U.S.C. 
1136(g), (b) and (i), and under 28 U.S.C. 1332, as to the diversity 
involved in the Ross-Whitney case. 

Plaintiff also relies upon the case of Haeger Potteries, Inc. v. Gilner 
Potteries, No. 16391-WM, of this Court ( F.Supp. ——, 102 USPQ 
106) wherein an opinion was handed down by Judge Mathes. But in that 
ease, there was diversity. In the opinion in that case Judge Mathes dis- 
tinguished the Stauffer and Pagliero cases, supra, in the following language, 
with which I agree, 102 USPQ at 109: 

‘It seems proper nonetheless to construe the holdings as being 
only as broad as necessary to sustain federal jurisdiction in those par- 
ticular cases, both of which as stated before involved unregistered 
‘trade names’ within the meaning of the Lanham Act. [See: 15 U.S.C. 
§§ 1126, 1127, 1114-1125; ef. Stauffer v. Exley, supra, 184 F.2d at 
963-964, 87 USPQ at 41-42; Chamberlain v. Columbia Pictures Corp., 
supra, 186 F.2d at 924, 89 USPQ at 8; * * * Sunbeam Furniture Corp. 
v. Sunbeam Corp., supra, 191 F.2d at 145, 90 USPQ at 45-46 (41 TMR 
818) ; Pagliero v. Wallace China Co., supra, 198 F.2d at 341, 95 USPQ 
at 47; Ross-Whitney Corp. v. Smith Kline & French Lab., 207 F.2d 
190, 193-194, 99 USPQ 1, 3-4 (9th Cir. 1953) ; and see seriatim: Hear- 
ings on H.R. 9041, 75th Cong., 3d Sess. 195 (1938) ; Hearings on H.R. 
4744, 76th Cong., Ist Sess. 164, 169-171 (1939) ; Diggins, Federal and 
State Regulations of Trade Marks, 14 Law & Contemp. Prob. 200 
(1949) ; Lunsford, Trade Marks and Unfair Competition, 40 Trade 
Mark Rep. 169, 179 (1950); 64 Harv. L. Rev. 1209 (1951); Note, 
Federal Jurisdiction over Unfair Competition, 37 Minn. L. Rev. 268, 
278 (1953) ; Note, Trade Marks, Unfair Competition, and the Courts, 


66 Harv. L. Rev. 1094, 1101 (1953); 22 Geo. Wash. L. Rev. 367 
(1954).]”? 
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The complaint thus fails to show jurisdiction, and the Motion to Dis- 
miss will be granted without leave to amend upon the signing of an order 
and judgment to that effect, which the defendant is directed to prepare and 
submit under the Rules. 





HERSHEY CHOCOLATE CORPORATION v. 
HERSHEY BEVERAGE CORPORATION 


No. 5350 — D.C.N.D., N. Y. — December 9, 1954 


CouRTS—PLEADING AND PRACTICE—MOTIONS 

In suit for alleged infringement of trademark and trade name and for unfair 
competition, defendant moves for summary judgment, but the case cannot be 
decided on affidavits which assert laches and a superior and prior right by defendant 
to the use of its name, since relief sought by defendant is so drastic as to preclude 
the findings necessary unless such defenses are established beyond the slightest 
doubt. Issues such as these are genuine ones as to material facts, which should 
be determined only after a trial. 

Action by Hershey Chocolate Corporation v. Hershey Beverage Cor- 
poration for trademark infringement and unfair competition. Defendant 
moves for summary judgment. Motion dismissed. 

Whalen, McNamee, Creble & Nichols, of Albany, New York and John 

Dashiell Myers, of Philadelphia, Pennsylvania of counsel for plaintiff. 
Spira & Hershkowitz, of Schenectady, New York for defendant. 

JamMEs T. Fouey, D. J. 


MEMORANDUM-DECISION AND ORDER 


The defendant corporation, without reference in its notice of motion 
to a particular rule of Federal Rules of Civil Procedure, moves to dismiss 
the complaint upon four stated grounds. The suit is one for alleged 
infringement of trade-marks and trade names and for unfair competition. 

On the question of jurisdiction, there is at least substantial basis for 
the assumption of jurisdiction under diversity of citizenship of the parties 
and the allegation of damage to good will involving a claimed amount far 
in excess of the sum of Three Thousand Dollars. (28 U.S.C. 1332(a)(1).) 
That such jurisdictional basis is sufficient in any event is made clear in 
Admiral Corp. v. Penco, Inc., 2 Cir., 203 F(2d) 517, 520 (43 TMR 616), 
which authority also answers the other jurisdictional challenges of thie 
defendant. Further, the allegation of jurisdiction by the plaintiff under 
28 U.S.C. 1338 is not challenged in any respect. 

It is true that the Court of Appeals, Second Circuit, has not vet 
decided whether the Lanham Act creates a new federal right against 
‘unfair competition.’’ Charles D. Briddell Inc. v. Alglobe Trading Corp., 
194 F (2d) 416, 421 (42 TMR 207) ; Dad’s Root Beer Co. v. Doc’s Beverages, 
2 Cir., 193 F(2d) 77 (42 TMR 37).; compare Stauffer et al. v. Ezley, 9 Cir., 
184 F(2d) 962 (40 TMR 960) ; In re Lyndale Farm, (U. 8. Court of Cus- 
toms & Patent Appeals), 186 F(2d) 723 (41 TMR 244). However, a 
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statement in Pagliero et al. v. Wallace China Co. Ltd., 9 Cir., 198 F (2d) 
339, 341 (42 TMR 839), is good reasoning in a situation where jurisdiction 
under the Lanham Act alone is claimed which, of course, is not the circum- 
stance here: ‘‘If the complaint raises a substantial claim of federal right 
under the Lanham Act the District Courts have jurisdiction of the case 
notwithstanding it may ultimately be found that the alleged right was not 
created by the Act.’’ 

There is no question in my mind that the issues of laches, and a 
superior and prior right by the defendant to the use of its name in its trade 
should not be decided in a summary manner by motion, but should await 
a trial of such issues. In the case cited by the defendant in support of its 
contention of laches, decision was made after trial on the merits. Dwinnell- 
Wright Co. v. White House Milk, 44 F.Supp. 423 (32 TMR 102). Summary 
judgment is frowned upon in this Circuit where credibility is an issue. 
Colby v. Clune, 2 Cir., 178 F(2d) 872, and a satisfactory determination of 
trade-mark disputes by a motion for summary judgment is not usual. 
Marcus Breier Sons, Inc. v. Marvlo Fabrics, Inc., 2 Cir., 173 F(2d) 29 
(39 TMR 312). 

On both these issues, the affidavit furnished by the defendant would 
not support the drastic finding necessary that as a matter of law such 
defenses are established beyond the slightest doubt. In my judgment, such 
issues are genuine ones as to material facts. 

The motion is denied and dismissed in its entirety, and it is so ordered. 


ARTYPE, INCORPORATED v. ZAPPULLA, doing business as 
ART-TYPE SERVICE 


No. 63-338 — D.C.,$.D. New York — December 22, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MARK AcT OF 1946—REGISTRABILITY—GENERIC TERMS 
As applied to type composition services, ART-TYPE is descriptive and generic. 
As applied to transparent acetate sheet containing samples of letters, numbers 
and symbols, ARTYPE is descriptive and generic. 
TRADE-MARK AcT or 1946—NaTURE OF RIGHTS 
Registration confers no substantive rights beyond common law ones, but 
merely accords jurisdictional and procedural advantages to the registrant. 
TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Descriptive and generic terms cannot be encircled and excised from the market 
place for monopoly of one party. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
In order to show acquisition of trade name in common word, party has burden 
of establishing special significance or secondary meaning through adoption and use 
of designation in association with its goods. 
REMEDIES—UNFAIR COMPETITION—ScCOPE OF RELIEF—INJUNCTION 
Stronger prima facie case must be presented by applicant seeking preliminary 
injunction in advance of trial than for similar relief after trial. 
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REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Plaintiff has burden of proof to show that defendant’s services or business 
is likely to be regarded by prospective purchasers as associated with source iden- 
tified by name used by plaintiff; in reaching this result, triviality of defendant’s 
interference with whatever interest plaintiff may have in its name should not be 
ignored. 

Action by Artype, Incorporated, v. Joseph Zappulla, doing business 
as Art-Type Service, for trademark infringement and unfair competition. 
Complaint dismissed. : 

Edmund F. Lamb, of New York, N. Y. and I. Irving Silverman, of Chicago, 

Illinois, for plaintiff. 

Rosario Ingargiola, for defendant. 
Murpny, District Judge. 

In this action for trade mark infringement and unfair competition, 
jurisdiction is predicated upon the diverse citizenship of plaintiff, an 
Illinois corporation, and defendant, a New York resident doing business 
within this judicial district together with allegations that more than $3,000 
exclusive of costs is involved, as well as upon violations of the Act of 
July 5, 1946, 60 Stat. 427, 15 U.S.C.A. ¢. 22. Plaintiff seeks (1) adjudica- 
tion of the validity of its registered mark AaRTYPE, (2) injunction restrain- 
ing defendant from using an imitative mark in connection with goods or 
services of the class involving ‘‘transparent self-adhering sheets having 
indicia thereon,’’ and from unfairly competing with plaintiff, (3) destruc- 
tion of colorable imitations of plaintiff’s mark, and (4) costs. At trial 
plaintiff has waived damages. 

The substance of the complaint is that defendant’s doing business 
under the name ART-TYPE SERVICE infringes plaintiff’s registered trade 
mark ARTYPE and constitutes unfair competition. Plaintiff makes a trans- 
parent acetate sheet containing some 800 different samples of letters of the 
alphabet, numbers and various symbols in different sizes and types. Plain- 
tiff undertakes to offer virtually all possible forms of words, letters, 
diagrams and signs that might be used by an artist preparing an advertis- 
ing layout. The artist using plaintiff’s product cuts the desired letter or 
symbol from this transparent acetate sheet and pastes it to the layout he 
is preparing. This operation is facilitated by the adhesive quality of the 
back of the acetate sheet. When the layout is complete with such letters 
and symbols, and whatever original work the artist may add, it may then 
be photographed preparatory to photo-offset printing, electroplating, news- 
paper printing or other reproduction. 

Plaintiff has many customers in New York City and throughout the 
country, principally ultimate consumers such as General Electric, Westing- 
house and Remington-Rand who prepare their own layouts. In ordering 
plaintiff’s merchandise some of these customers spell the name of plaintiff’s 
product in a variety of ways, such as Artype or Arttype or Art Type. 

Defendant, who sells no merchandise, has been supplying a service for 
the past five years under the business name Art-Type Service. With two 








at 


Ragone 


PFS HNL 


SJE ICL LRA IIE NTE AOA 0 


FES oy SAMOS? 


Vol. 45 T. M. R. ARTYPE, INCORPORATED v. ZAPPULLA 193 


typing machines, called Varitype, defendant is able to supply compositions 
in a variety of type and language suitable for various publications and 
ready for offset printing, photographic and other reproduction. Defend- 
ant’s service competes primarily with more expensive linotype composi- 
tion. These machines differ from ordinary typewriters in that their type 
is removable and may be varied by sizes from 6 to 12-point, and also by 
the fact that a right-hand margin may be produced with the same vertical 
precision as the left-hand one. Occasionally when letters and symbols are 
sought by customers that cannot be thus varityped, defendant pastes on 
the composition letters and symbols supplied by Fototype. Fototype, a 
competitor of plaintiff, sells in the open market similar merchandise, differ- 
ent primarily in that its letters and symbols are printed on thick paper 
instead of transparent acetate, and are supplied in a pad instead of by 
sheets. Defendant conducts his business in a one-room office rented at $50 
per month, has no assistants and has realized less than $2,000 a year in- 
cluding salary for himself, for the entire period in business under the 
Art-Type name. 

There is no evidence in this case of any intent on defendant’s part to 
pass off his services as originating with plaintiff. Indeed plaintiff is not 
listed in the usual directories in this area under its business name but 
rather sells its products in this locale through an exclusive distributor, 
Trans-Art, Inc. The only evidence of likelihood of confusion comes from 
the mouth of defendant himself who acknowledges an occasional telephone 
eall from persons seeking plaintiff’s product and finding no listing for 
plaintiff have consulted defendant. Defendant in every instance directed 
the inquirers to Trans-Art. As a matter of fact, defendant’s varitype 
service has affixed no mark or name and could not be confused with plain- 
tiff’s product by any prospective customers. Indeed, plaintiff’s business 
has increased in this area while defendant’s volume has continued on a 
trivial plateau. There is no showing that among prospective purchasers 
of advertising and other layouts, the origin of defendant’s service would 
probably be confused with that of plaintiff’s merchandise. 

In selecting Art-Type as a business name, defendant has denominated 
its service by an adjective that is certainly not arbitrary or distinctive, 
and appears more than merely suggestive. ‘‘ Art’’ has a Webster dictionary 
definition as an adjective, ‘‘Designed to produce an artistic effect, or for 
decorative purposes; as art pottery, art needlework, art china.’ This is 
the second definition, but the first one offered is substantially in accord. 
The second component of the name, ‘‘Type,’’ is of course literally used. 
Applied to the composition of type in the service supplied by defendant, 
the term, ART-TYPE, is not only descriptive but actually generic. The name 
not only indicates the functional characteristics of the service to be sup- 
plied, but indeed stakes out the nature of class of composition work that is 


1. New International Dictionary, (2d ed. Unabridged 1950) p. 155, col. 2. 
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to be performed.” Concededly, plaintiff has validly registered as a trade 
mark the single word ARTYPE with elision of one letter. Applied to the 
merchandise sold by plaintiff, the single word is no less descriptive and 
generic than the hyphenated compound used by defendant to denominate 
its service. 

Compounding the words, and dropping the letter ‘‘t,’’* does not render 
the word suggestive in the sense that ‘‘the imaginativeness involved in the 
suggestion * * * is so remote and subtle that it is fanciful and not needed 
by other merchants of similar goods.’’* Since registration confers no sub- 
stantive rights beyond common law ones but merely accords jurisdictional 
and procedural advantages to the registrant, we think the rule settled that 
such descriptive and generic term cannot be encircled and excised from 
the market place for the monopoly of the plaintiff.° Accordingly, the relief 
sought by plaintiff to have AaRTYPE adjudicated as a valid trade mark must 
be denied. 

Apart from any proof of fraud, plaintiff might still prevail if it can 
establish acquisition of trade name in the word artyPe. To do so, plaintiff 
has the burden of establishing special significance or secondary meaning 
through adoption and use of the designation in association with its goods.° 
To establish such trade name, ‘‘the plaintiff must show more than a subor- 
dinate meaning which applies to it. It must show that the primary signifi- 
cance of the term in the minds of the consuming public is not the product 
but the producer.’ ‘‘Whether or not a designation has acquired this 
special significance is a question of fact in each ecase.’"* As such question 
we find that plaintiff has not sustained its burden of proof in this respect 
by a fair preponderance of the evidence. 

In disposition of a previous application by plaintiff in this court, one 
for a preliminary injunction, another Judge in refusing relief observed: 
‘‘However, defendant does not use the name ART-TYPE in connection with 
any goods. In fact, defendant dves not sell plaintiff’s product or any other 
product. Unlike plaintiff, he only provides services. He deals only in 
type-setting with varityper for offset printing by others. It is not suffi- 
ciently clear, on the record, that persons in the trade are likely to be con- 
fused and take the name of defendant’s shop as a representation that he 
deals in services involving ARTYPE.’” 

2. Cf. Speaker v. Shaler, 7 Cir., 87 F.2d 986, 987, 33 USPQ 310, 312 (27 TMR 
wrte Wornova Mfg. Co., Inc. v. McCawley § Co., Inc., 2 Cir., 11 F.2d 465 (wor- 
NOVA); Mirrorlike Mfg. Co., Inc. v. Devoe & Raynolds Co., Inc., D.C.S.D.N.Y., 3 F.2d 
846, affirmed, 2 Cir., 3 F.2d 847 (MIRROLIKE); Feil v. American Serum Co., D.C.N.D. 
Iowa (W.D.), 6 F.2d 643 (WoRMIX). 

4. 3 Restatement, Torts § 721, comment a (1938). Cf. Douglas Laboratories Corp. 
v. Copper Tan, 2 Cir., 210 F.2d 453, 456, 100 USPQ 237, 238 (44 TMR 657). 

5. Standard Paint Co. v. Trinidad Asphalt Manufacturing Co., 220 U.S. 446. 

6. 3 Restatement, Torts § 716 (1938). 

7. Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118, 39 USPQ 296, 299 
(28 TMR 569). 


8. Restatement, Torts § 716, comment b (1938). 
9. Artype, Inc. v. Zappulla, Civ. No. 63338 (November 16, 1951). 
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This characterization of the record is equally appropriate after trial.’° 
And while it is true that a stronger prima facie case must be presented by 
an applicant seeking preliminary injunction in advance of trial than for 
similar relief after trial,’* it cannot be asserted that plaintiff has sustained 
the requisite burden of proof that defendant’s services or business is likely 
to be.regarded by prospective purchasers as associated with the source 
identified by the name used by plaintiff..* In reaching this result, the 
triviality of defendant’s interference with whatever interest plaintiff may 
have in its name should not be ignored.** Accordingly, plaintiff’s com- 
plaint must be dismissed. 

Judgment accordingly. 


JESSAR MANUFACTURING CORPORATION v. BERLIN et al., 
trading as DENNIS MITCHELL INDUSTRIES 


No. 308 — Pa. Sup. Ct., E. D. — January 6, 1955 


UNFAIR COMPETITION—BASIS OF RELIEF—COLORABLE IMITATIONS 

Plaintiff seeks to restrain defendant from manufacturing and selling baby 
auto seats which have a horse’s head on the front and reins for the child to hold, 
on the ground that it is a copy of the same product manufactured and sold by 
plaintiff. Since plaintiff’s baby seat is not patented and has not acquired a 
secondary meaning, there is nothing to prevent another from copying, manufac- 
turing and selling an exact duplicate, provided there is no attempt to pass it off 
as the originator’s product or sell it under a name confusingly similar to that 
of the originator. The gist of an action for unfair competition in such case lies 
only in the confusion or deception practiced ‘‘in passing off’’ goods of one for 
that of another. 


Courts—FINDINGS 

The question as to whether conduct of defendant amounts to unfair competi- 

tion is not a question of fact but a conclusion of law for the Appellate Court 

which can draw its own inferences, deductions and conclusions from findings of 
genuine facts properly found by the Trial Court. 

Action by Jessar Manufacturing Corporation v. Irving Berlin and 
Dennis Berlin, trading as Dennis Mitchell Industries. Defendants appeal 
from decision of Pennsylvania Court of Common Pleas No. 5, Philadel- 
phia County granting preliminary injunction. Reversed. 

Harry Langsam and Simon Shapiro, of Philadelphia, Pennsylvania for 
defendants-appellants. 

Sylvan M. Cohen, of Philadelphia, Pennsylvania for plaintiff-appellee. 

Before Stern, Chief Justice, and STEARNE, JoNEs, BELL, Cumsey, Mus- 

MANNO and ARNOLD, Justices. 


10. 3 Restatement, Torts §$ 730, 731 (1938). 
11. Huber Baking Co. v. Stroehmann Bros., 2 Cir., 208 F.2d 464, 99 USPQ 429 

(44 TMR 429). 

12. 3 Restatement, Torts § 731(b) (1938). 

13. 2 Nims, Unfair Competition and Trade Marks § 385, p. 1222 (4th Ed. 1947). 
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BELL, Justice. 

Plaintiff sought and obtained a decree in equity restraining defend- 
ants from manufacturing and selling baby auto seats which had a horse’s 
head on the front and reins for the child to hold. 

Plaintiff is a manufacturer of baby auto seats and other toys. Early 
in 1954 it brought out and marketed the above-described baby auto seats. 
Defendants copied this product and marketed it under their own name, 
which was in no way similar to plaintiff’s name, claiming they had a legal 
right to do so, since plaintiff’s invention was not patented and had not 
acquired a special or secondary meaning. The Chancellor found that de- 
fendant’s actions amounted to unfair competition and issued a preliminary 
injunction. 

At first blush it seems shocking that any person can copy or imitate 
an article made, manufactured or sold by another. However, on analysis 
it is clear that copying the ideas and unpatented commercial articles of 
others has contributed tremendously to the progress and prosperity of the 
United States and is in the best interest of the vast majority of the people, 
since it restricts monopoly and enables the people to purchase useful or 
necessary articles at low competitive prices. Moreover, the manufacturer 
of an article of general use, or the inventor of a trade mark or a trade 
name is not without protection. He can have his article, trade mark or 
trade name patented or copyrighted, in which event he will be protected 
against infringement; furthermore, he can and will be protected if his 
article, trade mark or trade name has acquired a so-called special or 
secondary meaning. 

In this case plaintiff points out that defendants could have used a 
lion’s head or a zebra’s head or a donkey’s head or any other animal’s 
head instead of a horse’s head. Why, may we ask, should plaintiff have 
the sole and exclusive right to the use of a horse’s head or to the use of 
a baby seat or to the use of a combination of both of these articles which 
are of such general usage that—unless they are patented or have acquired 
a secondary meaning—they rightfully belong to the general public. 

The general principles dealing with trade names and trade marks have 
recently been considered by this Court in Peters v. Machikas, 378 Pa. 52, 
105 A.2d 708; 101 USPQ 502 (44 TMR 1156) ; KoolVent Metal Awning 
Corp. v. Price, 368 Pa. 528, 84 A.2d 296, 91 USPQ 378 (42 TMR 129) ; 
and in Goebel Brewing Co. v. Esslingers, Inc., 373 Pa. 334, 95 A.2d 523, 
97 USPQ 491 (43 TMR 1040). 

In Peters v. Machikas, 378 Pa., 101 USPQ, supra, upon a complaint 
by plaintiff trading under the fictitious name of Majestic Restaurant we 
reversed the Chancellor and enjoined defendants from using the trade 
name of Majestic Grill. The Court in its opinion said (page 58, 101 
USPQ at 504): 


‘‘In KoolVent Metal Awning Corp. v. Price, 368 Pa. 528, 84 A.2d 
296, 91 USPQ 378 (42 TMR 129), this Court held that the trade mark 
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KOOL-VENT was not infringed by the use of the name cooL-Ray and 
said: ‘The law in this class of cases is well established; its applica- 
tion to different facts and circumstances is sometimes difficult. De- 
scriptive, geographical and generic words, as well as words of common 
or general usage belong to the public and are not capable of exclusive 
appropriation by anyone. This general principle is subject to the 
imitation or exception that if a trade name or trade mark or other word 
or words have acquired in the trade and in the minds of the purchasing 
public, a special or so-called secondary meaning, i.e., have come to 
mean that the article is the product of a certain manufacturer* or of 
a particular individual or corporation, such trade name or trade mark 
or word or words will be protected against infringement: Quaker 
State Oil v. Steinberg, 325 Pa. 273, 189 A. 473; Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 39 USPQ 296 (28 TMR 569); Thomson- 
Porcelite Co. v. Harad, 356 Pa. 121, 51 A.2d 605, 73 USPQ 196 
(37 TMR 362); Stroehmann Brothers Co. v. Manbeck Baking Co., 
331 Pa. 96, 200 A. 97. * * * an actual intent to deceive is not indis- 
pensable: American Clay Mfg. Co. v. American Clay Mfg. Co., 198 Pa. 
189, 47 A. 936. All that is necessary is that the court shall find from 
the evidence that the name or mark or label or the conduct and prac- 
tices of the defendant actually confused and deceived or that it is 
reasonably likely that the average purchaser will be deceived; pos- 
sibility that purchasers will be misled is not enough; Stroehmann 
Brothers Co. v. Manbeck Banking Co., 331 Pa. 96, 98, 200 A. 97; 
Thomson-Porcelite Co. v. Harad, 356 Pa. 121, 51 A.2d 605, 73 USPQ 
196; Quaker State Oil v. Steinberg, 325 Pa. 273, 189 A. 473.’ ’’ 


Scranton Stone Works v. Clark, 255 Pa. 23, 99 A. 170, is on its facts 
on all fours with and governs the instant case. The Court said (page 32) : 


‘‘The remainder of the decree restraining defendants from sell- 
ing * * * parts not made by plaintiff, whether they have or have not 
on them marks used by plaintiffs, without informing the purchaser 
they are not of plaintiff’s manufacture, unnecessarily restricts de- 
fendants in the legitimate conduct of their business. There is no ques- 
tion of violation of patent rights involved in this case. Consequently, 
it is not unlawful for defendants to imitate and manufacture and sell 
as their own an article manufactured by plaintiff. * * * So long, 
therefore, as defendants manufacture and sell the plain castings with- 
out marks, except their own, and without attempting to dispose of the 
article as a part manufactured by plaintiffs,’ the latter has no cause 
to complain.”’ 

In Putnam Nail Co. v. Delaney, 140 Pa. 205, 21 A. 391, a demurrer 
to a bill in equity which alleged unfair competition was sustained. This 
ease is likewise analogous to and governs the instant case. The Court said 
(pp. 212-213) : 

‘¢# * * There is no trade mark shown nor alleged which it is 
charged the defendant has pirated. On the contrary, the bill alleges 
that the plaintiff manufactures a peculiar kind of horse-shoe nail. It 


is shown to the trade as a bronzed nail, being covered with a coating 
of bronze. It is not alleged they are any better for being bronzed, 


1. Italies ours. 
2. Italics ours. 
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but they are more popular, and sell more readily. The bill charges 
that the defendant is selling a precisely similar nail; that it is bronzed 
like those of plaintiff’s, to deceive purchasers and induce them to pur- 
chase them as plaintiff’s nails. * * * 

‘*We have never yet carried the doctrine of trade marks to the 
extent claimed for it by the plaintiff. We have never hesitated to 
restrain the imitation of a trade mark, when the facts justified it. We 
are now asked to go one step further, and protect the manufacture of 
the article itself. This we do not see our way clear to do. The manu- 
facture of a particular article can only be protected by a patent [or 
where the article has acquired a secondary meaning]. The law in re- 
gard to trade marks should not be pushed to the extent of interfering 
with manufactures. A man may make any article he pleases that is 
not protected by a patent. He may make a horseshoe nail, or any 
other unpatented article, precisely like that of any other manufacturer ; 
he may imitate it so perfectly that the one may be mistaken for the 
other, but he may not sell his own article as and for that of another, 
*%* #9? 


Quaker State Oil v. Steinberg, 325 Pa. 273, 189 A. 473, is likewise 
analogous in principle. In that case, this Court refused to enjoin, at the 
complaint of the Quaker State Oil Refining Company, the use of a trade 
name QUAKER CIty by the defendant, Quaker City Oil Refining Company, 
notwithstanding the fact that the plaintiff had over 70,000 dealers handling 
its oil and its annual sales exceeded ten million gallons and that it had 
been engaged in extensive advertisement of its trade name QUAKER STATE 
for many years. The Court said (page 276) : ; 


‘<¢# * * the word Quaker [State] is a descriptive term not capable 
of exclusive appropriation by anyone and * * * it may be used by the 
world at large in * * * [a] non-deceptive way. * * *’ 

‘‘Tf, however, the geographical term has taken on a secondary 
meaning it will be protected. * * * 

‘The only evidence from which it could be inferred that the name 
of complainant’s product had acquired a secondary meaning prior to 
1919 is that its product has been marketed and had been nationally 
advertised for five years under this name. There is no other evidence 
from which it could be inferred that the public associated QUAKER 
STATE Or QUAKER with the complainant’s product at that time. ‘The 
mere adoption and use of words in advertisements, circulars and price 
lists and on signs and stationery give no exclusive right to their use’: 
DeLong Hook & Eye Co. v. Hump Hairpin Mfg. Co., 297 Ill. 359, 364, 
130 N.E. 765. See also Continental Corp. v. National Union Radio 
Corp., 67 F.2d 938, 942, 20 USPQ 41, 45 (24 TMR 33). ‘It is an 
accepted principle of the common law that mere advertising is insuf- 
ficient to establish trade mark use’: Derenberg, supra, p. 505. 

* * * * * 

‘‘Tf it had been shown that the defendants were endeavoring to 
palm off their product as plaintiff’s, a different situation would exist 
and relief would be granted. Nothing of that kind was attempted to 
be established. All that appeared was that occasionally some pur- 
chaser did not differentiate between QUAKER STATE and QUAKER CITY 
when inquiring for or purchasing oil.’’ 
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Another case in point is Kellogg Co. v. National Biscuit Co., 305 U.S. 
111, 39 USPQ 296 (28 TMR 569). Plaintiff had been manufacturing and 
selling shredded wheat under a patent for 10 years and had spent $17,- 
000,000 to extensively advertise it. When the patent ran out the defend- 
ant attempted to make and sell shredded wheat and to make it in the same 
pillow-shaped form in which plaintiff had made it for 10 years. The 
Supreme Court refused an injunction and in an opinion by Mr. Justice 
Brandeis said (page 116, 39 USPQ at 298-299) : 

‘“‘The plaintiff has no exclusive right to the use of the term 
SHREDDED WHEAT as a trade name. For that is the generic term of 
the article, which describes it with a fair degree of accuracy: and is the 
term by which the biscuit in pillow-shaped form is generally known by 
the public. Since the term is generic, the original maker of the product 
acquired no exclusive right to use it. * * * But to establish a trade 
name in the term ‘shredded wheat’ [and hence a special or secondary 
meaning] the plaintiff must show more than a subordinate meaning 
which applies to it. It must show that the primary significance of the 
term in the minds of the consuming public is not the product but the 
producer.® This it has not done.”’ 

In Goebel Brewing Co. v. Esslingers, Inc., 373 Pa., 97 USPQ 491, 
supra, this Court reversed the Chancellor and held that defendant’s name 
GOBLET for its ‘‘steinie’’ bottles was confusingly similar to plaintiff’s trade 
name GOEBEL on its like bottles. The Court said (page 342, 97 USPQ at 
494-495) : 

‘“<* * * In Hanover Star Milling Company v. Metcalf, 240 U.S. 
403, 413, the Supreme Court said,—‘This essential element |i.e., 
‘‘passing off’’ or deception] is the same in trade mark cases as in 
eases of unfair competition unaccompanied with trade mark infringe- 
ment. In fact, the common law of trade marks is but a part of the 
broader law of unfair competition [citing cases].’ * * * In Manz v. 
Philadelphia Brewing Co. (D.C.E.D. Pa. 1940), 37 F.Supp. 79, 80, 
48 USPQ 213, 215 (31 TMR 102), it was recognized that ‘* * * trade 
names can only be protected against use or imitation on the ground of 
unfair competition.’ * * * see B.V.D. Co. v. Kaufman & Baer Co., 272 
Pa. 240, 242, 116 A. 508; Pennsylvania Central Brewing Company v. 
Anthracite Beer Company, 258 Pa. 45, 50, 101 A. 925; Coca-Cola Co. v. 
Busch (D.C.E.D. Pa. 1942), 44 F.Supp. 405, 407, 52 USPQ 377, 379- 
380 (32 TMR 174). As was said in Vick Chemical Co. v. Vick Medi- 
cine Co. (D.C.S.D. Ga.), 8 F.2d 49, 50, and quoted (a paraphrase) 
with approval in Winthrop Chemical Co., Inc. v. Weinberg (C.C.A. 3), 
60 F.2d 461, 463, 14 USPQ 207, 209 (22 TMR 419),—‘the ‘‘under- 
lying principle of law of unfair competition is to prevent substitution 
by deception,’’ a principle recognized by this court in Rosenberg Bros. 
& Co. v. Elliott (C.C.A.), 7 F.2d 962.’ ”’ 

The text authorities are in accord. 

In the Restatement of the Law of Torts, § 760, page 25, the law is thus 
stated: ‘‘Topic 3. Imitation of Appearance, page 621 Torts, * * * The 
privilege to engage in business and to compete with others implies a privi- 


3. Italics ours. 
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lege to copy or imitate the physical appearance of another’s goods. The 
public interest in competition ordinarily outweighs the interest in making 
his product attractive to purchasers. But the privilege to imitate may be 
limited by legislative enactment.’’ 

48 Corpus Juris, page 15, states: ‘‘(f2) An inventor has a natural 
right, separate from and independent of, any patent grant to make, use, 
and vend his invention, and to deprive the public of the benefits of his 
invention by keeping it a secret. But the making of an invention or dis- 
covery does not of itself confer upon the inventor or discoverer any exclu- 
sive right with respect to the production, use or sale of his invention. 
Such rights can be acquired only by grant of a sovereign authority. Sub- 
ject to the right of the inventor to be protected against disclosure or use 
by one who obtained knowledge through fraud or breach of faith, the 
public has a natural right at common law, to make, use and sell anything 
of which it has sufficient knowledge, and the exclusive right of an inventor 
if his invention is not recognized. (12) ’”’ 

In 63 Corpus Juris 459 (1933) it is stated: ‘‘In the absence of any 
representation that the product is that of another (B.V.D. Co. v. Kaufman 
& Baer Co., 116 A. 508, 272 Pa. 240; Charles H. Elliott Co. v. Skillkrafters, 
Inc., 114 A. 488, 271 Pa. 185), an unpatented article or uncopyrighted 
book may be reproduced by anyone in the precise original form and shape. 
(B.V.D. v. Kaufman, 272 Pa. 240; Elliott v. Skillkrafters, 271 Pa. 185; 
Putnam Nail Co. v. Delaney, 140 Pa. 205.) (Affirming 8 Pa. Co. 595.) ”’ 

It is clear from all these authorities that if the unpatented article was 
not ‘‘ passed off’’ as the goods of another, but was manufactured and sold 
under a name which was not like plaintiff’s, there would be no unfair 
competition. 

If we now extend the law to prohibit the copying or imitation of an 
article of general use which is not patented and has not acquired a special or 
secondary meaning, what is the use of or need for our patent laws; why all 
the cases which exhaustively analyze articles, trade marks and trade names 
to determine whether they have acquired a special or secondary meaning? 
While the authorities sometimes appear to be confusing or conflicting we 
consider it to be in the best interests of all the people of this country that 
a manufacturer or inventor shall not acquire or possess an exclusive monop- 
oly of an article he manufactures or invents unless it is protected by a 
patent or has acquired a so-called special or secondary meaning. Hundreds 
of examples will occur to everyone’s mind as to what would happen if the 
first man who invented or manufactured an automobile or a radio or a 
refrigerator or a television set or washing machines or a nail or a screw 
driver or animal toys or baby carriages or chairs or furnaces or stoves or 
any one of a thousand pieces of machinery, could claim an exclusive 
monopoly from the mere fact that he first invented or manufactured the 
article even though he did not bother to have it patented or acquire a 
special meaning. The progress and prosperity of our country would 
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undoubtedly have been very greatly retarded if the first inventor or 
original manufacturer could successfully prevent anyone from copying his 
unpatented invention, trade mark or articles. 

To summarize, where an article of trade (or a trade mark or trade 
name) is not patented and has not acquired a so-called special or secondary 
meaning, it may be copied, manufactured and sold by any other person, 
provided it is not manufactured or sold as the inventor’s product or under 
a name confusingly or deceptively similar to the inventor’s. The gist of 
an action for unfair competition in such cases lies only in the con- 
fusion or deception practiced in ‘‘passing off’’ the goods of one for that 
of another. 

It may not be amiss to add that whether the name used or the acts and 
conduct of the defendant amount to unfair competition is not a question of 
fact but is a conclusion of law for the appellate Court, which can draw its 
own inferences, deductions and conclusions from findings of genuine facts 
properly found by a Chancellor: Peters v. Machikas, 378 Pa., supra, page 
56, 101 USPQ at 503; Goebel Brewing Co. v. Esslingers, Inc., 373 Pa., 
supra, page 343, 97 USPQ at 495; Kalyvas v. Kalyvas, 371 Pa. 371, 375- 
376, 89 A.2d 819; Barrett v. Heiner, 367 Pa. 510, 80 A.2d 729; Noonan 
Estate, 361 Pa. 26, 63 A.2d 80; Payne v. Winter, 366 Pa. 299, 77 A.2d 407; 
Smith v. Smith, 364 Pa. 1, 70 A.2d 630. 

The Order of the Court below is reversed; the preliminary injunction 


is dissolved; the defendants’ preliminary objections to the complaint are 
sustained and the complaint is dismissed; each party to bear its and their 
respective costs. 


EX PARTE THE CELOTEX CORPORATION 
Commissioner of Patents — October 4, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register sTA-LOcK for asphalt shingles used as a subsidiary 
mark to the primary mark CELOTEX. The mark was refused registration on the ground 
that it was descriptive in that there is a generally recognized class of shingles 
called ‘‘lock-type’’ or ‘‘interlocking’’ used to describe shingles which withstand 
wind and driving rains. While sta-Lock has a highly suggestive connotation when 
applied to asphalt shingles, it is not ‘‘merely descriptive’’ within the meaning of 
Section 2(e), since the record does not indicate use by others to describe asphalt 
shingles. While a registration of sTa-LOCK would be prima facie evidence of regis- 
trant’s exclusive right to use the combination of words as a trademark, it would 
not represent any right to exclusive use of either of the words singly or in their 
primary sense. 
Errect oF REGISTRATION—THE PRINCIPAL REGISTER—IN GENERAL 
The registration of a mark under Section 2(f) does not constitute an admission 
against interest on the part of an applicant that the mark is descriptive and once 


registered on the Principal Register it enjoys equal status with any other mark, 
irrespective of the section of the Act under which they may be registered originally. 
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Application for trademark registration by The Celotex Corporation, 
Serial No. 588,160 filed November 22, 1949. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 


Edward A. Hampson, of Chicago, Illinois for applicant. 


Leeps, Assistant Commissioner. 

Application has been filed to register sTa-LocK for asphalt shingles. 
Use is claimed since July 28, 1949. The specimens indicate that the mark 
is used as a secondary mark, CELOTEX being the primary mark. The Exam- 
iner of Trade Marks has refused registration on the ground that the mark 
‘‘is held to describe the merits of the goods in a laudatory manner typical 
of advertising media because the functional properties of the goods are 
portrayed in the mark.’’ Applicant has appealed. 

It appears that there is a generally recognized class of shingles called 
‘‘lock-type’’ or ‘‘interlocking.’’ The examiner has quoted from numerous 
publications and periodicals references to ‘‘lock-type shingles’’; ‘‘ Homart 
Lock Shingles’’ which ‘‘ withstood winds’’ and were laboratory tested to 
‘‘stand up to heavy winds and storms’’; ‘‘Casey ‘Windmaster’ self-inter- 
locking asphalt shingle * * * that stays put through hurricane and winds’’; 
shingles ‘‘double-locked * * * to resist winds and driving rain’’; and ‘‘a 
distinctive lock-type shingle’’ that provides extra protection against high 
winds. He then reasoned that ‘‘it appears that ‘staying ability’ is the 
desired outstanding property of lock-type shingles and that the mark stTa- 
LOCK although a phonetical form of ‘stay-lock’ or ‘stay-locked’ clearly de- 
scribes the functional property of the goods.’’ It is neither necessary nor 
proper to engage in such roundabout reasoning to determine registrability. 
People do not buy goods that way. They buy as a result of the commer- 
cial impression created by the mark, and although stTa-Lock has a highly 
suggestive connotation when applied to asphalt shingles, it is not believed 
to be ‘‘merely descriptive’’ within the meaning of Section 2(e) of the 
statute. 

There is nothing in the record which indicates that the term ‘‘stay 
lock’’ has been used by anyone else to describe asphalt shingles or that its 
use is necessary to describe them. In fact, the use of the combination to 
describe would necessarily result in an awkward sentence structure. Fur- 
thermore, registration of sTa-LOcK will in no wise interfere with the free- 
dom of others to use ‘‘stay’’ or ‘‘lock’’ merely to describe the properties of 
their shingles. A registration issued to this applicant would be prima 
facie evidence of its exclusive right to use the combination of words as a 
trade mark; but it would not represent any right to exclusive use of either 
of the words singly or in their primary sense. 

At one point in the prosecution of the application the examiner stated 
that a certain registration referred to by applicant in its argument ‘‘is 
under Section 2(f)’’ and added that this fact ‘‘appears to indicate that the 
mark is thought of as being descriptive of the goods * * *. Otherwise it 
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would have been registrable on the straight Principal Register.’’ (Em- 
phasis added.) 

There is only one Principal Register provided by statute. All marks— 
whether they be coined words, fanciful composites or designs, ordinary 
words used in an arbitrary fashion, words or terms which are suggestive 
of the nature, quality or function of the product, or words originally merely 
descriptive and names originally primarily geographical or primarily merely 
surnames which have, through use, acquired a secondary significance * * * 
are eligible for registration on that register if, in fact, they identify and 
distinguish the applicant’s goods. The question is one of fact and not legal 
theory ; and once the fact question is resolved, all registrations issued on 
the Principal Register enjoy equal status. The scope of protection of the 
various types of marks may differ, but the status of the registrations and 
the evidentiary weight to which they are entitled are the same. A sugges- 
tion that reliance upon the provisions of Section 2(f) constitutes an admis- 
sion against interest on the part of an applicant, or that registrations issued 
as a result of reliance thereon are different from other registrations, rep- 
resents a fallacy in reasoning. 

Having found that sTa-Lock is not merely descriptive within the mean- 
ing of Section 2(e), the mark should be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 


MODERN OPTICS, INCORPORATED v. THE UNIVIS LENS COMPANY 
No. 31380 — Commissioner of Patents — October 4, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register a composite mark comprising a pictorial representa- 
tion of an eye from which outwardly projecting lines radiate through a lens to and 
through the letters CV, below which appear the words CONTINUVIS LENSES. Regis- 
tration is opposed by a competitor who asserts that the term ‘‘continuous vision’’ 
and the abbreviation CV are common in the trade to describe multi-focal lenses, 
but the application will be allowed since it does not appear from the record that 

CV is a generally recognized term for multi-focal lenses. 

REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer will not be heard to complain that it will be damaged where the 
record clearly discloses conduct lacking in good faith on its part since piracy will 
not be countenanced by the Patent Office. 

Opposition proceeding by Modern Optics, Incorporated v. The Univis 

Lens Company, application Serial No. 613,096 filed April 24, 1951. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Reversed. 
Watson, Cole, Grindle & Watson, of Washington, D. C. for opposer-appellee. 
Warren H. F. Schmieding, of Columbus, Ohio for applicant-appellant. 
LEED, Assistant Commissioner. 

Application has been filed to register a composite mark comprising a 


pictorial representation of an eye from which outwardly projecting lines 








202 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


Application for trademark registration by The Celotex Corporation, 
Serial No. 588,160 filed November 22, 1949. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 


Edward A. Hampson, of Chicago, Illinois for applicant. 


Leeps, Assistant Commissioner. 

Application has been filed to register sTa-LocK for asphalt shingles. 
Use is claimed since July 28, 1949. The specimens indicate that the mark 
is used as a secondary mark, CELOTEX being the primary mark. The Exam- 
iner of Trade Marks has refused registration on the ground that the mark 
‘‘is held to describe the merits of the goods in a laudatory manner typical 
of advertising media because the functional properties of the goods are 
portrayed in the mark.’’ Applicant has appealed. 

It appears that there is a generally recognized class of shingles called 
‘*lock-type’’ or ‘‘interlocking.’’ The examiner has quoted from numerous 
publications and periodicals references to ‘‘lock-type shingles’’; ‘‘ Homart 
Lock Shingles’’ which ‘‘ withstood winds’’ and were laboratory tested to 
‘‘stand up to heavy winds and storms’’; ‘‘Casey ‘Windmaster’ self-inter- 
locking asphalt shingle * * * that stays put through hurricane and winds”’ ; 
shingles ‘‘double-locked * * * to resist winds and driving rain’’; and ‘‘a 
distinctive lock-type shingle’’ that provides extra protection against high 
winds. He then reasoned that ‘‘it appears that ‘staying ability’ is the 
desired outstanding property of lock-type shingles and that the mark stTa- 
LOCK although a phonetical form of ‘stay-lock’ or ‘stay-locked’ clearly de- 
scribes the functional property of the goods.’’ It is neither necessary nor 
proper to engage in such roundabout reasoning to determine registrability. 
People do not buy goods that way. They buy as a result of the commer- 
cial impression created by the mark, and although sTa-Lock has a highly 
suggestive connotation when applied to asphalt shingles, it is not believed 
to be ‘‘merely descriptive’’ within the meaning of Section 2(e) of the 
statute. 

There is nothing in the record which indicates that the term ‘‘stay 
lock’’ has been used by anyone else to describe asphalt shingles or that its 
use is necessary to describe them. In fact, the use of the combination to 
deseribe would necessarily result in an awkward sentence structure. Fur- 
thermore, registration of sTa-LocK will in no wise interfere with the free- 
dom of others to use ‘‘stay’’ or ‘‘lock’’ merely to describe the properties of 
their shingles. A registration issued to this applicant would be prima 
facie evidence of its exclusive right to use the combination of words as a 
trade mark; but it would not represent any right to exclusive use of either 
of the words singly or in their primary sense. 

At one point in the prosecution of the application the examiner stated 
that a certain registration referred to by applicant in its argument ‘‘is 
under Section 2(f)’’ and added that this fact ‘‘appears to indicate that the 
mark is thought of as being descriptive of the goods * * *. Otherwise it 
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would have been registrable on the straight Principal Register.’’ (Em- 
phasis added.) 

There is only one Principal Register provided by statute. All marks— 
whether they be coined words, fanciful composites or designs, ordinary 
words used in an arbitrary fashion, words or terms which are suggestive 
of the nature, quality or function of the product, or words originally merely 
descriptive and names originally primarily geographical or primarily merely 
surnames which have, through use, acquired a secondary significance * * * 
are eligible for registration on that register if, in fact, they identify and 
distinguish the applicant’s goods. The question is one of fact and not legal 
theory ; and once the fact question is resolved, all registrations issued on 
the Principal Register enjoy equal status. The scope of protection of the 
various types of marks may differ, but the status of the registrations and 
the evidentiary weight to which they are entitled are the same. A sugges- 
tion that reliance upon the provisions of Section 2(f) constitutes an admis- 
sion against interest on the part of an applicant, or that registrations issued 
as a result of reliance thereon are different from other registrations, rep- 
resents a fallacy in reasoning. 

Having found that sTa-Lock is not merely descriptive within the mean- 
ing of Section 2(e), the mark should be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 


MODERN OPTICS, INCORPORATED v. THE UNIVIS LENS COMPANY 
No. 31380 — Commissioner of Patents — October 4, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Applicant seeks to register a composite mark comprising a pictorial representa- 
tion of an eye from which outwardly projecting lines radiate through a lens to and 
through the letters CV, below which appear the words CONTINUVIS LENSES. Regis- 
tration is opposed by a competitor who asserts that the term ‘‘continuous vision’’ 
and the abbreviation CV are common in the trade to describe multi-focal lenses, 
but the application will be allowed since it does not appear from the record that 

CV is a generally recognized term for multi-focal lenses. 

REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer will not be heard to complain that it will be damaged where the 
record clearly discloses conduct lacking in good faith on its part since piracy will 
not be countenanced by the Patent Office. 

Opposition proceeding by Modern Optics, Incorporated v. The Univis 
Lens Company, application Serial No. 613,096 filed April 24, 1951. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Reversed. 

Watson, Cole, Grindle & Watson, of Washington, D. C. for opposer-appellee. 
Warren H. F. Schmieding, of Columbus, Ohio for applicant-appellant. 
LEED, Assistant Commissioner. 

Application has been filed to register a composite mark comprising a 

pictorial representation of an eye from which outwardly projecting lines 
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radiate through a lens to and through the letters cv in large capital letters, 
below which appear the words CONTINUVIS LENSES. Use on ophthalmic lens 
blanks and eyeglass lenses is claimed since March 9, 1951. The word 
‘*Lenses’’ is, of course, disclaimed. 

Registration has been opposed by a competitor who alleged that it, 
other manufacturers and dealers had been using the term CONTINUOUS 
VISION to describe multifocal lenses; applicant has acknowledged and em- 
phasized the descriptiveness of CONTINUOUS VISION and its initial letter cv 
as applied to multifocal lenses ; applicant has consistently associated the ini- 
tial letters cv with ‘‘continuous vision’’ in its advertising; opposer has 
received orders for cv multifocal lenses; and opposer will be damaged by 
registration of the letters cv to applicant. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Both parties took testimony. Much of applicant’s testimony deals with 
the physiology of the eye and the accommodation of the eye, all of which 
is irrelevant to the issues in the case. 

The record, in so far as the issues here are concerned, dates from July, 
1950. It appears that during that month, the president of opposer and the 
president of applicant attended the national convention of the American 
Optometric Assocation in Minneapolis. While still in Minneapolis, op- 
poser’s president,’ hereafter called ‘‘ Hancock’’, penned on hotel stationery 
a letter to applicant’s president, hereafter called ‘‘Stanley’’, reading in 
part as follows: 

‘*You’ll find, I’m sure, AO Co., B & L, and ourselves all receptive 
to industrywide use of ‘3-Way.” 
‘‘In the meantime, will you grant Modern Opties the right to use 


3-Way, with the express understanding that you also may, if you wish, 
grant the same right to any and all others? 


‘‘TIf you say ‘Yes!’ will you please inform the two boys at our 
booth (Rex Arrowsmith and John Gunberg) to tell me it’s okeh? 

‘*T’m holding the placing of re-order for lens cartons until I get 
your decision.’’ 
On July 10, 1950, Stanley replied to the letter in part as follows: 


‘*As I told you in Minneapolis, we have no objection to your use 
of ‘Three-Way’ for Trifocals. However, it is our thought to get all the 
manufacturers of Trifocals to use the phrase ‘Three-Way’ for it to be- 
come really effective; and I presume that will have to be in the form 
of agreements between Univis, yourself and other manufacturers under 
our copyright. So that, in the meantime, I suggest that you have the 
right to the use of ‘Three-Way’ in your conversations with any of your 
customers, but that you do not use the phrase of ‘Three-Way’ in any 


1. From the late twenties until 1944 opposer’s president was employed by appli- 
cant. 


2. Applicant owned Reg. No. 406,478, Act of 1920, issued April 4, 1944 and Reg. 
No. 512,793, Act of 1946, Sec. 2(f), issued July 26, 1949 for this term. 
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of your advertisements until such an agreement, referred to above, has 

been entered into between Univis and Modern.’’ * 

On July 13, 1950, Hancock acknowledged receipt of Stanley’s letter as 
follows: 

‘*Thank you for your good letter of the 10th, giving us the right 
to the conversational use of ‘Three-Way’ or ‘3-Way’, and the news 
that an agreement will be prepared for signature. 

‘*With no thought or no intent to be presumptious [sic] in the 
matter, I offer my services in obtaining signatures of the other trifocal 
manufacturers to such an agreement, Bunt. 

‘“Whether you will want a single agreement, signed by all manu- 
facturers, or whether you will have individual agreements, I do not 
know. If individual agreements, we’ll sign ours just as soon as it 
reaches Houston.’’ 

On August 16, 1950, Haneock wrote Stanley : 


‘* What is the latest word on the agreement whereby we may obtain 
the right to label our 3-Way blank ‘3-Way’ on the cartons I must 
order ?”’ 


Apparently there was no reply from Stanley, and on September 28, 
1950, Hancock wrote another letter to him, reading in part as follows: 


‘*Will you make an arrangement with Modern whereby Modern 
may use the mark ‘3-Way’ with the understanding that you may or 
may not make any other type of agreement with any other manufac- 
turer for use of the mark? 

‘‘Or, I’m certain I can get agreement from the principal manu- 
facturers in a matter of two weeks to any proposition you would like 
to advance. 

‘*Let me know, at your convenience, Bunt.’’ 

In its Fall, 1950, Bulletin, applicant announced introduction of its 
CONTINUOUS VISION lenses with a mark identical with the one presented for 
registration except that CONTINUOUS VISION LENSES appeared in place of 
CONTINUVIS LENSES. The Bulletin stated in part: 

‘‘The term, CONTINUOUS VISION LENSES, referring to Univis Lenses 
with three fields of vision * * * Since it can be demonstrated that all 
seeing does fall within three ranges of vision, CONTINUOUS VISION LENSES 
actually becomes a descriptive term as well as a name * * * trifocals 
provide continuous vision * * * Trifocals: Continuous Visions Lenses. 
* * * Those professional men and others in the industry who have 
been close to the search for a better, more explicit, palatable and de- 
secriptive name say CONTINUOUS VISION LENSES is terminology that meas- 
ures up to the length of the search. ‘A wonderful description * * *.’ 
‘Use ‘‘three-Way’’.’ say others * * *. The truth of the matter is, con- 
tinuous vision is what patients want. They don’t care about three 
fields of vision or intermediate segments. You don’t have to explain 
continuous vision—it explains itself.’’ 


Under date of December 8, 1950, applicant mailed a circular letter, pre- 
sumably to its distributors, announcing that it would stop making trifocals 
and start making Continuous Vision Lenses. In two places in the letter 


3. The effect of such an agreement as apparently was contemplated need not be 
considered here, since it has no bearing on the issues. 
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reference was made to cv in lieu of CONTINUOUS VISION (mentioned 23 
times). One sentence in the letter read: ‘‘From the news interest, it is 
possible that you can look forward to CONTINUOUS VISION LENSES becoming 
a household word just as penicillin and sulfa have become.’’ 

Hancock testified that he saw, within two to four days after mailing, 
the circular letter, and that his company commenced to use the expression 
‘‘econtinuous vision’’ in the late winter of 1950-51 or early spring of 1951. 

A mailing piece on the letterhead of opposer, addressed to all Modern 
wholesalers and dated January 1, 1951 referred six times to ‘‘trifocal * * * 
or 3-way * * *’’ notwithstanding the admonition set out in applicant’s 
letter of July 10, 1950. 

On January 8, 1951, Hancock wrote to Stanley as follows: 

‘*Since Bob * has returned from his holidays, has he pursued the 
project of making the descriptive designation CONTINUOUS VISION 
LENSES a term accepted by the other trifocal manufacturers? 

‘*What the reaction of AOCO.,® for instance, now will be, I don’t 
know. 

‘*Last spring, before they’d started so heavily on selling trifocals, 
I know AOCO was interested in a better name than trifocals. (That 
was about the time you and I first discussed the proposition that tri- 
focals could enjoy a tremendous jump in volume which could not fail 
to help Univis if, for instance, the ‘3-Way’ were released by you to the 
trade. ) 

‘*Can you give me your answer now?’’ 

On January 10, 1951, Stanley wrote to Hancock stating: 

‘“We have decided that it will be to the best interest of our Com- 
pany to have the descriptive designation CONTINUOUS VISION LENSES 
applied exclusively to the products of The Univis Lens Company. 

‘*Therefore, we are not in a position to allow Modern Opties, or 
anyone else, to use this name in connection with their product.’’ 

On January 15, 1951, Hancock acknowledged Stanley’s letter and 
asked : 


‘Now, how much will you sell ‘3-Way’ for? Either the exclusive 
use of ‘3-Way’ or a joint use of same, or industry-wide use of same?’’ 

On January 23, 1951, Stanley advised Hancock that his company would 
sell the ‘‘3-Way’’ mark for $1,000.00. On January 29, 1951, Hancock 
transmitted a check for $1,000.00, together with a draft of an assignment. 
On January 31, 1951, Stanley acknowledged the letter, check, and draft of 
assignment, and advised that the assignment was being submitted to the 
company’s attorney for approval. On February 2, 1951, a re-drafted exe- 
cuted assignment was transmitted by Stanley to Hancock. 

The record shows that on February 8, 1951, opposer ordered from its 
advertising agency 5,000 printed inserts to accompany its multifocal lenses. 
The inserts show: ‘‘Four Modern 3-Way Segs: Jumbo, Flat Top, 8 mm 
Flat Top, Round Top—For the smooth transition of continuous uninter- 
rupted vision.’’ It is noted that the phrase ‘‘continuous uninterrupted 


4. Identified in the testimony as applicant’s vice-president in charge of sales. 
5. Identified in the testimony as American Optical Company. 
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vision’’ is used in its primary sense and not as a phrase identifying its 
lenses. It is also noted that the order for inserts was placed less than one 
month after Stanley had written Hancock that his company would not per- 
mit Modern Opties or anyone else to use the designation CONTINUOUS VISION 
LENSES in connection with their products. 

The April 1, 1951 issue of ‘‘The Optical Journal and Review of Optom- 
etry’’ shows a full-page advertisement of applicant featuring CONTINUOUS 
VISION LENSES together with the mark sought to be registered, except that 
CONTINUOUS VISION LENSES appeared in place of CONTINUVIS LENSES. It also 
shows a full-page advertisement of opposer featuring ‘‘ Jumbo 3-Way * * * 
for the smooth transition of continuous, uninterrupted vision.”’ 

On April 24, 1951, notwithstanding the January 10, 1951 refusal of 
applicant to allow opposer to use the term CONTINUOUS VISION LENSES, 
opposer ordered 3,536 cartons for packaging its multi-focal lenses und 
the cartons included: CONTINUOUS VISION LENSES—‘‘Modern Flat-Top 3- 
Way’’—‘‘ As originated by Virgil Hancock’’—‘* Must be Modern!”’ 

In the September 15, 1951 issue of ‘‘The Optical Journal and Review 
of Optometry’’ applicant inserted a full-page advertisement featuring 
CONTINUOUS VISION LENSES, together with the mark sought to be registered, 
except that CONTINUOUS VISION LENSES appeared in place of CONTINUVIS 
LENSES. In addition, an article published over the name of a member of 
the faculty of Columbia referred in one place to ‘‘the trifocal or continu- 
ous vision lens’’ and in another to ‘‘a Continuous Vision lens.’’ There is 
nothing which indicates whether the writer was referring to applicant’s 
product or to trifocals generally. 

In the September, 1951, issue of ‘‘Coronet’’ magazine, an article, 
apparently written by John L. Springer, referred to CONTINUOUS VISION 
and cv lenses, but always in a trade mark sense and probably in connection 
with the product of applicant. 

Additional issues of ‘‘The Optical Journal and Review of Optometry”’ 
in October 1, 1951, October 15, 1951, November 1, 1951 and June 1, 1952, 
and ‘‘Magazine Digest’’ for June, 1952 contain articles dealing with tri- 
focals which the authors call CONTINUOUS VISION LENSES or Cv lenses. It 
must be borne in mind that the authors of the articles are not versed in 
trade mark usage and law. They are men interested in the physiology of 
the eye and the effect of trifocal lenses. The bibliographies of the articles 
refer to literature of this applicant. It appears likely that they used the 
terms as a result of applicant’s literature. None of them was called 
as a witness by either party. 

Opposer relies heavily upon a double-page advertisement which 
Diederich Optical Co., Inc., inserted in the February-March 1952 issue of 
**California Optometrist.’’ Diederich is identified as a distributor of op- 
poser’s lenses, and the advertisement merely copies, for all practical pur- 
poses, the language which opposer had theretofore placed on its cartons. 
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Opposer has also introduced tear sheets from two Portland, Oregon, 
newspapers in which Zell Bros. advertised CONTINUOUS VISION glasses and 
lenses under dates of February 21, 1951, February 28, 1951, May 30, 
1951, April 16, 1952, April 21, 1951, and July 21, 1952. The witness 
who identified the tear sheets stated that the drawings in the advertise- 
ments ‘‘appear(s) to me to be intended to represent a trifocal manufac- 
turing [sic] by Bausch & Lomb.’’ 

Zell Bros. is identified as a distributor for manufacturers, but no spec- 
cific manufacturers other than opposer are mentioned. The record is 
inconclusive as to whether or not these advertisements were references 
adverse to applicant, but because each advertisement featured a substantial, 
if not identical, reproduction of the pictorial representation portion of 
the mark which applicant seeks to register, I incline to the view that Zell 
Bros. was probably advertising applicant’s product. 

Opposer has introduced a number of orders from distributors showing 
Cv as a Style identification for multifocal lenses. They date from November 
27, 1951 to September 22, 1952. It is not surprising that opposer received 
such orders in view of the fact that it placed the term CONTINUOUS VISION 
LENSES on its cartons with full knowledge of applicant’s claim of rights 
in the term after applicant had refused to permit opposer to use the term 
CONTINUOUS VISION Lenses, and also after opposer had purchased appli- 
eant’s rights in ‘‘3-Way’’. 

Briefly, the record shows that opposer’s president wanted to use 
‘*3-Way’’ for multifocal lenses; applicant’s president consented only to 
conversational, but not to advertising, use; applicant then introduced the 
term CONTINUOUS VISION for multifocal lenses; applicant’s president wanted 
to use that term; opposer’s president refused permission; applicant then 
assigned its rights in ‘‘3 Way’’ to opposer; opposer commenced using ‘‘3 
Way’’; and, in addition, it sent out inserts and placed advertising featur- 
ing the phrase ‘‘continuous uninterrupted vision’’; some three months after 
applicant had advised opposer that permission to use CONTINUOUS VISION 
would not be granted, and some two months after applicant had assigned 
‘*3-Way’’ to opposer, opposer ordered packages showing CONTINUOUS VISION 
LENSES ; applicant then commenced using CONTINUVIS LENSES with a design ; 
it filed its application to register, and opposer filed an opposition. 

It is clearly apparent that use of the term CONTINUOUS VISION by op- 
poser has not been in good faith; but irrespective of that fact, applicant 
does not seek to register CONTINUOUS VISION. 

The record is unconvincing that cv is a generally recognized term for 
multifocal lenses and lens blanks. It shows that opposer has received some 
orders for cv lenses, but that is the natural result of its own conduct in 
placing the term CONTINUOUS VISION LENSES on its packages notwithstanding 
the exchange of correspondence between it and opposer. Opposer will not 
now be heard to complain that it will be damaged, when the record clearly 
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discloses conduct on its behalf which is completely lacking in good faith. 
Piracy will be neither rewarded nor countenanced by the Patent Office. See: 
L. & C. Hardtmuth, Inc. v. Koh-l-Noor Pencil Factory, 101 USPQ 492 (44 
TMR 1210) (Com’r., 1954) ; Renaud Sales Co., Inc. v. Davis, 42 USPQ 42 
(C. A. 1, 1939) ; Medallion Wine Corp. v. Walbaum, Goulden & Co., 53 
USPQ 526 (Com’r., 1942) ; Ubeda v. Zialcita, 226 U.S. 452 (1913). 

The decision of the Examiner of Interferences is reversed. 


SCHENLEY LABORATORIES, INC. v. 
PRIMO PHARMACEUTICAL LABS., INC. 


No. 31976 — Commissioner of Patents — October 4, 1954 


TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant seeks to register the mark FORTIMYCIN for a buffered penicillin prepa- 
ration for aqueous injection and is opposed by the registrant of FORTABS, FORTIPENS 
and FORTICILS, all in connection with penicillin tablets. It appears from the record 
that products of both parties are fortified and therefore ‘‘forti’’ is highly sugges- 
tive and not an arbitrary term. The products are prescription items and therefore 
the likelihood of confusion need only be considered in the light of the purchasers, 

i. e. physicians, nurses and pharmacists who do not fall into the category of the 

average unwary purchaser. Confusion is deemed unlikely, particularly, since both 

parties use their house-marks as the predominant mark in connection with the marks 
in question. 

Opposition proceeding by Schenley Laboratories, Inc. v. Premo Phar- 
maceutical Labs., Inc., application Serial No. 617,262 filed August 2, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Jacobi & Jacobi, of Washington, D. C. for opposer-appellee. 
Morris Kirschstein, of New York, N. Y. for applicant-appellant. 
LEEDs, Assistant Commissioner. 

Application has been filed to register the word FrorTimycin for ‘‘a 
preparation of penicillin G procaine, buffered penicillin G sodium and 
dihydrostreptomycin as the sulphate for aqueous injection.’’ It is a 
penicillin and dihydrostreptomycin solution for intramuscular use. Use 
is claimed since July 18, 1951. Opposition has been filed by the registrant 
of rorTaBs for penicillin tablets,| rorTirpeNs for penicillin tablets,? and 
FORTICILS for penicillin tablets. The Examiner of Interferences sus- 
tained the opposition, and applicant has appealed. 

The record consists of the application and copies of opposer’s regis- 
trations. 

The registrations issued in June of 1950, and the opposition was filed 
on November 7, 1952. The specimens attached to the notice of opposition 
are labels which bear the notation, ‘‘Caution: New Drug—Limited by 
Federal Law to Investigational Use.’’ The record does not disclose 


ce 


1. Reg. No. 526,035, issued June 6, 1950. 
2. Reg. No. 526,036, issued June 6, 1950. 
3. Reg. No. 526,892, issued June 7, 1950. 
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whether or not there has been any use of the mark other than in connection 
with the clinical investigations, but the registrations are, under the statute, 
prima facie evidence of ownership of the marks, validity of the registra- 
tions, and of opposer’s exclusive right to use the marks on the identified 
products (or product). 

There is no likelihood of confusion, mistake or deception, in my 
opinion, between FORTABS and FORTIMYCIN, so that registration may be dis- 
regarded. 

The Examiner of Interferences held that although the goods of the 
parties differ in form, and, in certain respects in composition, they are 
primarily preparations of penicillin and are therefore so closely related 
in character that their sale under the same or substantially similar marks 
would probably lead purchasers to believe that they are products of the 
same manufacturer. This is believed to be a correct statement of the law 
as applied to the facts at hand. 

The examiner further held that the prefix rorti is apparently an arbi- 
trary term as applied to the goods. I do not agree. The products of both 
parties are buffered—opposer’s with calcium carbonate and applicant’s 
with dihydrostreptomycin. FORTI, as used on such products, is highly sug- 
gestive of ‘‘fortified.’’ Under such circumstances, it is not arbitrary. In 
fact, it is not infrequently used as a part of marks for ‘‘fortified’’ products, 
in the drug field, as well as others. 

Considering the marks in their entireties, and bearing in mind the com- 
mon practice in the drug industry of selecting syllables from the common 
names of ingredients, FORTIPENS suggests ‘‘fortified penicillin,’’ and FrorTI- 
cILs suggests ‘‘fortified penicillin,’’ ForTIMyYcIN suggests ‘‘fortified strepto- 
mycin. 

The products are prescription items, and we have only to consider the 
likelihood of confusion, mistake or deception of the professional people who 
come in contact with them, i.e., physicians, nurses and pharmacists. They 
do not fall in the category of the average, unwary purchaser. 

Having due consideration of the nature of the marks and their conno- 
tations, the class and character of purchasers, and the fact that it is com- 
mon practice in the drug industry to use these types of marks as the 
‘‘name’’ of the product in conjunction with their house or institutional 
marks, it is not believed that confusion, mistake or deception is likely. 
The specimens filed with the application show the house mark PREMO as 
predominant, and those attached to the opposition show SCHENLEY as pre- 
dominant. 

The decision of the Examiner of Interferences is reversed. 
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FORT HOWARD PAPER COMPANY v. 
WHITE-WASHBURNE COMPANY, INC. 


No. 31783 — Commissioner of Patents — October 5, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR Marks 

Applicant seeks to register SERV-A-NAP as a trademark for paper napkin and 
its registration is opposed by the registrant of TIDYNAPS, HAVANAP, SEMINAP and 
on the additional basis of use of TEANAPS, BOSSNAP and ADNAP, all for paper 
products including paper napkins and towels. SERV-A-NAP is clearly distinguishable 
from TEANAPS and BOSSNAP but is confusingly similar to HAVANAP since these two 
marks have substantially identical connotation and are sold through similar 
channels. 


Opposition proceeding by Fort Howard Paper Company v. White- 
Washburne Company, Inc., application Serial No. 622,763 filed December 
21, 1951. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 

Morsell & Morsell, of Milwaukee, Wisconsin for opposer-appellee. 
Francis J. Sullivan, of New York, N. Y. for applicant-appellant. 
LeeEps, Assistant Commissioner. 

Application has been filed to register SERV-A-NAP as a trade mark for 
paper napkins. Use is claimed since November 28, 1951. Opposition has 
been filed by the registrant of TipyNaps for paper napkins,’ HAVANAP for 
paper napkins, toilet paper and paper towels,’ and s—EminaP for paper nap- 
kins. The Examiner of Interferences sustained the opposition and appli- 
cant has appealed. 

Opposer’s testimony and exhibits show that in addition to its use and 
registration of TIDYNAPS, HAVANAP and SEMINAP, it uses and has registered 
TEANAPS for paper napkins, toilet paper, paper towels, paper doilies, paper 
tablecloths, tissue paper and crepe paper,* BossNAP for paper napkins, paper 
doilies, paper tablecloths, tissue paper, crepe paper and toilet paper,® and 
ADNAP for paper napkins;°* opposer is one of the large manufacturers of 
paper napkins, but there is no evidence showing sales figures under the 
marks relied upon; and opposer has advertised its products in trade peri- 
odicals, but there is no evidence regarding the extent to which its marks 
have been advertised or the amount spent in advertising the products under 
the marks. 

The record indicates that opposer distributes its paper products through 
three distribution channels—to industrial users, to retail markets for resale, 
and to restaurants or institutional users. The advertisements submitted 





1. Reg. No. 508,786, issued April 19, 1949. 

2. Reg. No. 211,600, issued April 13, 1926, renewed, and published under Sec. 12(¢) 
on September 7, 1948. 

3. Reg. No. 301,314, issued February 28, 1933, renewed, and published under See. 
12(¢e) on August 31, 1948. 

4. Reg. No. 293,741, issued May 3, 1932, renewed. 


5. Reg. No. 359,278, issued August 9, 1938, published under Sec. 12(¢) on August 
31, 1948. 
6. Reg. No. 510,959, issued June 14, 1949. 
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show HAVANAP utility napkins for retail markets and HAVANAP, SEMINAP 
TIDYNAP and ADNAPs for restaurants. 

Apparently opposer claims rights in a ‘‘family’’ of marks utilizing the 
suffix ‘‘nap’’ or ‘‘naps,’’ but there is no competent evidence to establish any 
customer recognition of such rights. Each mark must, therefore, be consid- 
ered separately in its relationship to any confusion which might be likely 
to be created by applicant’s mark. 

Applicant’s record shows that it selected SARANAP and NAP-O-LIN as 
potential marks for its paper napkins, and after having a search made, it 
was decided that sARANAP was likely to be confused with saranac for paper 
napkins, and it thereafter selected and used SERV-A-NAP and NAP-O-LIN. 
The latter mark was subsequently registered. Some napkins were made 
and sold under the sERv-A-NAP mark, but since it is applicant’s established 
policy to withhold making any real investment in cartons, labels and other 
shipping materials until it has determined registrability of a mark which it 
has selected, sales and shipments under the mark have been kept at a 
minimum. 

Opposer appears to assert rather broad rights in ‘‘nap”’ or ‘‘naps,’’ and 
applicant claims that the word ‘‘nap’’ is an abbreviation of ‘‘napkins’’ 
when used as a suffix of a mark for napkins, and it has no trade mark sig- 
nificance. On the record here, there is nothing which supports opposer’s 
assertions; but even if the record supported applicant’s claim that ‘‘nap’’ 
is an abbreviation of napkins, the later user would not be permitted to reg- 
ister a mark containing such abbreviation if the mark as a whole (and the 
commercial impression created by it) approaches too closely the mark of a 
prior user and registrant. 

It is believed that applicant’s mark SERV-A-NAP is clearly distinguish- 
able from TIDYNAPS, SEMINAPS, TEANAPS, and BOSSNAP. 

SERV-A-NAP and HAVANAP, however, have a substantial identical conno- 
tation. Opposer’s HAVANAP napkins are sold to retail markets for resale, 
and since applicant’s distribution channels are unidentified, it will be as- 
sumed that its paper napkins will move in the same channels. Under such 
circumstances, it seems to me that ordinary purchasers buying in the ordi- 
nary course of trade are likely to be confused by the two marks and appli- 
cant is, therefore, not entitled to the registration sought. 

The decision of the Examiner of Interferences is affirmed. 





EX PARTE S. GOLDBERG & CO., INC. 
Commissioner of Patents — October 5, 1954 


TRADE-MARK Act oFr 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Application to register cozEEz for house slippers for men, women and children 
is permitted where opposed by KUMTOME KOZzIES for infants’ booties, since the 
marks neither sound nor look alike and in view of the specific differences in the 


goods. 
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Application for trademark registration by S. Goldberg & Co. Inc., 
Serial No. 613,844 filed May 14, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

Henry Ruhl, of New York, N. Y. for applicant. 
LeEeEDs, Assistant Commissioner. 

Application has been filed to register cozeez for house slippers for 
men, women and children. Use is claimed since February 27, 1951. The 
Examiner of Trade Marks has refused registration on the grounds of like- 
lihood of confusion with Reg. No. 142,341, of KUMTOME KOZzIEs, issued on 
May 10, 1921, for infants’ bootees, shoes and slippers made of fabric. Ap- 
plicant has appealed. 

Applicant’s mark is displayed in ordinary capital letters. The mark 
shown in the registration is displayed with a large capital ‘‘K’’ with a 
paraph extending over the balance of the mark, and the large initial ‘‘K’’ 
is followed by the letters ‘‘umtome’’ and ‘‘ozies’’ in small letters. The 
marks obviously do not look alike. They must be considered in their entire- 
ties, and thus considering them they do not sound alike. They have a like 
significance only to the extent that each utilizes a noun variant of the adjec- 
tive ‘‘cozy’’ meaning snug, comfortable, easy, contented. When applied 
to the products of applicant and registrant, the noun variants have a 
highly suggestive connotation. 

There are substantial differences in the marks and specific differences 
in the goods. The present record is not convincing that confusion is likely. 
The mark should be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 


KIEKHAEFER CORPORATION v. WILLYS-OVERLAND MOTORS, INC. 
(WILLYS MOTORS, INC., assignee substituted) 


No. 4626 — Commissioner of Patents — October 5, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—GOooDS OF SAME CLASS 


Applicant seeks to register the mark HURRICANE to designate model of its 
MERCURY outboard motors. Registration is opposed by registrant of HURRICANE, 
trademark for internal combustion engine used in Willys automobiles. However, in 
view of the differences in the manner of use, and the difference in products, appli- 
cant is entitled to the registration of HURRICANE for outboard motors and Willys 
is entitled to registration of HURRICANE for automobile engines, it appearing that 
there is little likelihood of confusion. 


Interference proceeding between Kiekhaefer Corporation, application 
Serial No. 608,029, filed December 26, 1950, and Willys-Overland Motors, 
Inc. (Willys Motors, Inc., assignee substituted), application Serial No. 
592,729, filed February 18, 1950. Willys Motors, Inc. appeals from deci- 
sion by Examiner of Interferences to dissolve interference. Reversed. 
Andrus & Sceales, of Milwaukee, Wisconsin for Kiekhaefer Corporation. 
Carl F. Schaffer, of Toledo, Ohio for Willys Motors, Inc. 
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Legps, Assistant Commissioner. 

On February 18, 1950 the predecessor of Willys Motors, Inc., hereafter 
referred to as Willys, filed an application to register HURRICANE as a trade 
mark for internal combination engines and structural parts thereof, claim- 
ing use since January 25, 1950. The mark was published for opposition 
purposes on October 31, 1950. 

On December 26, 1950, Kiekhaefer Corporation, hereafter called Kiek- 
haefer, filed an application to register HURRICANE as a trade mark for out- 
board motors, internal combustion engines for industrial use, and parts 
thereof, claiming use since November 9, 1949. The application was ac- 
companied by a request for declaration of an interference with the previous 
application. 

On September 11, 1951 Willys filed a motion to dissolve on the ground 
that there is no interference in fact, and the motion was accompanied by 
a proposed amendment to restrict the application to internal combustion 
engines and structural parts therof for automobiles. The motion was 
engines and structural parts thereof for automobiles. The motion was 

Kiekhaefer is a well-known manufacturer of outboard motors and parts 
therefor. Its house mark is KIEKHAEFER, and its primary trade mark is 
MERCURY. The various models of motors are identified by letter and num- 
ber combinations and by names, such as COMET, ROCKET, THUNDERBOLT, and 
HURRICANE. While it is true that the names serve the purpose of designat- 
ing the models and differentiating between them, nevertheless, they have 
been so widely advertised in conjunction with the other marks that it is 
believed that they also perform a trade mark function. Kiekhaefer an- 
nounced the HURRICANE in September of 1949 for the 1950 market; the 
name plates were ordered and delivered in November of 1949; and the first 
sales of the model bearing the name plates were made in November of 1949. 

Willys is a well-known manufacturer of automotive vehicles. It is 
more or less common practice in the automotive industry to give the engines, 
transmissions and other structural parts therefor a name, although gener- 
ally speaking, the engines are sold only as an integral part of the vehicle. 
Willys has followed that practice and commenced using HURRICANE to 
identify the engines in its automobiles and trucks. 

In view of the differences in manner of use of the marks by the parties, 
of the function of the marks and of the differences in products, it is my 
opinion that there is no such likelihood of confusion as is contemplated by 
the statute. On the record here, it is held that Kiekhaefer is entitled to 
registration of HURRICANE for outboard motors and parts therefor; and 
Willys is entitled to registration of HURRICANE for automotive vehicles and 
parts therefor. The applications should be amended accordingly. 

The decision of the Examiner of Interferences is reversed. 


Le 
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NATIONAL CRANBERRY ASSOCIATION v. CARL R. INGLING 
No. 5958 — Commissioner of Patents — October 5, 1954 


CANCELLATION PROCEDURE—EVIDENCE 

Petitioner seeks to cancel the registration of SEA-SPRAY for salt crystals evapo- 
rated from ocean water and containing mineral supplements, on the basis of 
petitioner’s registration of OCEAN-spRAY for fresh and canned cranberries. The 
petition is dismissed since petitioner has the burden of submitting facts sufficient 
to overcome prima facie showing of registrant’s registration and in this case has 
failed to do so. The record consists solely of the registrations of the parties, there 
appearing, therefore, nothing in the record from which damage to the petitioner 
can be presumed since the differences in the goods, when coupled with the differ- 
ences in the marks, do not in themselves indicate common origin. 


Cancellation proceeding by National Cranberry Association v. Carl R. 
Ingling, Registration No. 561,474 issued July 15, 1952. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 
Beekman Aitken, of New York, N. Y. for registrant-appellee. 

John B. Brady, of Washington, D. C. for petitioner-appellant. 
LEEDs, Assistant Commissioner. 

A petition has been filed to cancel the registration of sea spray for salt 
crystals evaporated from ocean water and containing mineral supplements.' 
Petitioner is the registrant of OCEAN spRAY? for fresh and canned cran- 
berries, cranberry juice and canned cranberry flakes. The Examiner of 
Interferences dismissed the petition, and petitioner has appealed. 

The record consists solely of copies of the registrations of the parties. 
Petitioner had the burden of submitting facts sufficient to overcome the 
prima facie showing resulting from respondent’s registration. May Dept. 
Stores v. Kenya Corp., 102 USPQ 404 (44 TMR 1452) (Com’r., 1954) ; 
May Dept. Stores Co. v. Schloss Bros., 102 USPQ 421 (Com’r., 1954) ; I. C. 
Issacs & Co. Inc. v. Popst, 102 USPQ 403 (44 TMR 1451) (Com’r., 1954). 

There is nothing in the record here from which damage to petitioner 
can be presumbed, since the differences in goods, when coupled with the dif- 
ferences in marks, lead away from a thought of common origin rather than 
toward it. 

The decision of the Examiner of Interferences is affirmed. 


STAR-MAID DRESSES, INC. v. MAX WIESEN & SONS CO. INC. 
No. 31657 — Commissioner of Patents — October 6, 1954 


TRADE-MARK ACT—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Application is made to register STARWAY as a trademark for ladies’ dresses, 
suits, blouses, slacks, ete. and is opposed by the registrant of sTAR-MAID for 
dresses and designs for dresses, coats, jackets, skirts and blouses. While applicant’s 


1. Reg. No. 561,474, issued July 15, 1952. 

2. Reg. No. 196,795, issued March 31, 1925, renewed, and published under Sec. 
12(¢) on February 10, 1948; Reg. No. 283,708, issued June 2, 1931, renewed, and pub- 
lished under See. 12(¢) on April 27, 1948; and Reg. No. 347,586, issued September 
8, 1942, and published under See. 12(c) on April 6, 1948. 
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mark does not look like that of opposer’s, nor does it have the same connotation, 
the marks sound somewhat similar and the doubt will be resolved in favor of the 
first user, and therefore the opposition is affirmed. 


REGISTRATION PROCEDURE—OPPOSITION— EVIDENCE 
A stipulation that if certain jobbers were called as witnesses they would 
testify that ‘‘they have no knowledge of any confusion resulting by reason of the 
use of the mark STARWAY by applicant’’ is without probative force since it is 
general, vague and indefinite and deals only with actual confusion, whereas the 
statute is directed to likelihood of confusion. 


REGISTRATION PROCEDURE—APPLICATION—MISREPRESENTATION 
Where the application alleges use of the mark on numerous items but it appears 
from the record that the mark has been used only on dresses, the application was 
based on false statements and the registration must be denied by the Patent Office 
without regard to the opposition and is therefore rejected on ex parte grounds. 
Opposition proceeding by Star-Maid Dresses, Inc. v. Max Wiesen & 
Sons Co., Inc., application Serial No. 610,942 filed March 6, 1951. Appli- 
cant appeals from decision of Examiner of Interferences sustaining oppo- 
sition. Affirmed. 
Munn, Liddy & Nathanson, of New York, N. Y. for opposer-appellee. 
Beekman Aitken, of New York, N. Y. for applicant-appellant. 


LEEDs, Assistant Commissioner. 

Application has been filed to register STARWAY, used since December 13, 
1946 as a trade mark for dresses, suits, blouses, slacks, coats, scarves, 
jackets, hats, raincoats, overcoats, house coats and playsuits for women, 
misses and girls. Registration has been opposed by the registrant of 
STAR-MAID DRESSES (DRESSES disclaimed) for dresses,’ STAR-MAID and design 
for dresses, coats, jackets, skirts and blouses,? THE STAR SKIRT (THE SKIRT 
disclaimed) for dresses, coats, jackets, skirts and blouses,* and, by assign- 
ment, sTAR enclosed within an illustration of a star for skirts.‘ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record consists solely of copies of its registrations. It is 
observed that the only specimen submitted with the opposition showing the 
mark as actually used by opposer shows the mark disclosed in Reg. No. 
500,516, sTAR-MAID and design. 

Applicant presented as a witness its vice-president and general man- 
ager who testified that staRway was first used in the fall of 1946, and it has 
been used since that time on multicolored hanging tags fastened to the 
garment; the mark has been used only on dresses; sales are made only to 
jobbers who presumably sell to the retail outlets; jobbers located in Los 
Angeles, San Francisco, Seattle, Portland (Oregon), Philadelphia, Cleve- 
land, Detroit, Minneapolis, Chicago, Kansas City and Atlanta are cus- 
tomers of applicant; and total sales under the mark from 1946 through the 
first six months of 1952 exceeded three and three quarter million dollars. 


Reg. No. 202,914, issued September 8, 1925, renewed. 

Reg. No. 500,516, issued June 1, 1948. 

Reg. No. 501,797, issued August 24, 1948. 

Reg. No. 82,919, issued August 1, 1911, renewed, and re-renewed by this opposer. 


> rr 
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A stipulation of the parties shows that if eight named jobbers of 
applicant’s dresses were called as witnesses, they would testify that ‘‘they 
have no knowledge of any confusion resulting by reason of the use of the 
mark sSTARWAY by applicant.’’ Such a stipulation is without probative 
force. It is general, vague and indefinite, and deals only with actual con- 
fusion, whereas the statute is directed to likelihood of confusion. 

The record is highly unsatisfactory. It does not appear where, how or 
on what opposer uses its mark, or marks; the methods and channels of its 
distribution do not appear; and no sales figures or advertising expenditures 
appear ; so it is impossible to tell what, if any, commercial impression has 
been created by its mark, or marks, or on whom such impression may have 
been made. 

Applicant’s record suffers a number of weaknesses. The testimony is 
to the effect that the mark was first used ‘‘I would say in the fall of 1946.’’ 
The application sets out December 13, 1946. There are copies of invoices 
which were identified as representing sales of STARWAY dresses as early as 
April 12, 1946, April 15, 1946 and May 27, 1946. In view of such con- 
flicting evidence, the testimony concerning the method of distinguishing 
invoices which covered STARWAY dresses is unconvincing. 


The testimony regarding the first labels is, ‘‘I believe we did them 
upstairs in our own print shop, which we had in force in [sic] the time in 
operation.’’ The first invoice for sTARWAY labels which was introduced is 
dated April 11, 1949. 


The witness identified a sheet of paper upon which certain figures and 
names of jobbers appear, and he testified that these figures represented 
sales to the jobbers, but there is no testimony which indicates that he 
obtained the data from records, nor is there any other testimony which 
would show how the data were compiled. Furthermore, there are copies of 
invoices in evidence which show sales to persons not included on the list. 


When asked whether the jobbers had advertised the staRWAY mark in 
their business, the witness replied, ‘‘I would say that they do. They con- 
tinually sell the product as a sTaRWAy dress.’’ It does not appear how he 
knew this latter to be a fact. Although he testified that he has complete 
supervision and control over ‘‘everything pertaining to the functions of 
the company,’’ he stated that he ‘‘believed’’ that a jobber brochure was 
printed in New York and mailed to a ‘‘direct list of customers.’’ He 
‘*believed’’ that the circular mailing cost was paid by applicant. He 
‘*judged’’ that the circulars (only two of which are in evidence) were 
distributed throughout the entire State in which the jobber was located. 


Applicant’s vice-president stated under oath in the application that 
applicant ‘‘is using the trade mark shown in the accompanying drawing for 
women’s, misses’ and girls’ dresses, suits, skirts, blouses, waists, slacks, 
coats, scarves, jackets, hats, raincoats, overcoats, house coats, and play- 
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suits.’’ He testified under oath that the mark has been used only on dresses. 
It is apparent that the application was based on false statements, and regis- 
tration must therefore be denied without regard to the opposition. 

The state of the record in the opposition leaves the tribunals of the 
Patent Office with substantially no facts upon which to base a conclusion as 
to likelihood of confusion, mistake or deception of purchasers. The pro- 
ceeding assumes the nature of an ex parte challenge by the opposer of the 
action of the Examiner of Trade Marks in publishing the applicant’s mark. 
Since the examiner, in two separate actions, however, rejected applicant’s 
registration by citing as a reference one of opposer’s registrations (he 
subsequently withdrew the rejection), this opposer is in a somewhat 
stronger position than is ordinarily the case. 

Applicant’s mark does not look like any of opposer’s registered marks. 
The marks do not have the same connotation. STARWAY and STAR-MAID 
sound a great deal alike, however, and assuming that opposer is exercising 
its exclusive right to use that registered mark, as evidenced by the two 
registrations thereof, the doubt which exists as to likelihood of confusion 
will be resolved in favor of the first user and registrant. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed, and the registration is rejected on ex parte grounds. 





TEXTRON INCORPORATED v. ALEXANDER SMITH & SONS 
CARPET COMPANY (By change of name 
Alexander Smith, Incorporated) 


No. 31324, 31331 — Commissioner of Patents — October 6, 1954 


TRADE-MaRK AcT oF 1946—REGISTRABILITY—SERVICE MARKS 

Applicant seeks to register TEXTRALIZED twice, one as a mark identifying 
service of processing fibers to impart an artificial crimp thereto and the other as 
a mark identifying applicant’s material so processed, and is opposed by the 
registrant of TEXTRON for fabrics made of synthetic fibers. Since there is nothing 
in the record that would lead to the conclusion that confusion is likely in connection 
with TEXTRALIZED used as a service mark, the application is allowed, but in connec- 
tion with TEXTRALIZED as a trade-mark for the fibers after treatment by the process, 
the application is rejected ex parte since it appears from the record that the label 
as used on the goods shows the word TEXTRALIZED under which appears ‘‘ For extra 
value in textiles*’ and at the bottom of which appears ‘‘An Alexander Smith 
Process.’’ This label does not show trademark usage of the mark but merely 
indicates the service identified by TEXTRALIZED has been performed. 


Opposition proceeding by Textron Incorporated v. Alexander Smith 
& Sons Carpet Company (by change of name, Alexander Smith, Incorpo- 
rated) service mark application, Serial No. 611,154 filed March 10, 1951 
and trademark application Serial No. 607,766 filed December 16, 1950. 
Opposer appeals from decision of Examiner of Interferences dismissing 
oppositions. Affirmed, but Serial No. 607,766 rejected ex parte. 
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Pennie, Edmonds, Morton, Barrows & Taylor, of New York, N. Y. for 
opposer-appellant. 

Nathaniel L. Leek, New York, N. Y. for applicant-appellee. 

LeEEps, Assistant Commissioner. 

Two applications have been filed to register TEXTRALIZED—one as a 
mark identifying the service of processing fibers to impart an artificial 
crimp thereto, and the other as a mark identifying the applicant’s mate- 
rials so processed. The specimens filed with the two applications are 
identical. 

Registration has been opposd by the registrant of TeExTRON' for fab- 
rics made of synthetic fibres and numerous items made therefrom. 

The Examiner of Interferences dismissed the oppositions against both 
registrations and opposer has appealed. 

Opposer’s record consists of its registration; and applicant’s record 
consists of its applications and a stipulation of facts. 

The application for registration of the service mark (or trade mark 
for services) indicates that applicant treats or processes fibres (presumably 
to be made into fabrics) for others, and it applies labels showing the mark 
to the fibres so treated. The specimen label submitted with the application 
shows the word TEXTRALIZED. At the top of the label appears ror EXTRA 
VALUE IN TEXTILES, and at the bottom appears AN ALEXANDER SMITH PROC- 
Ess. This label is more or less typical of service mark usage in the mate- 
rials treatment field. 

The application for registration of the same word TEXTRALIZED as a 
trade mark for the fibres so treated contains an identical specimen. It 
does not show trade mark usage of the mark, but it merely indicates that 
the service identified by TExTRALIZED has been performed on the fibres. 
This application must be rejected on the ground that the specimens sub- 
mitted indicate that the mark sought to be registered is not used as a trade 
mark. 

The stipulation shows use of some thirteen marks of which TEx is the 
prefix syllable for such items as cotton braided rugs, substitute leather, 
coated fabric, piece goods, separator material used in the rubber industry, 
shoelaces, denim and ticking, corduroy, chamois, men’s, women’s and chil- 
dren’s apparel, textile bags, textile fabrics made of paper,’ and sheet 


1. Reg. No. 406,206, issued March 14, 1944 for nightgowns and slips; Reg. No. 
407,075, issued May 16, 1944 for shower curtains; Reg. No. 409,976, issued October 31, 
1944 for clothes bags and shoe bags; Reg. No. 411,071, issued January 2, 1945 for 
piece goods made of synthetic fibres, drapes, window curtains and luncheon sets; Reg. 
No. 413,945 issued May 22, 1945 for women’s underwear, housecoats, aprons, bed 
jackets, lounging robes, panties, scarfs and raincoats, men’s pajamas and sport shirts, 
children’s caps, dresses and sun suits, baby pants, shower caps and make-up capes; 
Reg. No. 418,552, issued January 1, 1946 for negligees, men’s shorts and robes; Reg. 
No. 419,155, issued February 5, 1946 for hand bags, cosmetic kits and lingerie cases; 
Reg. No. 420,496, issued April 16, 1946 for shoulder covers for garment hangers; and 
Reg. No. 426,458 issued December 24, 1946 for bedspreads, vanity table skirts and 
bridge table covers. 


2. The exact nature of this identification is obscure. 
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material for surfacing purposes. The relevancy of a number of these refer- 
ences is not clear. It is well known, however, that the use of TEx in the 
textile field is not altogether arbitrary, but that is not the question to be 
answered here. 

The question is simply stated as follows: Is the purchasing public, 
being familiar with opposer’s TEXTRON products, likely to believe that 
processed fibres bearing the TEXTRALIZED labels have been processed by 
opposer? There is nothing in the record which would lead to an affirma- 
tive answer. The marks do not look alike—they do not sound alike—and 
they do not impart a similar significance. 

The decision of the Examiner of Interference is affirmed as to dis- 
missal of the oppositions, but application Serial No. 607,766 is rejected ex 
parte. 





BARMATIC PRODUCTS COMPANY v. 
THE NATIONAL ACME COMPANY 


No. 29874 — Commissioner of Patents — October 7, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—GooDS OF SAME DESCRIPTIVE PROPERTIES 
Application seeks to register BAR-MATIC for bar screw machines and single and 

multiple spindle machines and is opposed by registrant of BARMATIC used as a 
trade-mark for drag links and tie rod ends for automobiles. It appearing from 
the record that opposer had used the name BARMATIC PRODUCTS COMPANY since 1936 
and has manufactured screw machine products and replacement parts for auto- 
mobile equipment, that its letterheads have always featured its corporate name 
together with its invoices, and that opposer has made purchases of automatic screw 
machines and other purchases from applicant since 1936. In view of applicant’s 
knowledge of opposer’s name and business, and the fact that while the products 
are specifically different, they would be deemed by most purchasers to be similar, 
registration is refused. 

Opposition proceeding by Barmatic Products Company v. The National 
Acme Company, application Serial No. 508,233 filed August 29, 1946. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Affirmed. 

Hyde, Meyer, Baldwin & Doran, of Cleveland, Ohio for opposer-appellee. 
Woodling & Krost, of Cleveland, Ohio for applicant-appellant. 
LEEDs, Assistant Commissioner. 

Application has been filed to register BAR-MATIC for bar screw machines, 
such as single spindle machines and multiple spindle machines. The words 
are in block type, displayed in a rectangle which is superimposed upon an 
ellipse. Use is claimed since April 1, 1946. Registration has been opposed 
by one who claims prior use of BARMATIC as the identifying portion of its 
trade name and who is the registrant of BARMATIC' as a trade mark for 
drag links and tie rod ends for automotive vehicles. The Examiner of 
Interferences sustained the opposition, and applicant has appealed. 


1. Reg. No. 552,525, issued December 25, 1951. 
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Opposer’s record shows that it was incorporated in 1926 under the 
name of Union Cap Screw Company, and in 1936 it changed its name to 
Barmatie Products Company; it has, since at least 1929, engaged in the 
manufacture and sale of automatic screw machine products and replace- 
ment parts for automotive equipment; since 1936 when opposer’s name was 
changed, its letterheads, envelopes and business cards have featured the 
name Barmatie Products Company, and its invoices, shipping orders, busi- 
ness cards and letterheads have also consistently featured an illustration of 
a cylindrical bar upon which appears the word BARMATIC, the automotive 
replacement parts manufactured and sold by opposer include tie rod ends, 
drag links, propeller shaft bushings, rocker arm shafts, and throwout 
bearings; its automatic screw machine products include plugs, special 
fittings, shafts, nuts, sleeves, bushings and all the various products which 
pertain to bar work ; automatic screw machines are used in the manufacture 
of the automotive replacement parts; sales of opposer’s products exceed 
$1,000,000 annually; opposer purchased at least one automatic screw 
machine from applicant between 1936 and April 1, 1946, applicant’s claimed 
date of first use of BAR-MATIC, and it has, since at least 1945, continued to 
make smaller purchases from applicant; the invoices from applicant are 
addressed to Barmatic Products Company; in 1938 opposer commenced to 
use BARMATIC as a trademark for its products, and since that time, the 
mark has been applied to tags or labels affixed to all receptacles in which its 
products are shipped; opposer did not know of applicant’s use of BAR- 
MATIC on automatic screw machines until the mark was published on 
September 19, 1950, in the Official Gazette; and on October 4, 1950 opposer 
requested applicant to discontinue its use of the mark. Since prior to 
applicant’s claimed date of first use, opposer has been listed in the classified 
telephone directory under the classification ‘‘Screw Machine Products.”’ 

Applicant took no testimony. Its basic position is that the products 
of the parties are not of the same descriptive properties. That, however, is 
not the question for consideration. 

There is no question but that applicant knew of opposer’s name BAR- 
MATIC PRODUCTS COMPANY and it also knew that opposer’s business included 
the manufacture and sale of automatic screw machine products. Both 
parties are located in the same city, and applicant has sold automatic screw 
machines and other products to opposer since prior to applicant’s adoption 
and use of BAR-MATIC. 

It is true that the products are specifically different, but those of one 
are automatic screw machines and those of the other include products made 
by automatic screw machines. It seems almost incongruous that applicant 
could seriously contend that under such circumstances purchasers are not 
likely to be led by the marks to believe that the machines and the products 
made by the machines are produced by the same business entity, or that 
there is, at least, a trade connection of some kind between them. 

Applicant also contends that opposer’s proofs as to continuous technical 
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trademark use prior to 1946 are insufficient. BARMATIC is and has been 
since 1936, the distinguishing feature of opposer’s coporate name, and its 
letterheads, shipping orders, invoices and business cards have featured, in 
addition to the corporate name, the cylindrical bar with the word BARMATIC 
thereon. In view of the customer relationship between the parties, it must 
be presumed that applicant know all of this. The contention as to insuffi- 
ciency of proofs, therefore, must fail. 
The decision of the Examiner of Interferences is affirmed. 





CONSOLIDATED DAIRY PRODUCTS COMPANY v. 
JUDY-LEE SALES CO. 


No. 31255 — Commissioner of Patents — October 7, 1954 


TRADE-MARK ACT orf 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DaRI-DELITE for frozen milk mixtures is not confusingly similar to DARIGOLD 
as used on line of dairy products and animal and poultry feeds. 


Opposition proceeding by Consolidated Dairy Products Company Vv. 
Judy-Lee Sales Co., application Serial No. 585,481 filed August 15, 1949. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 

Semmes, Keegin, Robinson & Semmes, of Washington, D. C. for opposer- 
appellant. 

Fishburn & Mullendore, of Kansas City, Missouri for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register DARI-DELITE for a frozen milk 
mixture in the nature of ice cream. Use is claimed since August 1, 1949. 
Registration has been opposed by the registrant of DARIGOLD for a line of 
dairy products and animal and poultry feed.1 The Examiner of Inter- 
ferences found no likelihood of confusion, mistake or deception of pur- 
chasers and dismissed the opposition. Opposer has appealed. 

The opposer here is the same as in Consolidated Dairy Products Co. v. 
Gildener & Schimmel, 101 USPQ 465 (44 TMR 982) (Com’r., 1954). In 
that case it was held that opposer could not rely upon its registration for 
any purpose in the Patent Office due to the fact that it had filed a false 
affidavit of use in connection therewith. It was also held that petitioner 
and its licensees have used the mark as both a trade mark and a certification 
mark, and that the two uses are incompatible. The record in the present 
case is substantially the same as in the prior case, and since the circum- 
stances of opposer’s use were detailed in the prior case, they need not be 
repeated here. 

The question presented here, however, is substantially that set forth 
there, namely: Are purchasers likely, upon seeing DARI-DELITE frozen milk 
product, likely to assume that it is certified by opposer as complying with 


1. Reg. No. 375,997, issued March 12, 1940, published under Sec. 12(c) on July 27, 
1948. 








epee 


Vol. 45 T. M. R. FORT DODGE LABS. v. E. L. HAEUSSLER 


certain standards as to quality, or that it emanates from one or more of the 
thirty-nine associations or groups which use DARIGOLD in one way or 
another? 

In view of the nature of the marks when applied to the respective 
products, it is not believed that confusion, mistake or deception of pur- 
chasers is likely. DARIGOLD and DARI-DELITE do not look alike—they do not 
sound alike—and they do not create the same commercial impression. 

The decision of the Examiner of Interferences is affirmed. 


FORT DODGE LABORATORIES, INC. v. E. L. HAEUSSLER 
No. 32097 — Commissioner of Patents — October 7, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Application is made to register FORTOGENOL for a multi-vitamin and mineral 
product and is opposed by one who claims ownership of FORTOGEN, as a result of 
prior use, for internal and external antiseptic for veterinary use. Application is 
granted in view of the numerous prior decisions holding that identical or substan- 
tially identical marks may be registered for foods and medicines for animals and 
foods and medicines for humans without any likelihood of confusion resulting 
therefrom and also in view of the fact that the products appear to be sold through 
different channels. 


Opposition proceeding by Fort Dodge Laboratories, Inc. v. E. L. 


Haeussler, application Serial No. 627,335, filed March 31, 1952. Opposer 

appeals from decision of Examiner of Interferences dismissing opposition. 

Affirmed. 

Dudley Browne, Louis H. Baer and Mortimer Altin, of New York, N. Y. 
for opposer-appellant. 

Jackson, Webster & Read and Harris, Kiech, Foster & Harris, of Los 

Angeles, California for applicant-appellee. 

Leeps, Assistant Commissioner. 

Application has been filed to register FoRTOGENOL for a multivitamin 
and mineral product. Use is claimed since March 3, 1951. Registration 
has been opposed by one who claims ownership of FORTOGEN as a result of 
prior use of the mark for an internal and external antiseptic and antifer- 
ment for veterinary use. The Examiner of Interferences dismissed the 
opposition, and opposer has appealed. 

Opposer took the testimony of its president and general manager, its 
director of its pharmaceutical laboratory, and a practitioner of veterinary 
medicine. The testimony shows that opposer has, for more than twenty 
years, sold FORTOGEN to veterinarians throughout the country, and the sales 
value of the product sold during that period amounted to $79,930.00; 
FORTOGEN has been listed in opposer’s catalogs and price lists from its in- 
ception ; opposer also sells vitamin and mineral preparations, but the trade 
marks used on such products are totally different from its trade mark for 
its antiseptic for veterinary use. The practitioner of veterinary medicine 
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testified that he purchases some medicines directly from the producer and 
some from drug stores, but he is familiar with opposer’s policy of selling 
only to veterinarians. He also testified that he has purchased FORTOGEN 
from opposer; he administers vitamin mineral preparations in his practice, 
and it is possible that he would tell the owner of an ailing animal what 
preparation to purchase in a drug store for the animal; he has prescribed 
for animals vitamin mineral preparations intended for human use; and in 
answer, to a leading question, he stated that being familiar with FoRTOGEN, 
if he saw FORTOGENOL vitamin mineral preparations in a drug store, he 
would, ‘‘at first notice’’, connect it with the Fort Dodge product and would 
question opposer’s ‘‘policy at their head office, their method of doing busi- 
ness, and their sales methods’’. 

The applicant testified that prior to the time he commenced selling 
FORTOGENOL vitamin mineral preparation he was sales manager of a Los 
Angeles pharmaceutical house; in February of 1951 he commenced selling 
FORTOGENOL, and he has continued to sell it in California, Arizona, Texas, 
New Mexico and Mexico; at the time he coined the mark he had never heard 
of opposer’s product FORTOGEN; his product is sold through drug stores 
and it has been advertised by radio, placards, song books, stickers and 
newspapers. Applicant testified that he had never seen veterinary medi- 
cines displayed in drug stores, and that his product is generally displayed 
together with other vitamin mineral products. His sales the first two years 
amounted to $24,000 and on the basis of sales the first five months of the 
third year, he expected his sales for that year to exceed $20,000. 


It appears from the record that in view of the methods of distribution 
of the respective products, the only purchasers who would be likely to know 
about both of them would be veterinarians; and the veterinarian’s testi- 
mony indicates that he would not be moved by the rorTOoGENOL mark to buy 
the product because he thought it was made by opposer, but knowing the 
policy of opposer of selling to veterinarians, he would question its policy 
and sales methods. In all probability, he would merely examine the label 
and find that FoRTOGENOL is distributed by applicant. It is not seen how 
opposer would be damaged under such circumstances. 

Although precedents frequently are not very helpful, prior decisions 
have been rather consistent in holding that identical or substantially iden- 
tical marks may be registered for foods and medicines for animals and 
foods and medicines for humans without any likelihood of confusion result- 
ing therefrom. Kellogg Co. v. Bremner Bros., 45 USPQ 446 (Com’r., 
1940) ; Pabst-Ett Corp. v. Dr. W. J. Ross Co., 45 USPQ 532 (Com’r., 1940) ; 
Whitehall Pharmacal Co. v. Wagner, 83 USPQ 529 (40 TMR 65) (Com’r., 
1949) ; Myers v. Polk Miller Products Corp., 96 USPQ 233 (43 TMR 276) 
(CCPA, 1953) ; In re Myers, 96 USPQ 238 (43 TMR 284) (CCPA, 1953) ; 
Mason, Au & Magenheimer Conf. Mfg. Co. v. Perk Dog Food Co., 102 
USPQ 352 (44 TMR 1333) (Com’r., 1954). 
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Application of the general principle established by the precedents to 
the facts of the present case, it is concluded that confusion, mistake or 
deception of purchasers is not likely to result from registration of appli- 
eant’s mark. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE MURRAY CORPORATION OF AMERICA 


Commissioner of Patents — October 7, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
Application to register MURRAY as a secondary meaning mark for kitchen ranges 
refused by Examiner on the ground of likelihood of confusion with registration 
issued for same mark for ventilating fans and floor furnaces. The record showing 
that in support of its claim of distinctiveness, applicant has submitted copies of 
numerous advertisements appearing in various trade journals and also specimens 
of advertising which appeared during the pendency of the application in consumer 
magazines of national circulation, therefore, in view of the differences in appli- 
cant’s and registrant’s goods and of the large investment which applicant has 
made in its mark, the mark should be published for opposition purposes. 

Application for trademark registration by The Murray Corporation of 
America, Serial No. 598,862 filed June 9, 1950. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Reversed. 
Harness, Dickey & Pierce, of Detroit, Michigan for applicant. 

LrEEpDs, Assistant Commissioner. 

Application has been filed to register MURRAY as a secondary meaning 
mark for kitchen ranges. The Examiner of Trade Marks has refused 
registration on the ground of likelihood of confusion with Reg. No. 549,285, 
issued on October 9, 1951, murray for ventilating fans and floor furnaces. 
Applicant has appealed. 

Applicant’s claimed date of first use is January 9, 1950, and the appli- 
cation was filed on June 9, 1950. In support of the claim of distinctiveness 
it has submitted copies of numerous advertisements circulated prior to the 

filing of the application and a list of publications in which advertising had 
appeared. Between January and June applicant had advertised in the 
following trade magazines: Advertising Age, Architectural Forum, Archi- 
tectural Record, Chicago Market News, Domestic Engineering, Electrical 
Dealer, Electrical Merchandising, Gas, Gas Age, Gas Appliance Merchan- 
dising Merchant, Plumbing and Heating Business, Plumbing and Heating 
Journal, Plumbing and Heating Wholesaler, Sales Management and West- 
ern Plumbing & Heating Journal. 

During the pendency of the application, and prior to the first Office 
action, half and full page advertisements appeared in at least two issues of 
consumer magazines of national circulation, including Saturday Evening 
Post, Collier’s, American Home, Better Homes and Gardens, Good House- 
keeping, House Beautiful, House & Garden, and Ladies’ Home Journal; 
and newspapers in fifty-one metropolitan areas in twenty-four States had 
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carried one or more advertisements of applicant’s products. Apparently, 
advertising has continued on a large scale during the prosecution of the 
application. 

In view of the differences in applicant’s and registrant’s goods and of 
the large investment which applicant has made in its mark, the mark should 
be published for opposition purposes. 

The decision of the Examiner of Trade Marks is reversed. 





SOCIETY BRAND CLOTHES, INC. v. MAVEST, INC. 
No. 31403 — Commissioner of Patents — October 7, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SHETLOOM as used on sport jackets, suits and topcoats for men, women and 
children is not confusingly similar with HoOKLOOM for men’s suits. While ‘‘Loom’’ 
is highly suggestive, if not descriptive, when applied to the products here involved 
the question is rather whether the marks as a whole are so alike in sound or in 
appearance or in connotation that the ordinary purchasing public is likely to 
mistake one mark for the other. 


Opposition proceeding by Society Brand Clothes, Inc. v. Mavest Inc., 
application Serial No. 597,534 filed May 16, 1950. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Prangley & Clayton, of Chicago, Illinois for opposer-appellant. 
Michael 8. Striker, of New York, N. Y. for applicant-appellee. 


LEEDs, Assistant Commissioner. 

Application has been filed to register sHETLOOM for sport jackets, suits 
and topcoats for men, women and children. Use is claimed since April 26, 
1950. Registration has been opposed by the registrant of HOooKLOOM for 
men’s suits... The Examiner of Interferences dismissed the opposition, 
and opposer has appealed. 

Opposer’s record consists of its proofs of title to its mark and a copy 
of its registration. Applicant introduced under Rule 282 copies of seventy- 
two registrations having ‘‘loom’’ as a component; three advertisements 
from publications showing current advertising of TWEEDLOOM and OAKLOOM 
apparel for men; and a publication entitled ‘‘ Esquire’s Apparel Arts’’ for 
the years 1952 and 1953, each of which includes a Brand Names Directory 
listing various trade marks having ‘‘loom’’ as a component. 

The specimen label attached to opposer’s pleading shows socIETY 
BRAND—HOOKLOOM—LOOMED IN ENGLAND. 

That ‘‘loom’’ has a highly suggestive, if not somewhat descriptive, 
significance when applied to the products here involved cannot be doubted. 
Reference to Webster’s New International Dictionary, Second Edition, is 
sufficient to resolve all doubts. We are not concerned, however, with the 
descriptive nature of ‘‘loom,’’ or with its common usage in the trade as a 


1. Reg. No. 353,954, issued January 25, 1938 by a predecessor of opposer and 
published under See. 12(¢) by opposer on February 17, 1948. 
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component of marks for items such as those involved here. The sole question 
is whether the marks as a whole are so alike in sound, or in appearance, or 
in connotation that the ordinary purchasing public, with its not altogether 
faultless memory, is likely to mistake one mark for the other or, by associa- 
tion of the goods, is likely to assume that the products come from a single 
business entity. 

SHETLOOM and HOOKLOOM, as used by the parties here do not, in my 
opinion, look so much alike, or sound so much alike, or have a meaning, 
connotation or suggestiveness so much alike, that the confusion, mistake or 
deception contemplated by the statute is likely to result from contempora- 
neous use and registration of both marks. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE MAYA DE MEXICO 


Commissioner of Patents — October 8, 1954 
TRADE-MarRK ACT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

Applicant seeks to register MAYA DE MEXICO for women’s tropical clothing and 

registration has been refused on the ground of likelihood of confusion with MAYA, 
registered for women’s cloth coats, fur coats and coats of combinations of cloth 
and fur. The Examiner required a disclaimer of ‘‘the geographically descriptive 
word ‘Mexico’ ’’, which ruling is of doubtful validity as MAYA DE MEXICO appears 
to be a unitary term when applied to such clothing manufactured in California. 
Since. purchasers would consider the term in its unitary sense and without regard 
to any possible disclaimer or dominant portions or distinguishing features of the 
mark, and in view of the substantial differences in the goods and the differences 
in the marks, it does not appear that confusion, mistake, or deception of pur- 
chasers is likely to result from applicant’s mark, and it therefore should be 
published for opposition purposes. 

Application for trademark registration by Maya de Merico, Serial No. 
623,930 filed December 10, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

Manuel Ruiz, Jr., and Harris, Kiech, Foster & Harris, of Los Angeles, 

California for applicant. 

Leeps, Assistant Commissioner. 

Application has been filed to register MAYA DE MEXICO for women’s 
tropical light-weight clothing, namely, dresses, gowns, sunsuits, slacks, 
stoles, skirts and blouses. Registration has been refused on the ground of 
likelihood of confusion with Maya, registered for women’s cloth coats, fur 
coats and coats of combinations of cloth and fur.’ Applicant has appealed. 

Applicant is a California corporation. The specimens filed with the 
application show DESIGNED BY PRZEWORSKA—FOR MAYA DE MEXICO—BEVERLY 
HILLS. The examiner required a disclaimer of ‘‘the geographically de- 
secriptive word Mexico.’’ I entertain considerable doubt that under the 
circumstances of this case, MEXICO as a component of the mark MAYA DE 
MEXICO is primarily geographically descriptive of applicant’s tropical 


1. Reg. No. 552,192, issued December 18, 1951. 
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light-weight clothing. MAYA DE MEXICO appears to be a unitary term when 
applied to such clothing manufactured in California. 

Having required the disclaimer, the position of the examiner is that, 
since applicant has disclaimed the ‘‘ geographically descriptive word MEXx- 
1co,’’ the word MAYA is the dominant part of the mark sought to be regis- 
tered and is the only word of the mark capable of distinguishing appli- 
cant’s goods in commerce. This reasoning overlooks the fact that MAYA DE 
MEXICO is a unitary term and it is the unit which creates the commercial 
impression upon potential purchasers. They neither know nor care 
whether or not a part of the mark is disclaimed. Ex parte Harzfeld’s Inc., 
100 USPQ 31 (44 TMR 572) (Com’r. 1953). Disclaimers have no effect 
upon purchasers. They do not know about ‘‘disclaimers,’’ ‘‘dominant 
portions’’ or ‘‘distinguishing features’. They are impressed by the mark 
as they see it or hear it, and they do not ordinarily stop to analyze it. 

Manufacturers of fur coats, fur-trimmed coats and cloth coats do not 
in the usual course of business, manufacture and sell tropical light-weight 
clothing such as sunsuits, slacks, stoles, skirts, blouses, dresses and gowns, 
and it is believed that women, who would be the customary purchasers ot 
the involved items, are aware of this fact. In view of the substantial dif- 
ferences in goods and the differences in marks, the present record is not 
convincing that confusion, mistake or deception of purchasers is likely to 
result from applicant’s mark. The mark should be published for opposi- 
tion purposes. 

The decision of the Examiner of Trade Marks is reversed. 





EX PARTE WAMSUTTA MILLS 


Commissioner of Patents — October 8, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SUPPLEMENTAL REGISTER 

Applicant seeks to register on the Supplemental Register the word LUSTERWEAVE 
for cotton piece goods and registration has been refused on the ground that the 
mark merely describes that the fabrics upon which it is used are woven ones 
having a luster and it is therefore incapable of distinguishing applicant’s goods. 
While the mark undoubtedly has descriptive qualities, such descriptiveness does not 
necessarily bar registration on the Supplemental Register. Since LUSTERWEAVE 
appears to be a mark capable of acquiring a secondary meaning through long 
exclusive use and in view of the fact that it does not appear to be a term in 
common usage in the trade, registration on the Supplemental Register will there- 
fore be approved. 


Application for trademark registration by Wamsutta Mills, Serial No. 
621,847 filed November 29, 1951. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

Dean, Fairbank & Hirsch, of New York, N. Y. for applicant. 
Leeps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 

the word LUSTERWEAVE for cotton piece goods. Use is claimed since Novem- 
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ber 9, 1951. Registration has been refused on the ground that the mark 
merely gives the information that the fabrics upon which it is used are 
woven ones having a luster, and it is, therefore, incapable of distinguishing 
applicant’s piece goods. Applicant has appealed. 

It is not denied by applicant that the words ‘‘luster’’ and ‘‘ weave’’ 
have descriptive qualities, but descriptiveness of the words—separately or 
in combination—does not necessarily bar registration on the Supplemental 
Register. The examiner has quoted numerous definitions of luster (lustre) 
from the Mereury Dictionary of Textile Terms and numerous references 
to such phrases as ‘‘silky lustre,’’ ‘‘lustrous finishes, subdued luster,’’ 
‘‘durable luster,’’ ‘‘lustered broadcloths,’’ ‘‘suedes with bloom and luster,’’ 
and ‘‘lustrous weaves.’’ These are, however, all phrases in which ‘‘luster’’ 
is used in its primary sense to describe, and they do not necessarily indi- 
cate that a trade mark having ‘‘luster’’ as a component is incapable of 
distinguishing. The same is true of ‘‘ weave’’. 

The cases* relied upon by the examiner involved applications to regis- 
ter on the Principal Register and are inapplicable here. In applications 
to register secondary meaning marks on the Principal Register, the basis 
of the determination is, generally speaking, the evidence presented rather 
than the mere consideration of the nature of the mark. 

LUSTERWEAVE unquestionably has a descriptive connotation, but it is 
not believed that it is a mark which is incapable of acquiring a secondary 
meaning through long, exclusive use. So far as the record shows, the 
combination of words is not one in common usage in the trade, and under 
these circumstances, it is my opinion that the mark is capable of distin- 
guishing applicant’s cotton piece goods. It is therefore registrable on the 
Supplemental Register. 

The decision of the Examiner of Trade Marks is reversed. 


7? 66 


SLEEPMASTER PRODUCTS COMPANY, INC. v. 
AMERICAN AUTO-FELT CORPORATION 


No. 5659 — Commissioner of Patents — December 20, 1954 


CANCELLATION PROCEDURE—IN GENERAL 


Petitioner seeks to cancel registrations of HEALTH MASTER, DREAM MASTER 
and REST MASTER, all for mattresses, on the basis of petitioner’s registration of 
SLEEPMASTER for mattresses, pillows, ete. Petitioner also claims ownership, through 
use, Of FOAMASTER, RESTMASTER and DREAMASTER. Since the record shows that 
petitioner has used the mark SLEEPMASTER on its mattresses as early as 1935, for 
sales made in New York and New Jersey, and that its subsidiary marks REST- 
MASTER, HEALTHMASTER AND DREAMASTER were adopted in 1939, and that the evi- 
dence shows that these marks were used as grade marks, these subsidiary marks 
are not superior to registrant’s registrations for HEALTH MASTER, DREAM MASTER 


* Ex parte George B. Hurd, Inc., 91 USPQ 344, (42 TMR 155) (Com’r., 1951); 
Ex parte American Map Co., Inc., 85 USPQ 51, (40 TMR 368) (Com’r., 1950); 
Ex parte Goodall-Sanford, Inc., 80 USPQ 28, (39 TMR 264) (Com’r., 1948). 
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and REST MASTER, which were registered in 1936 and 1937. As between peti- 
tioner’s mark SLEEPMASTER and registrant’s marks, registrant’s registrations have 
constituted constructive notice of registrant’s claim of ownership in the mark, and, 
therefore, petitioner is barred by his laches of 16 years from succeeding in his 
petition to cancel, and this conclusion is further supported by the fact that peti- 
tioner had actual notice of registrant’s use of REST MASTER as early as 1937 and 
therefore acquiescence amounts to estoppel. 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Proof of sales in the form of a sheaf of papers containing a typed tabulation 
prepared by a clerk not presented as a witness from records which were not pro- 
duced are incompetent. 
Lack of evidence of confusion over 16 years of concurrent use creates pre- 
sumption that no confusion is likely to result in the future. 

Cancellation proceeding by Sleepmaster Products Company, Inc. v. 
American Auto-Felt Corporation, Registration No. 338,544, issued Septem- 
ber 8, 1936, Registration No. 342,698 issued January 26, 1937 and Regis- 
tration No. 347,899 issued July 13, 1937. Registrant appeals from decision 
of Examiner of Interferences sustaining petition. Reversed. 

Beekman Aitken, of New York, N. Y. for registrant-appellant. 
Dean Laurence, of St. Johns, Michigan and Peter P. Price and Laurence 

D. Smith, of Grand Rapids, Michigan for respondent-appellee. 
Leeps, Assistant Commissioner. 

Petitions have been filed to cancel the registrations of HEALTH MASTER,* 
DREAM MASTER? and REST MASTER, all for mattresses. Petitioner is the 
registrant of SLEEPMASTER‘ for mattresses, springs, pillows, studio couches, 
beds, cushions for furniture, cots, hammocks, upholstered arm chairs and 
sofas, and rubber and synthetic rubber products used as fillers for such 
products. Petitioner also claims ownership through use of FOAMASTER, 
RESTMASTER and DREAMASTER on the items recited in the SLEEPMASTER regis- 
tration. Respondent affirmatively defended on the ground of laches, but 
the Examiner of Interferences held that the facts of the case did not sup- 
port the defense, and the petition was sustained. 

Petitioner’s record supports its claim of continuity of business opera- 
tions by it and its predecessors from a date at least as early as 1934, but 
the testimony and exhibits are not altogether consistent with respect to 
the times that certain events took place. Petitioner’s president, testifying 
from memory and without reminders of any nature, stated that to his 
personal knowledge his father first used the SLEEPMASTER trade mark about 
January, 1934, at which time the business was operated under the trade 
style of CENTRAL QUILT AND MATTRESS COMPANY. The 1935 registration of 
SLEEPMASTER upon which petitioner relies was issued to Nathan Gennet, 





1. Reg. No. 338,544, issued September 8, 1936. 

2. Reg. No. 342,698, issued January 26, 1937. 

3. Reg. No. 347,899, issued July 13, 1937. 

4. Reg. No. 327,895, issued September 10, 1935 to a claimed predecessor; and Reg. 
No. 409,026 issued September 12, 1944 to petitioner. Petitioner also is registrant of 
‘*Quiltmaster,’’ No. 391,256 issued October 28, 1941, and ‘‘Foamaster’’ Reg. No. 
433,865 issued November 4, 1947, neither of which was pleaded. 
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doing business as Central Quilt and Mattress Manufactory, and the claimed 
date of first use was recited as January 6, 1934. 

The witness stated that about 1935 the trade style was changed to 
CENTRAL BEDDING COMPANY. One of the exhibits is a receipt from the clerk 
of Essex County, New Jersey, dated August 27, 1935, acknowledging pay- 
ment of the fee for recording the trade name of CENTRAL BEDDING CO. 
There are eleven invoices in the record, however, dating from January 21, 
1936, to June 9, 1936, on billheads of CENTRAL QUILT AND MATTRESS MANU- 
FACTORY. Seventeen other invoices dating from July 22, 1936 to May 27, 
1937 are on the Central Quilt and Mattress manufactory billheads with 
CENTRAL BEDDING COMPANY stamped thereon. 

According to the witness, the SLEEPMASTER name was adopted and 
used in the trade name around 1937. Exhibits dating from June 19, 1937 
to October 21, 1937 show SLEEPMASTER PRODUCTS CO. stamped on the top of 
the Central Quilt and Mattress Manufactory billheads, and later invoices 
in 1939 are on printed billheads showing SLEEPMASTER PRODUCTS CO. 

The witness testified that in 1940 he became a partner with his father 
in the business identified by the trade name SLEEPMASTER PRODUCTS CO.; 
his father died in 1941 and the business was conducted, according to the 
testimony, by the witness in partnership with the estate until May of 1943 
when the corporation here involved was organized. 

The only evidence of assignment of any of petitioner’s claimed trade 
marks are the Patent Office records. They show an assignment of SLEEP- 
MASTER from the executrix of the will of Nathan E. Gennet to Abram R. 
Gennet, president of petitioner, acknowledged on April 3, 1943; and a 
second assignmnt from Abram R. Gennet to Sleepmaster Products Com- 
pany, Inc.,° a New Jersey Corporation, acknowledged on May 3, 1943. 
As far as this record and the Patent Office assignment records show, peti- 
tioner’s claimed ownership of Reg. No. 327,895 is unsupported, since there 
is no evidence of any assignment from Nathan Gennet to the partnership 
formed in 1940 and no evidence of retention of rights in the partner 
Nathan Gennet at the time of formation of the partnership. The evidence 
does show continued use of the mark sSLEEPMASTER, and petitioner maj 
rely upon such use, but in the absence of proof of title to the earlier regis- 
tration of the mark, it may not rely upon the registration. The later 
registration of SLEEPMASTER issued to petitioner and it is entitled to all 
legal presumptions inherent in it. 

Testimony and exhibits show advertising of SLEEPMASTER mattresses 
and studio units from the fall of 1940, and those exhibits which are prop- 
erly identified indicate that such advertising as has been done is limited to 
New Jersey and New York newspapers and a very few trade periodicals. 
There is nothing in evidence which indicates that petitioner has ever adver- 


5. This is the correct corporate name of petitioner, although it apparently trades 
also under the name of Sleepmaster Products Company. 
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tised RESTMASTER, DREAMASTER, HEALTHMASTER, FOAMASTER, Or SPRINGMAS- 
TER in connection with any of its products. 

There are numerous labels in evidence, together with original invoices 
for various types of labels. Three of the invoices show orders for labels 
bearing the words RESTMASTER, HEALTHMASTER and DREAMASTER. Although 
petitioner’s president testified sLEEPMASTER had been adopted and first used 
in 1934 and RESTMASTER, HEALTHMASTER, SLUMBERMASTER ‘‘and all the 
other names which were akin to the product that were manufactured were 
all used about the same time’’, the earliest invoice for labels showing REST- 
MASTER, HEALTHMASTER, DREAMASTER, and SPRINGMASTER, is dated January 
17, 1939 and the invoice covers the cost of four drawings and four plates 
indicating that this was the first order for labels showing such terms. Fur- 
thermore, the labels which were, at some unidentified time, attached to this 
invoice show CENTRAL BEDDING CO., NEWARK, N.J., whereas the invoice is 
made out to SLEEPMASTER PRODUCTS Co., the name which had been adopted 
in 1937 and which, according to sales invoices, had been used since that time. 
There is no explanation of this discrepancy. The later label invoices which 
show these notations are September 21, 1939 and January 27, 1941.° 

Petitioner’s president testified that on January 20, 1939, its predecessor 
registered the words RESTMASTER, DREAMASTER, HEALTHMASTER and SPRING- 
MASTER with the Secretary of State of New Jersey. 

There are numerous sales invoices in the record dated from 1935 to 
1940 which show sales of IMPERIAL, PREMIER, BELMONT, SHERWOOD, ROYAL 
REST, MODERNAGE, RIVOLI, DOLLY MADISON, AMERICAN BEAUTY and PULMAN 
mattresses. A photocopy of one invoice dated January, 1939, another dated 
May, 1939, and a third dated March, 1940, show DREAMASTER, RESTMASTER 
and HEALTHMASTER, respectively. 

There is no competent evidence to establish the extent of petitioner’s 
sales—either as to dollar amount or geographical distribution. The testi- 
mony is to the effect that SLEEPMASTER products have been sold ‘‘through- 
out the United States, into Honolulu, South America, West Indies, and we 
had one shipment into the Near East’’. In an effort to substantiate this 
statement, petitioner introduced in evidence a sheaf of papers upon which 
has been typed a tabulation of States, cities, dates, and a fourth column 
showing the numeral ‘‘1’’ on four pages, but this column does not appear 
on seven other pages. According to the testimony, the tabulation was pre- 
pared by ‘‘one of the girls in the office’’, (who was not called to testify), 
from records in petitioner’s possession (which were not produced) which 
were received from a former selling agent (who was not presented as a 
witness). The papers are incompetent as evidence of distribution of peti- 





6. Other invoices show orders for labels showing the grade designations ‘‘ Royal 
Rest,’’ ‘‘Premier,’’ ‘‘Pullman,’’ ‘‘Babymat,’’ ‘‘Mayfair,’’ ‘‘Lockwood,’’ ‘‘Esso,’’ 
‘‘American Beauty,’’ ‘‘Custombuilt,’’ ‘‘Inner Spring,’’ ‘ ‘Sleepeushion,’’ ‘Health 
Sleep,’’ ‘‘One Star,’’ ‘‘Two Star,’’ ‘‘Three Star,’’ ‘‘Four Star,’’ ‘“<Five Star,’? 
‘*Seven Star,’’ ‘‘Nine Star,’’ ‘‘Belmont,’’ ‘‘Sherwood,’’ ‘< Dolly Madison,’’ ‘< Hotel 
Luxury’’ and ‘‘ Modernage.’’ 
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tioner’s products. The competent evidence shows sales in New Jersey and 
New York. 

There is testimony on behalf of petitioner to the effect that at some 
unidentified time in 1936 or 1937 respondent wrote a letter to petitioner’s 
predecessor seeking permission to use the mark SLEEPMASTER, and such 
permission was refused. The correspondence is not in evidence, however. 
There also is testimony by both parties concerning an exchange of letters 
in 1937. The letter which petitioner’s predecessor allegedly and appar- 
ently wrote to respondent is not in evidence, and we may not indulge in 
any assumptions as to what it contained. Oral testimony about the con- 
tents of a letter written some sixteen years earlier is not conclusive. A 
copy of respondent’s letter to petitioner dated July 3, 1937 is in evidence, 
and it indicates that the petitioner’s letter probably concerned respondent’s 
use of RESTMASTER. Standing alone it is sufficient only to prove that peti- 
tioner actually knew of respondent’s use of RESTMASTER as early as the 
middle of 1937, and respondent advised that the mark was being used in 
connection with ‘‘local bedding business in the State of Michigan’’, and 
so long as it was used in a ‘‘localized bedding program’’, no reason was 
seen for such use giving concern to petitioner. 

Viewing petitioner’s record in its entirety, the following conclusions 
are reached: 

1. The trade mark sLEEPMASTER has been used to identify peti- 
tioner’s (and its predecessors’) mattresses and studio beds or couches 
since at least 1935. 

2. Petitioner’s products have been sold under the trade mark 
SLEEPMASTER in New Jersey and New York. 

3. RESTMASTER, HEALTHMASTER and DREAMASTER were adopted by 
petitioner in 1939, as indicated by the first label order heretofore 
referred to, testimony concerning the New Jersey State registrations, 
and the earliest invoices showing these terms. 

4. Such use as has been made by petitioner of RESTMASTER, 
HEALTHMASTER, DREAMASTER and the numerous other names herein- 
above referred to is use as grade marks and not trade marks, and there 
is nothing in the record which indicates or suggests that they have 
ever been advanced, promoted, or advertised as trade marks. 
Respondent’s record shows that it commenced the manufacture of mat- 

tresses and box springs in 1936, and the marks HEALTH MASTER, DREAM 
MASTER and REST MASTER were adopted and used to identify the mattresses 
of three different grades. The evidence shows sales of bedding under the 
marks from 1936 through the middle of 1952 in Ohio, Indiana, Michigan 
and Illinois, with one shipment into each of the States of Pennsylvania, 
Florida, New York and Kansas. Continuous use of the marks is shown in 
the limited Middle Western territory from 1936 until the World War II 
years when steel for springs was unavailable. Use of DREAM MASTER was 
resumed in 1946 and of HEALTH MASTER and REST MASTER in 1947. 
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HEALTH MASTER was registered in the Patent Office 1936; and DREAM 
MASTER and REST MASTER were registered in 1937. 

The president and general manager of a label manufacturing company 
identified photocopies of respondent’s orders dated in 1936, 1937 and 1940 
for labels showing DREAM MASTER, REST MASTER and HEALTH MASTER, and 
his testimony is to the effect that the orders were actually filled by his 
company. 

Properly identified sales records show that respondent’s annual net 
sales of bedding increased from $108,955.77 in 1936 to $617,446.35 in 1952, 
but there are no sales figures which show the proportion of these sales 
attributable to DREAM MASTER, REST MASTER, and HEALTH MASTER, either 
separately or collectively. The record shows that other trade marks were 
used by respondent on its mattresses, and that in 1952 approximately forty 
per cent of the total sales of ‘‘ better mattresses’’ were sold under the marks. 
It does not appear which of petitioner’s mattresses are categorized as 
‘‘better mattresses.’’ A numerical graph of sales of mattresses under the 
three trade marks, however, shows that DREAM MASTER (the lowest in price) 
sales reached a pre-war peak of more than 1700 mattresses in 1942, and 
after production was resumed in 1946, sales in 1947 reached 1400 and have 
declined each year except in 1951, with sales in 1952 amounting to only 
about 20 mattresses. 

REST MASTER (the highest in price) sales during the pre-war years 
never exceeded 80 mattresses annually, but following resumption of pro- 
duction in 1947, sales increased to the point where they exceeded 3200 
mattresses in 1952. 

HEALTH MASTER (the ‘‘in-between’’ in price) sales during the pre-war 
years averaged about 100 per year, and during the postwar years they 
have averaged about 350 mattresses annually. 

The testimony of respondent’s witnesses indicates that the economics 
of the bedding industry are such that, in the absence of branch warehouses, 
distribution is limited to more or less localized areas due to the high freight 
rates. Respondent’s distribution has been so limited, and the record sug- 
gests that the petitioner’s distribution has also been so limited. 

It must be presumed that petitioner has made the strongest showing 
available. Plough, Inc. v. Coupland, 45 USPQ 617 (Com’r., 1940) ; H. D. 
Hudson Mfg. Co. v. Wizard, Inc., 100 USPQ 24 (Com’r., 1953) ; Horowitz 
Bros. & Margareten v. Homart Foods, Inc., 100 USPQ 60 (Com’r., 1953). 
Its competent evidence indicates that it did not use RESTMASTER, HEALTH- 
MASTER, OF DREAMASTER until 1939. If there are facts other than those 
which were proved, we are not free to speculate as to what they are, Breese 
v. Tampax Sales Corp., 41 USPQ 208 (C.C.P.A., 1939)(29 TMR 139) ; 
Scientific Sugars Co. v. Carter Products, Inc., 65 USPQ 176 (Com’r., 
1945) ; Aetna Ball & Roller Bearing Co. v. Aetna Auto Parts Co., 89 USPQ 
213 (41 TMR 613) (Com’r., 1951) ; Desmond’s, Inc. v. The Shirtcraft Co., 
Inc., 100 USPQ 28 (44 TMR 569) (Com’r., 1953). Doubts created by 
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petitioner’s own record must be resolved against it. United Drug Co. v. 
The Harrower Laboratory, Inc., 65 USPQ 48 (Com’r., 1945). The fact 
that it contented itself with proof so vague and indefinite in nature is 
rather convincing that petitioner did not use any of the three marks until 
1939, which is subsequent to respondent’s proved use of them. Plough, 
Inc. v. Coupland, above; H. D. Hudson Mfg. Co. v. Wizard, Inc., above; 
P. E. Harris Co., Inc. v. Booth Fisheries Corp., 100 USPQ 61 (44 TMR 
583) (Com’r., 1953). 

There being no convincing evidence that petitioner has any rights in 
REST MASTER, DREAM MASTER Or HEALTH MASTER which are superior to 
respondent’s, the only question left for determination is that of likelihood 
of confusion between respondent’s marks and SLEEPMASTER. 

There is no suggestion in the record that any confusion has arisen 
during the sixteen years of concurrent use, and absence of confusion during 
such a long period creates a presumption that no confusion is likely to 
result in the future. B. A. Railton v. American Sugar Refining Company, 
99 USPQ 141 (44 TMR 312) (Com’r., 1953). Respondent’s registrations 
have constituted constructive notice of respondent’s claim of ownership of 
the marks, and petitioner is, on the record here, barred by its laches from 
succeeding in its petition to cancel. Hylo Co., Inc. v. Patou, 103 USPQ 
52 (44 TMR 1428) (C.C.P.A., 1954) and cases therein cited. Also since 


petitioner had actual notice of respondent’s use of RESTMASTER as early as 
1937 and took no steps to stop the use, its acquiescence in rvspondent’s use 
amounts to an estoppel against succeeding in its attempt to cancel the 
registration at this late date. 

The decision of the Examiner of Interferences is reversed. 


EX PARTE MEAD JOHNSON & COMPANY 


Commissioner of Patents — December 21, 1954 


REGISTRATION PROCEDURE—APPLICATION 

Concentrated solution of ferrous sulphate is properly classified as _ phar- 
maceutical preparation, whether it is administered in fruit or vegetable juice or 
otherwise. For registration purposes, product is not both pharmaceutical and 
food; mere fact that it may have nutritional value does not make it a food when 
it is commonly recognized and accepted as a pharmaceutical preparation. 

Sole purpose of classification is for internal administration within Patent 
Office, and class to which given product is assigned does not and cannot limit or 
broaden rights of applicant or registrant. 


REGISTRATION PROCEDURE—EXAMINATION 


Fact that Patent Office made errors in the past is no justification for per- 
petrating or repeating them. 
REGISTRATION PROCEDURE—APPLICATION 
Classification, to serve its purpose, should be consistent and orderly system 
which places like products in single class as determined from identification of goods 
in conjunction with common accepted meaning of class title. 
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REGISTRATION PROCEDURE—EXAMINATION 
Proposals and rulings under statutes where dietary supplements were considered 
as foods were neither controlling nor persuasive as to classification, where sole 
question was one of internal Patent Office administration. 
REGISTRATION PROCEDURE—APPLICATION 
Identical mark for identical goods should not be registered in two different 
classes. 

Application for trademark registration by Mead, Johnson & Company, 
Serial No. 605,107 filed October 18, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 

Bertha L. MacGregor, of Englewood, Colorado for applicant. 
LeEeEDs, Assistant Commissioner. 

Application has been filed to register FER-IN-soL for ‘‘a liquid food 
preparation used as a dietary supplement, namely, a concentrated solution 
of ferrous sulphate in Class 46, Foods and Ingredients of Foods.’’ An 
application to register the same mark which was simultaneously filed for - 
‘‘econcentrated solution of ferrous sulphate used for the treatment of iron 
deficiency in Class 18, Medicines and Pharmaceutical Preparations,’’ 
matured into Reg. No. 552,271 on December 18, 1951. Registration has 
been refused on the ground that the product is a pharmaceutical and not 
a food. 

The labels filed as specimens in the two applications were identical. 
They show ‘‘FER-IN-SOL, a concentrated solution of ferrous sulphate—EKach 
cubie centimeter supplies 25 mg. of elemental iron—Prophylactic Dosage,. 
infants and children to 6 years, 0.3 ec. daily; children over 6 years and 
adults, 0.6 ec. daily; or as directed by physician—Administer FER-IN-SOL 
in water or in fruit juice or vegetable juice.’’ 

Applicant seeks to register the identical mark for the identical product 
and by different ‘‘descriptions’’ of the product calls it a food on the one 
hand and a pharmaceutical on the other. The proper identification of the 
goods is ‘‘concentrated solution of ferrous sulphate,’’ and whether it is 
described as a ‘‘concentrated solution of ferrous sulphate used for the 
treatment of iron deficiency’’ or as ‘‘a liquid food preparation used as a 
dietary supplement, namely, a concentrated solution of ferrous sulphate,’’ 
the identification of the product remains unchanged. In the commonly 
accepted meaning of the terms ‘‘pharmaceuticals’’ and ‘‘foods,’’ the 
product is not, for registration purposes, both; and the mere fact that it 
may have some nutritional value does not make it a food when it is com- 
monly recognized and accepted as a pharmaceutical preparation. 

A concentrated solution of ferrous sulphate is properly classified as a 
pharmaceutical preparation, whether it is administered in fruit or vegetable 
juice or otherwise. In other words, a pharmaceutical preparation does not 
become a food merely because it may be added to a food product in its 
administration. Nor does it become a food merely because, as applicant 
contends, it is ‘‘indispensable for maintaining vital processes.’’ 
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There seems to be a misconception as to the purpose of classification. 
The statute provides: 
‘‘The Commissioner shall establish a classification of goods and 


services, for purposes of Patent Office administration, but not to limit 
or extend the applicant’s rights.’’ (Emphasis added.) 


Thus, it appears that the sole purpose of classification is for internal admin- 
istration within the Office, and the class to which a given product may be 
assigned by the Office does not and can not limit or broaden the rights of 
an applicant or registrant. 

Applicant’s rights in FER-IN-SOL for its concentrated solution of ferrous 
sulphate, as evidenced by its Registration No. 552,271 in Class 18, Medicines 
and Pharmaceutical Preparations, are exactly the same as if it were 
registered in one or more of the other classes. 

Applicant has called attention to a number of marks which it has 
previously registered in two separate classes for an identical product. The 
fact that such errors may have been made in the past is no justification for 
perpetuating or repeating them. If classification is to serve its purpose, 
it should be a consistent and an orderly system which places like products 
in a single class as determined from the identification of the goods in 
conjunction with the commonly accepted meaning of the class title. 

Applicant has also called attention to certain proposals and rulings 
under other statutes whereby dietary supplements are proposed to be or 
have been considered as foods. Such proposals and rulings are neither 
controlling nor persuasive where, as here, the sole question is one of internal 
administration. 

If classification is to serve its purpose, it seems evident that the iden- 
tical mark for the identical goods should not be registered in two different 
classes. Ex parte Homer C. Roberts, 13 USPQ 63 (22 TMR 280) (Com’r., 
1932) ; Ex parte Q-Tips, Inc., 98 USPQ 362 (44 TMR 105) (Com’r., 1953). 
The Decision of the Examiner of Trade Marks is affirmed. 


EUREKA WILLIAMS CORPORATION (HENNEY MOTORS COMPANY, 
INC., substituted) v. AUTOMATIC FIRING CORPORATION 


No. 31377 — Commissioner of Patents — December 22, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 





COoL-a-MATIC for air conditioners is not confusingly similar to OIL-0-MATIC for 
heating equipment for airR-o-MATic for air conditioners. 

Opposition proceeding by Eureka Williams Corporation (Henney 
Motor Company, Inc., substituted) v. Automatic Firing Corporation, Serial 
No. 600,409 filed July 10, 1950. Opposer appeals from decision of Exam- 
iner of Interferences dismissing opposition. Affirmed. 

E. J. Balluff, of Detroit, Michigan for opposer-appellant. 
Alfred W. Petchaft, of St. Louis, Missouri for applicant-appellant. 
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LeepDs, Assistant Commissioner. 

Application has been filed to register cooL-A-MaTic for ‘‘space cooling 
machinery in the nature of air conditioning units designed to cool, humid- 
ify, dehumidify and/or circulate air within a predetermined space, such as 
a room or the like,’’ in other words, air conditioning units. Use is claimed 
since June 8, 1950. Registration has been opposed by the registrant of 
WILLIAMS OIL-O-MATIC HEATING fer liquid-fuel burning devices ;? O1L-0-MATIC 
for liquid-fuel burning devices,’ for automatically controlled and operated 
fuel heating systems, including the electrically operated controls therefor,* 
for domestic hot water heaters,* and for electrical motors ;° and AIR-0-MATIC 
for air conditioning systems and heating, cooling, dehumidifying and 
humidifying units for air conditioning systems and parts therefor.® 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s record establishes continued use of O1mL-0-MATIC by it and its 
predecessors on the items listed for many years before applicant commenced 
using its mark, and its sales and advertising have been extensive. Since 
about 1936, omitting the years of World War II, opposer and its predeces- 
sors have used AIR-O-MATIC for an absorption type of air-conditioning 
apparatus designed primarily for commercial installations and large resi- 
dences. Advertising of the unit has been limited, and informational and 
technical data published by opposer are directed to architects and engineers 
who deal professionally with installations of commercial and comparable 
air conditioners. 

Applicant’s record shows that in June of 1950 it commenced adver- 
tising and selling space coolers sold as a ‘‘package’’ of ‘‘self-contained’”’ 
unit, under the mark cooL-A-MATICc. (The mark is displayed in script with 
a frosted topping on coon.) Prior thereto applicant had made and sold 
stokers, gas burners, combination oil and gas burners and furnaces. Ap- 
proximately two million dollars’ worth of the CooL-A-MATIC units were sold 
to distributors dealing primarily in home appliances during the first two 
and a third years, and more than $48,000.00 were spent in trade periodical 
and consumer advertising during the same period. 

There is no question but that the heating and cooling equipment manu- 
factured and sold by the parties is of a nature which purchasers of such 
equipment might reasonably assume to be made and sold by a single 
producer. 

The only matter left for determination is whether or not purchasers of 
the products of the parties are likely to believe that CooL-A-MATIC air con- 
ditioners emanate from the manufacturer of omL-0-MATIC heating equipment 


. Reg. Nos. 199,644, issued June 16, 1925 and 222,211, issued December 28, 1926. 
. Reg. No. 239,830, issued March 13, 1928. 

. Reg. No. 269,277, issued April 1, 1930. 

. . . 304,965, issued July 25, 1933. 

. Reg. No. 379,296, issued July 9, 1940. 

. Reg. No. 331,365, issued January 7, 1936. 
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and AIR-O-MATIC air conditions. Opposer argues that due to its long 
and extensive use and advertising of om-o-maTic heating products, 
the public has come to associate products in this field bearing the oIL-o- 
MATIC or other 0-MATIC suffix trade mark with opposer. Suffice it to say 
that there is nothing in the record to support such an argument. Nor is 
there anything in the record which leads to a conclusion that confusion, 
mistake or deception of purchasers is likely to result from applicant’s 
COOL-A-MATIC mark. The items manufactured and sold by the parties are 
not inexpensive or casually purchased. On the contrary, as indicated by 
the testimony of one of applicant’s witnesses who, during his twenty-three 
years of experience in buying and selling home appliances, including 
‘‘room coolers,’’ has become familiar with the buying habits of ultimate 
purchasers of such items, purchasers of air-conditioners are careful and 
‘‘inspect the actual identity of the actual manufacturer’’ before buying. 

The conclusion that confusion is unlikely is bolstered by the record 
which shows that during the summer of 1950 the president of opposer 
visited applicant’s plant in connection with a possible merger or purchase 
arrangement; at the time opposer’s president examined the units bearing 
the mark cooL-A-MATIC and he made no objection to the mark; the proposals 
for merger or purchase were dropped, and in November of 1950 all confi- 
dential papers submitted by applicant to opposer were returned; in March 
of 1952 opposer’s vice-president wrote a letter to applicant requesting data 
and information concerning the cooL-A-MATIC units, following which dis- 
cussions took place between the management of the two parties with a view 
to possible arrangements for applicant to manufacture the self-contained 
units for opposer who would sell them under its own trade mark; and in 
June and July of 1952 opposer ordered and applicant supplied some ‘‘space 
coolers’’ marked with cooL-a-MATIC, for the purpose, as stated by opposer’s 
Director of Research, of ‘‘accumulating test data on the general perform- 
ance of the COOL-A-MATIC unit.’’ If opposer seriously believed that con- 
fusion, mistake or deception was likely to result from applicant’s use of 
COOL-A-MATIC, it seems strange that, in view of the relationship between the 
parties, no objection or protest was made. Considering these facts, together 
with the suggestive nature of the marks and the nature of the goods, the 
Examiner of Interferences was correct in his dismissal of the opposition. 

The decision of the Examiner of Interferences is affirmed. 





ENDO PRODUCTS, INC. v. STRONG, COBB AND COMPANY, INC. 
No. 33297 — Commissioner of Patents — December 23, 1954 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Federal Rule of Civil Procedure 41(b) does not govern inter partes proceed. 
ings in the Patent Office since Trademark Rule 24.4 provides otherwise; when 
party in the position of plaintiff offers testimony or evidence other than Patent 
Office records, Rule 24.4 is inapplicable; Rule 24.4 should be followed in cases 
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where party in position of plaintiff relies only upon its registration and other 
Patent Office records by pleading or otherwise introducing copies in evidence and 
introduces no other evidence. 
EFFECT OF REGISTRATION—IN GENERAL 
Registration is prima facie evidence of ownership of mark, validity of regis- 
tration, and of registrant’s right to use mark in commerce on goods recited in 
registration, but is not evidence of any other facts or of any conclusions pleaded. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
It is not incumbent upon opposer to submit any other evidence, but when 
party in position of plaintiff chooses to rely solely on Patent Office records, 
tribunals of Office are in a position at close of plaintiff’s case to determine 
expeditiously whether or not it has shown right to relief; if no showing is made 
in response in order to show cause under Trademark Rule 24.4, default judgment 
should be entered against opposer; as showing is insufficient and it is found that 
no right to relief has been shown, case should be disposed of on merits and party 
in position of defendant is relieved of burden of offering evidence in defense of 
his claim; if party makes sufficient showing, default judgment should not be 
entered and new periods should be fixed for presentation of case and for rebuttal. 


Opposition proceeding by Endo Products, Inc. v. Strong, Cobb and 
Company, Inc. Applicant petitions from refusal of Examiner of Inter- 
ferences to enter judgment. Issuance of order to show cause ordered. 

A. J. Nydick, of New York, N. Y. for opposer-appellee. 
Albert L. Jacobs, of New York, N. Y. for applicant-appellant. 
Leeps, Assistant Commissioner. 

A petition to the Commissioner has been filed by applicant for review 
of the refusal of the Examiner of Interferences to enter judgment in 
accordance with Rule 24.4 of the Rules of Practice in Trade Mark Cases. 

An opposition was filed by a registrant who alleged that applicant’s 
mark when applied to its goods is likely to cause confusion, mistake or 
deception with its registered mark. A printed copy of the registration 
was attached to the pleading. 

Trial periods were set, and after expiration of the period fixed for 
opposer to present evidence in support of its case, during which no testi- 
mony was taken and no evidence offered, applicant moved for judgment in 
accordance with Rule 24.4. The Examiner of Interferences denied the 


motion. 
Rule 24.4 states: 

‘*Upon the filing of a statement by any party in the position of a 
defendant [applicant here] that the time for taking testimony on 
behalf of any party in the position of plaintiff [opposer here] has 
expired and that no testimony has been taken by him and no other 
evidence offered, an order may be entered that such party show cause 
within a time set therein, not less than ten days, why judgment should 
not be rendered against him, and in the absence of a showing of good 
and sufficient cause judgment may be rendered as by default.’’ 


The Examiner of Interferences ruled: 

‘‘The record shows that the opposer has filed an official copy of 
the registration pleaded in the notice of opposition and that a similar 
copy thereof was forwarded to the applicant with Office action of 
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March 31, 1954. Such registration constitutes statutory evidence of 
the opposer’s ownership of the mark on which it relies herein and it 
therefore has not been incumbent upon the opposer to submit any 
other evidence in support of its prima facie case. Charles of the Ritz, 
Inc. v. Elizabeth Arden Sales Corporation, 73 USPQ 413 (37 TMR 
457) (CCPA).”’ 


Rule 24.4 is a modification of Rule 41(b) F.R.C.P. tailored to trial 
procedure in the Patent Office where witnesses are not heard orally. Under 
Rule 41(b) after a plaintiff has completed the presentation of his evidence, 
the defendant, without waiving his right to offer evidence in the event the 
motion is not granted, may move for a dismissal on the ground that upon 
the facts and the law the plaintiff has shown no right to relief. The Court, 
as trier of the facts, may render judgment against the plaintiff or decline 
to render judgment until all the evidence is in. Judgment against the 
plaintiff may be rendered on the merits and dismissal of the action under 
the rule, unless otherwise specified, operates as an adjudication upon the 
merits. 

In a court proceeding, the judge has seen and heard the plaintiff’s 
witnesses and is in a position to rule upon a defendant’s motion at the 
close of plaintiff’s case. In Patent Office proceedings however, the witnesses 
are not seen and heard, and the practice was altered in the interest of 
conservation of time of the tribunal before whom a case is pending. To 
have adopted the Civil Procedure Rule without change would have placed 
an unnecessary burden on the tribunals of the Office since it would neces- 
sitate a reading of the record of the party in position of plaintiff before 
acting upon the motion, and where the motion is denied, to re-read it at the 
time of final consideration of the case. 


Rule 41(b) does no govern inter partes proceedings in the Patent 
Office since Rule 24.4 provides otherwise ; and when a party in position of 
plaintiff offers testimony or evidence other than Patent Office records, Rule 
24.4 is inapplicable. 

In those cases, however, where a party in position of plaintiff relies 
only upon its registration and other Patent Office records by pleading or 
otherwise introducing copies in evidence, and introduces no other evidence, 
on motion duly made by the party in position of defendant, Rule 24.4 
should be followed. 


A registration is, under the statute, prima facie evidence of ownership 
of the mark, validity of the registration, and of the registrant’s exclusive 
right to use the mark in commerce on the goods recited therein. It is not 
evidence of any other facts or of any conclusions pleaded. The Court, in 
the Charles of the Ritz case cited by the Examiner of Interferences, merely 
held, 73 USPQ at 414, in this connection that ‘‘it was unnecessary that 
appellee submit evidence other than his registration for the purpose of 
establishing its priority of use and its ownership of the mark.’’ (Emphasis 
supplied. ) 
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It is true, as the Examiner of Interferences stated, that it is not 
incumbent upon an opposer to submit any other evidence ; but when a party 
in position of plaintiff chooses to rely solely on records of the Patent Office 
(i.e. registrations and effective actions taken thereon ; recorded assignments, 
ete.), which are of record in the case when pleaded, the tribunals of the 
Office are in a position, at the close of plaintiff’s case, to determine expe- 
ditiously whether or not upon the facts and the law it has shown a right 
to relief. 

If no showing is made in response to an order to show cause under 
Rule 24.4, default judgment should be entered against the opposer. If the 
showing is insufficient and it is found that no right to relief has been 
shown, the case should be disposed of on the merits, and the party in posi- 
tion of defendant would be thereby relieved of the burden of offering 
evidence in defense of his claim. 

If a party, in response to an order to show cause under Rule 24.4, 
makes a sufficient showing, the motion should be denied, and new periods 
should be fixed for the presentation of the defendant’s case and for rebuttal. 

It is recognized that the procedure set forth herein is a departure from 
past practice, but it is believed to be an equitable and realistic approach to 
situations of this nature, and it gives meaning to Rule 24.4. 

This case is remanded to the Examiner of Interferences for issuance 
of an order to show cause in accordance with Rule 24.4. 
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